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PREFACE. 


Practice  in  the  United  States  Patent  Office  has  undergone 
several  radical  changes  during  the  year  1898,  due  to  the  several 
decisions  of  the  Commissioner  in  matters  relating  to  interfer- 
ences, and  to  Act  of  March  3,  1897  (which  went  into  effect 
on  January  1,  1898)  amending  several  of  the  Revised  Statutes 
relating  to  Patents. 

The  following  pages  are  believed  to  cover  an  accurate  digest 
of  all  of  reported  Decisions  of  the  Federal  Courts  and  of  the 
Commissioner  of  Patents,  for  the  year  1898,  pertaining  to  Pat- 
ents, Trade-marks,  etc. 

It  is  proposed  to  publish  an  annual  digest  of  all  of  the  de- 
cisions as  above  noted  ;  and  at  the  end  of  each  five  year  period 
to  revise  and  republish  them. 

The  *  precedes  the  title  to  all  Federal  Court  decisions.  Those 
of  the  Commissioner  are  unmarked. 

The  abbreviations  (D.  C),  (C.  C),  (C.  C.  A.),  (C.  A.  D.  C), 
and  (Sup.  Ct.  U.  S. )  at  the  end  of  the  syllabi  of  Federal  Court 
decisions  indicate  respectively.  District  Court,  Circuit  Court, 
Circuit  Court  of  Appeals,  Court  of  Appeals  of  the  District  of 
Columbia,  and  Su^Dreme  Court  of  the  United  States,  as  the 
forum  of  the  decision. 

L.  M.  S. 

Washington,  Janucwy,  1S99. 

(V) 
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ANNUAL 
DIGEST  OF  DECISIONS 


IN 


PATENT,  TRADEMARK,  DESIGN,  LABEL, 
AND  COPYRIGHT  CASES. 


Abandonment. 

1.  The  use  or  sale  of  an  invention  loiihin  two  years  before 
application  for  a  patent  is  no  just  ground  to  presume  its  aban- 
donment, unless  accompanied  by  other  acts  or  declarations, 
clearly  evincing  an  intention  to  dedicate  the  invention  to  the 
public.  Hence  abandonment  will  not  be  presumed  from  a 
statement  contained  in  the  patent  itself  that  "the  invention  is 
in  practical  operation  and  on  the  market  in  considerable  num- 
bers, and  the  facts  here  stated  with  regard  to  its  operation  are 
such  as  have  been  ascertained  from  commercial  exi^erience." 
(C.  C.  A.) 

*  Mast,  Foos  &  Co.  v.  Dempster  Mill  M'f'g  Co. ,  82  0.  G.  338; 

C.  D.  1898. 

2.  The  fact  that  the  construction  of  a  device  has  not  been  fol- 
lowed within  a  reasonable  time  by  practical  use,  or  application 
for  patent,  affords  a  strong  inference  that  what  had  been  done 
was  regarded  by  the  inventor  as  experimental  only  and  not  a 
completion  of  the  invention,  and  this  would  be  reinforced  if  in 
the  meantime  the  machine  had  been  dismantled  or  destroyed. 
(C.  A.  D.  C.) 

*  Mason  v.  Hepburn,  84  0.  G.  147;  C.  D.  1898. 

3.  Where  for  a  number  of  j^ears  a  machine  was  in  use  by  a 
farmer  on  his  farm,  the  use  being  without  privacy  or  conceal- 
ment, but  was  abandoned  or  discontinued,  the  abandonment 


Z  AFFIDAVITS AMENDMENT. 

was  to  the  public,  and  not  of  such  a  nature  as  would  enable 
some  other  person  to  invent  the  same  thing.  The  continued 
use  for  a  number  of  years  shows  that  it  was  a  practical  machine 
and  not  an  experiment.     (C.  C.  A.) 

*  Chsby  et  al.  v.  Reese,  88  Fed.  Rep.  647. 

Affidavits. 

An  affidavit  tending  to  show  that  an  invention  shown,  but  not 
claimed  in  a  German  patent,  was  derived  from  the  applicant, 
and  that  it  is  in  fact  nothing  more  than  a  printed  publication  of 
applicant's  invention  and  not  the  invention  of  another,  is  com- 
petent evidence  for  the  consideration  of  a  Primary  Examiner, 
and  should  be  received  and  considered  by  him.  (Ex  parte 
Pmjen,  43  M.  S.  dec.  73  cited. ) 

Ex  parte  Grosselin,  84  0.  G.  1284;  C.  D.  1898. 

Amendment. 

I.   Of  Drawing. 
II.   Election  and  Division. 

III.  After  Final  Rejection. 

IV.  New  Matter. 

I.  Of  Drawing. 

1.  Where  a  device  as  illustrated  is  inoperative,  and  it  is 
obvious  that  the  defects  in  the  illustration  are  such  as  could 
only  have  occurred  through  a  clerical  error  in  making  the  draw- 
ing. Held,  that  the  drawing  may  be  amended  to  cure  the  defects. 

Ex  parte  Bailey,  82  0.  G.  894;  C.  D.  1898. 

2.  Tliere  is  no  statement  by  the  Examiner  that  the  alleged 
new  matter  involves  the  merits  of  the  claims  as  was  the  case  in 
ex  parte  Zuber,  (57  0.  (J.  -529,  and  therefore  the  question  as  to 
whether  the  amendment  shall  or  shall  not  be  entered  may 
properly  be  reviewed  by  the  Commissioner  on  petition.  (Ex 
parte  Suter,  59  0.  (I  1431).  Id. 

II.  Election  and  Division. 

1.  An  applicant  has  no  right  to  an  allowable  claim  drawn  to 
a  H])e(;ies  alternative  to  that  of  other  claims  and  to  present  the 
same  l)y  amendment  after  the  rejection  of  such  other  claims. 
He  is  l)()und  Ijy  his  election  of  species. 

Ex  parte  }<ohh^,  84  0.  G.  1144;  C.  D.  1898. 


AMENDMENT.  O 

2.  An  aniendnient  slunild  not  be  entered  when  it?  entry  would 
necessitate  the  requirement  of  division. 

Ex  parte  Richter,  85  O.  G.  1908;  C.  D.  1898. 

III.  After  Final  Rejection. 

1.  Where  an  amen(hnent  is  filed  in  good  faith  after  second  re- 
jection and  for  the  purpose  of  securing  what  the  attorney  believes 
to  be  the  inventor's  rights,  an  Examiner  may  be  justified  in  ad- 
mitting and  considering  such  amendment. 

Ex  parte  lloYstick,  84  0.  G.  981;  C.  D.  1898. 

2.  An  additional  reference  cited  after  final  rejection  in  effect 
reopens  a  case.  Id. 

3.  An  additional  claim  presented  after  final  rejection  should 
not  be  admitted  without  the  showing  of  "good  and  sufficient 
reasons  why  it  was  not  earlier  presented,"  as  required  by  rule  68. 

Ex  parte  Mnjnsivd,  84  0.  G.  1433;  C.  D.  1898. 

IV.  New  Matter. 

1.  Reference  having  been  made  in  the  original  application  to 
spurs  or  cleats,  they  may  be  shown  so  long  as  the  illustration  of 
them  does  not  involve  a  departure  from  the  original  disclosure; 
but  the  question  as  to  whether  a  particular  figure  of  the  drawings 
illustrating  them  and  covered  specifically  by  the  claims  involves 
new  matter  is  for  the  Examiners-in-Chief  to  decide. 

^-x  parte  Shearman,  84  0.  G.  1731;  C.  D.  1898. 

2.  Claims  should  cover  specifically  only  what  is  illustrated  in 
the  drawings;  but  since  it  cannot  be  decided  in  this  case  whether 
the  spurs  or  c.-leats  are  properly  illustrated  without  passing  upon 
the  question  of  new  matter  involved  in  some  of  the  claims,  this 
petition  is  dismissed.  Id. 

3.  When  an  incomplete  application  is  on  file,  including  peti- 
tion, specification  and  oath,  new  matter  cannot  properly  be  in- 
serted by  amendment,  but  must  be  presented  as  a  new  applica- 
tion supported  by  a  new  oath. 

Ex  parte  Arakeliou,  85  0.  G.  1077;  C.  D.  1898. 

4.  When  the  letter  accompanying  a  substitute  specification 
specifically  requested  that  it  be  sul)stituted  for  one  forming  part 
of  an  incomplete  application.  Held  that  there  was  no  mistake  by 
the  Office  in  entering  it  as  an  amendment  and  not  as  a  part  of  a 
new  application.  Id. 


4  ANTICIPATION. 

5.   A  misapprehension  by  the  appHcant  as  to  the  Office  rules 

cannot  justify  a  disregard  of  the  rule  against  the  allowance  in  a 

case  of  matter  involving  a  departure  from  the  original  disclosure. 

Id. 
Anticiiiation. 

I.  Patents  and  Printed  Publications. 

11.  PmoE  Art. 

III.  Prior  Use. 

I.  Patents  and  Printed  Publications. 

1.  An  invention  patented  in  the  United  States  is  not  to  be  de- 
feated by  a  prior  foreign  patent,  unless  its  description  or  draw- 
ings contain  or  exhibit  a  substantial  representation  of  the  pat- 
ented invention  in  such  full,  clear  and  exact  terms  as  to  enable 
any  person  skilled  in  the  art  or  science  to  which  it  appertains, 
without  the  necessity  of  making  experin^ents,  to  practice  the  in- 
vention. (Seymour  v.  Osborne,  11  Wall.  516,  555;  Cahill  v. 
Brown,  3  B.  &  A.  580,  587. )     (CCA.) 

*Hanifen  v.  Godshalk  Co.  et  a/.,  82  0.  G.  895;  C  D.  1898. 

2.  Prophetical  suggestions  in  a  foreign  patent  of  what  can  be 
done,  when  no  one  has  ever  tested  by  actual  and  hard  experience 
and  under  the  stress  of  competition  the  truth  of  the  suggestions 
or  the  practical  difficulties  in  the  way  of  their  accomplishment 
or  even  whether  the  suggestions  are  feasible,  are  not  to  be  ac- 
cepted as  showing  that  a  subsequent  patent,  which  has  already 
been  sustained  by  the  courts  as  a  meritorious  one,  is  without 
actual  invention.     (C  C  A.) 

*  Westinghouse  Air  Brake  Co.  v.  Great  Northern  Ry.  Co.  et 

al,  85  0.  G.,  455;  C  D.  1898. 

3.  A  patent  cannot,  as  an  anticipation,  pro2:)erly  have  implied 
to  it  from  necessity  more  than  it  fairly  shows  to  make  it  repre- 
sent an  operative  structure.  What  is  required  and  not  so  shown 
is  left  for  later  inventors.      (C  C  ) 

*  Wirt  V.  Farrelly  et  a/.,  84  Fed.  Rep.  891. 

4.  A  trade  magazine  printed,  published  and  copyrighted,  in 
general  circulation  and  found  in  j)ublic  libraries,  is  a  publication 
as  defined  by  the  patent  law.      (C  C) 

*  Truman  v.  Carvili  M'f'g  Co.,  87  Fed.  Rep.  470. 

5.  'i'lii!  patentees  made  an  actual  living  invention  which  the 
public  can  use,  and  a  couit  is  not  called  u])on  to  struggle  to 


ANTICIPATION. 


decipher  an  anticipation  in  the  unfinished  work  and  the  sur- 
mises of  an  earher  student  of  the  same  subject.      (C.  C. ) 

*  Am.  Graphophone  Co.  v.  Leeds,  et  at.,  87  Fed.  Rep.  873. 

6.  The  question  of  commercial  success  or  failure  of  a  prior 
patent  is  not  a  controlling  one  in  the  question  of  relevanc)'  of  the 
patent  as  an  anticipation  in  the  present  suit.  Its  relevancy  con- 
sists in  illustrating  the  generic  type  of  machine  and  the  general 
process  and  path  of  development  of  the  art.      (C.  C. ) 

*U.  S.  Glass  Co.  V.  Atlas  Glass  Co.,  88  Fed.  Rep.  493. 

7.  To  constitute  a  printed  publication  such  as  will  defeat  a 
patent  it  is  essential  that  it  contain  a  description  of  the  complete 
and  operative  art  or  instrument  so  precise  and  particular  that 
any  person,  skilled  in  the  art  to  which  the  invention  belongs,  can 
construct  and  operate  it,  without  experiments,  and  without  the 
exercise  of  inventive  skill.      (C.  C. ) 

*  Western  Electric  Co.  v.  Millheim  Electric  Co. ,  88  Fed.  Rep. 
505. 

8.  The  authorities  leave  no  doubt  as  to  the  character  of  the 
disclosures  necessary  in  a  prior  patent  or  printed  publication  to 
avoid  a  subsequent  patent;  to  wit,  the  information  therein  given 
must  be  so  full,  clear  and  precise,  that  one  skilled  in  the  art  and 
acting  in  the  then  state  of  knowledge,  can,  from  such  a  patent 
or  printed  pu])lication,  perform  the  process  or  make  the  thing 
covered  by  the  patent  sought  to  be  anticipated. 

(Citing  Walk.  Pat.  §  57;  Curt.  Pat.  §  378;  Roberts  v.  Dickey, 
4  Fish.  Pat.  Cas.  552;  Seymour  v.  Osborne,  11  Wall.  555;  Fames 
V.  Andrews,  122  U.  S.  355,  7  Sup.  Ct.  1073;  Downton  v.  Mill- 
ing Co.,  108  U.  S.  470,  3  Sup.  Ct.  10;  Cawood  Patent,  94  U.  S. 
704.)     (C.  C.) 

*  Carnegie  Steel  Co.  v.  Cambria  Iron  Co.,  89  Fed.  Rep.  721. 

9.  When  the  necessity  for  disclosure  is  absolute  (in  order  to 
anticipate),  silence  is  fatal.      (C.  C. )  */(! 
II.  Prior  Art. 

1.  In  estimating  the  amount  of  invention  in  a  patented  de- 
vice the  court  is  bound  to  assume  that  the  history  of  prior 
patents  and  machines  having  a  bearing  on  the  subject  was 
known  to  the  patentee,  though  in  fact  he  may  have  been  ignor- 
ant thereof  and  actuallv  exercised  inventive  faculty.      (C.  C.  A. ) 

*  Fred'k  R.  Stearns  v.  Russell;  84  0.  G.  1434.     C.  D.  1898. 
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2.  Inasmuch  as  journal  bearings  wliercver  found  are  within 
the  art  to  which  the  stone-crusher  patent  pertains,  the  ch\im  for 
a  gyrating  stone-crusher  shaft  having  a  tapering  journal  bearing 
may  be  anticipated  by  a  similar  bearing,  whether  found  in  a 
stone-crusher  or  elsewhere.      (C.  C.  A.) 

*Frazer  V.  Gates  Iron  Wks,  85  Fed.  Rep.  441, 

3.  It  appears  that  an  imitation  of  onyx  in  a  pyrox3din  com- 
pound had  long  been  desired  but  had  never  before  been  pro- 
duced, and  a  jDatent  for  a  process  for  producing  the  same  is  not 
anticipated  by  earlier  processes  of  producing  from  pyroxylin 
compounds  imitations  of  other  natural  substances,  as  veined 
ivory,  mottled  amber,  tortoise  shell,  etc.      (C.  C. ) 

*  Celluloid  Co.  v.  Arlington  M'f'g  Co.,  85  Fed.  Rep.  449. 

4.  Anticipation  ought  not  to  be  found  in  prior  devices  in  the 
art  to  which  a  patent  belongs,  unless  they  are  of  such  a  char- 
acter as  to  have  furnished  a  clear,  if  not  unmistakable  sugges- 
tion of  the  improvement  in  question;  and  if  the  anticipatory 
suggestion  comes  from  another  art,  it  should  of  course  have 
less  significance,  proportioned  inversely  to  the  distance  from 
which  it  is  brought.      (C.  C.  A.) 

*  Williams  v.  Am.  String  Wrapper  Co.,  8G  Fed.  Rep.  641. 

5.  To  find  in  the  prior  art  each  element  in  isolation  is  not  to 
anticipate  the  work  of  a  patentee  who,  by  the  inventive  act, 
first  evolves  combination  out  of  isolation.      (C.  C. ) 

*  Western  Electric  Co.  v.  Millheim  Electric  Co.,  88  Fed. 

Rep.  505. 
III.  Prior  Use. 

1.  The  existence  and  })rior  public  use  of  articles,  the  compon- 
ent parts  of  whicli  make  up  tlie  same  comlnnation  as  that  shown 
in  the  ])atent  in  suit  in  almost,  if  not  exactly,  similar  formation 
would  defeat  the  i)atcnt,  whether  the  advantages  of  it  were  known 
to  the  manufacturers  and  usei's  of  the  older  articles  or  not.  (C. 
C.  A.) 

^-•Soehiicr  V.  Favorite  Stove  &  Range  Co.,  84  F-d.  Rej).  182. 

2.  Testimony  ol'  a  witness  as  to  tlie  date  when  an  alleged  an- 
ticipating artich;  came  into  his  possession  merely  from  recollec- 
tion, nnsu|)poi'ted  by  any  other  j)roof,  and  not  fixed  in  his  mind 
by  any  otlicr  occtn'rence  which  can  be  itself  located  in  time,  is 
insudicient  to  prove  ])i'ior  use.      (C.  C. ) 

*Flomerl'eltv.  Newwitter  e«  a^.,  85  0.  G.  458;  C.  D.   1898. 
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3.  Proof  that  six  pairs  of  cuff-button  links  like  those  covered 
by  a  patent  were  made  by  another  prior  to  the  date  of  the  alleged 
invention  is  sufficient  to  invalidate  the  patent,  though  they  never 
went  into  general  use.     (C.  C. )  *M 

4.  Novelty  is  not  negatived  by  the  prior  accidental  produc- 
tion of  the  same  thing,  when  the  operator  does  not  recognize  the 
means  by  which  the  accidental  result  is  accomplished,  and  no 
knowledge  of  them  or  the  method  of  their  employment  is  derived 
from  it  by  any  one.  (Tilghman  v.  Proctor,  102  U.  S.  707,  711; 
Topliff  V.  Topliff,  145  U.  S.  161;  12  Sup.  Ct.  825.)    (C.  C.  A.) 

*Wickelman  v.  A.  B.  Dick  Co.,  88  Fed.  Pvep.  2G4. 

5.  Evidence  of  prior  use  must  be  closely  scrutinized,  and  ac- 
cepted with  caution.      (C.  C. ) 

*Haworth  v.  Stark  et  al,  88  Fed.  Rep.  512. 

Appeal. 

I.   Petition  or  Appeal  to  the  Commissioner. 
II.   From  Primary  Examiner  to  Board. 

III.  From  the  Commissioner  to  the  Court  of  Appeals, 

D.  C. 

IV.  To  the  U.  S.  Circuit  Court  of  Appeals. 

I.  Petition  or  Appeal  to  Commissioner. 

1.  Petition  asking  that  the  Examiner  be  directed  to  allow  an 
application  without  further  delay  or  else  reject  the  claims  on 
the  prior  state  of  the  art  or  on  some  statutory  ground,  and  that 
he  be  advised  that  certain  amendments  required  by  him  be  not 
insisted  on  dismissed,  it  appearing  that  the  question  involved  is 
one  of  new  matter  and  it  further  appearing  that  as  the  Exami- 
ner has  neither  twice  acted  nor  twice  refused  to  act  the  petition 
is  premature. 

Ex  parte  Schuhe,  84  0.  G.  981;  C.  D.  1898. 

2.  Where  an  amendment  was  objected  to  by  the  Examiner  on 
the  ground  that  it  contained  new  matter,  and  the  claims  which 
depended  on  the  disclosure  contained  in  the  amendment  for  their 
support,  were  rejected  and  no  reconsideration  of  the  Examiner's 
action  was  asked  for  by  the  applicant,  but  petition  was  taken  to 
the  Commissioner,  Held,  that  the  question  raised  by  the  peti- 
tion is  one  affecting  the  merits,  and  applicant's  course  under  the 
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rule  is  to  ask  reconsideration  of  the  Examiner's  action,  and  if 
upon  reconsideration  the  Examiner  adheres  to  the  rejection  ap- 
peal lies  to  the  Examiners-in-Chief,  as  the  question  is  one  which 
may  not  be  brought  to  the  Commissioner  by  petition. 

Ex  parte  Cousens,  84  0.  G.  1433;  C.  D.  1898. 
3.   Proper  practice  requires  that  reasons  for  the  withdrawal  of 
an  Examiner's  objections  should  be  fully  presented  to  the  Ex- 
aminer before  petition  to  the  Commissioner  is  taken. 

Ex  parte  Maynard,  84  0.  G.  1433;  C.  D.  1898. 

II.  Feom  Primary  Examiner  to  Board. 

1.  ^^'hether  or  not  the  design  patent  cited  against  a  mechan- 
ical application  is  a  pertinent  reference  is  a  Cjuestion  that  goes 
to  the  merits,  and  therefore  must  be  first  determined  on  appeal 
by  the  Examiners-in-Chief. 

Ex  parte  McQueen,  85  0.  G.  609;  C.  D.  1898. 

2.  The  question  as  to  whether  the  claims  do  in  fact  cover 
mere  aggregations  and  not  true  combinations  is  appealable  to 
the  Examiners-in-Chief. 

Ex  parte  GrifTith,  86  0.  G.  936;  C.  D.  1898. 

III.  From  the  Commissioner  to  the  Court  of  Appeals,  D.  C. 

1.  A  decision  was  rendered  by  the  Commissioner  on  Feb.  28, 
1891,  rejecting  the  claims.  There  were  no  other  or  further 
steps  taken  in  the  case  until  Oct.  23,  1896,  when  appellant 
moved  for  a  rehearing  and  for  leave  to  amend  by  canceling 
certain  claims  embraced  by  the  original  patent  and  to  insert  in 
lieu  thereof  modified  claims  filed  with  the  motion  for  rehearing. 
Tliis  motion  was,  on  INIar.  13,  1897,  denied  by  the  Commis- 
sioner. On  appeal  to  the  Court  of  Appeals  from  this  ruling  of 
the  Commissioner  refusing  to  rehear  the  case.  Held.,  that  the 
appeal  cannot  be  maintained,  as  an  appeal  will  not  lie  from  a 
ruling  refusing  a  rehearing  or  an  application  for  leave  to  amend 
the  original  claims.      (C.  A.  D.  C. ) 

*Messinger  v.   Commissioner  of  Patents,   83  0.   G.  1995; 
C.  I).  1898. 

2.  Held.,  fni-llicr,  lliat  Ihc  appeal  cannot  be  maintained  as  it 
was  not  taken  fiom  llic  oiiginal  decision  of  the  Commissioner  of 
Feb.  28,  1891,  refusing  Ibc  icissue  of  the  patent  either  to  the 
Supreme  Court  of  the  J>>istiict  of  Columbia  or  to  the  Court  of 
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Appeals  within  tiie  limits  prescribed  by  the  Court  of  Appeals 
after  the  rule  was  adopted.      (C.  A.  D.  C. )  ^  Id. 

IV.  To  U.  S.  Circuit  Court  of  Appeals. 

A  suit  was  brought  in  the  circuit  court  for  the  infringement 
of  three  patents, — a  machine  patent,  a  patent  for  the  product  of 
the  machine,  and  patent  for  the  method  of  manufacturing  the 
product, — and  praying  for  an  injunction.  The  court  granted  an 
injunction  on  the  machine  and  product  patents,  but  in  view  of 
the  case  of  Locomotive  W'ks  v.  Medart,  158  U.  S.  72,  15  Sup. 
Ct.  745,  refused  to  grant  an  injunction  on  the  method  patent 
"without  prejudice  to  the  complainant's  rights"  thereunder. 
The  defendants  appealed  from  the  decree  "so  far  as  the  same 
grants  an  injunction,"  and  the  complainant  took  no  appeal. 
Held,  that  neither  party  was  entitled  to  have  the  appellate  court 
consider  the  method  patent.      (C.  C.  A. ) 

*  Diamond  State  Iron  Co.  et  al.  v.  Goldie  ct  al.,  84  Fed.  Rep. 
972. 

Application. 

I.   Date  of. 
II.  Joint  and  Sole. 

III.  Improper  Alteration  or  Substitution  of  Papers. 

IV.  Inks  required  for  Papers. 

I.   Date  of. 

1.  The  several  parts  of  an  application  for  a  patent  were  filed 
in  the  Patent  Office  on  October  20,  1897;  but  the  petition  speci- 
fication and  oath  were  informal,  in  that  the  residence  of  the  ap- 
plicant was  not  stated,  as  required  b}'  the  rules.  These  papers 
were  returned  as  informal  and  on  October  26,  1897,  complete 
and  formal  papers  were  filed  and  the  application  was  given  the 
latter  date  as  the  date  of  filing.  On  petition  to  change  the  date 
of  filing  from  October  26,  1897,  to  October  20,  1897,  Held,  that 
the  application  was  not  filed  legally  complete  until  October  26, 
1897. 

Ex  parte  Brand,  82  0.  G.  893;  C.  D.  1898. 

2.  Where  an  applicant  contends  that  the  application  was 
complete  and  ready  for  examination  in  accordance  with  the 
rules  and  statutes,  although  the  residence  was  not  given,  and 
urges  that  the  residence  is  not  essential  to  the  progress  of  the 
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application  through  the  office,  and  could  be  supplied  by  tlie  at- 
torney at  any  time  before  the  payment  of  the  final  fee;  Held, 
that  these  contentions  cannot  be  granted.  Rule  30  specifies 
what  papers  or  things  constitute  a  complete  application,  and 
other  rules  define  the  requisites  of  said  papers,  one  of  these  be- 
ing the  residence  of  the  applicant.  An  application  cannot  be 
given  a  date  as  a  complete  apj^lication  for  examination  until  the 
residence  of  the  applicant  is  given.  Id. 

3.  The  rules  of  the  Office  require  that  in  order  to  constitute  a 
complete  application,  a  drawing  must  be  filed  whenever  the  na- 
ture of  the  case  admits.  Until  the  drawing  is  filed  the  applica- 
tion is  not  complete.  Until  the  application  is  completed  by  fil- 
ing all  the  necessary  papers  and  the  payment  of  the  fee  it  cannot 
be  examined,  nor  can  it  be  placed  in  interference. 

Palmer  and  Thompson  v.  Bailey,  83  0.  G.  1207;  C.  D.  1898. 

4.  Applicant  filed  a  drawing  and  the  first  fee  of  an  application 
on  Dec.  31,  1897.  At  the  same  time  he  filed  an  unsigned  paper 
describing  and  claiming  the  device  shown  b}'  the  drawing.  On 
Jan.  3,  1898,  he  filed  a  petition  specification  and  claims,  and  an 
oath  properly  signed,  executed  and  witnessed.  The  application 
was  given  a  filing  date  as  a  complete  application,  January  3, 
1898.  Held,  that  the  paper  filed  Dec.  3,  1898,  cannot  be  treated 
as  a  specification,  and  a  petition  to  change  the  date  of  filing  the 
application  from  Jan.  3,  1898,  to  Dec.  31,  1897,  denied. 

Ex  parte  naWherg,  83  0.  G.  1208;  C.  D.  1898. 

5.  The  Rules  of  Praciice  and  the  statutes  require  that  the  speci- 
fication shall  be  signed  by  th.e  applicant,  and  a  complete  appli- 
cation must  comprise  in  addition  to  the  drawing  and  fee,  a  peti- 
tion, specification  and  oath,  and  an  application  will  not  be  con- 
sidered as  complete  until  all  of  its  parts  have  been  filed  in  this 
Ollice.  /(/. 

G.  Where  the  application  is  drawn  to  cover  a  process  and  dis- 
closes the  invention  sufficiently  to  ])ermit  of  examination  on  the 
merits,  altliough  no  drawing  is  furnished.  Held,  that  it  must  be 
given  the  time  of  filing  as  the  date  of  ap])lica{i<)n,  although  a 
drawing  is  sul)sequent]y  found  to  be  desirable  and  is  required  not 
to  show  the  invention,  l)ut  as  showing  some  means  for  carrying 
it  into  jiracticc. 

I'Jx  parte  Russell,  84  0.  G.  2021;  C.  D.  1898. 
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7.  This  case  is  difTerent  from  that  considered  in  Palmer  and 
Thompson  v.  Bailey  (83  0.  G.  1207),  since  in  that  case  without 
a  drawing  the  invention  could  not  have  been  understood  or  ex- 
amined upon  its  merits.  That  decision  is  to  be  read  as  all  de- 
cisions of  the  Commissioner  or  the  courts  are  to  be  read  with  ref- 
ence  to  the  case  in  which  the  decision  was  rendered.  Id. 

II.  Joint  and  Sole. 

No  presumption  arises  against  a  sole  applicant  by  reason 
of  his  having  previously  made  application  as  joint  inventor  with 
another  for  the  same  invention,  the  joint  application  having  been 
al)andoned  and  the  sole  application  filed  promptly  upon  ascer- 
taining that  the  invention  was  in  fact  sole. 

Stupakoff  V.  Johnson,  84  O.  G.  982;  C.  D.  1898. 

III.  Improper  Alteration  or  Substitution  of  Papers. 
Where  an  application  as  filed  appears  to  have  been  changed 

after  being  executed,  and  the  applicant  makes  no  showing  in  re- 
ply to  an  order  to  show  cause  why  it  should  not  be  stricken 
from  the  files,  Held,  that  it  will  be  stricken  from  the  files  under 
the  provisions  of  Rule  31. 

Ex  parte  Kiipper,  82  0.  G.  186;  C.  D.  1898. 

IV.  Inks  required  for  Papers. 

Papers  written  in  inks  which  do  not  stand  the  tests  used  by 
the  Executive  Departments  to  determine  the  permanency  of  inks, 
should  be  refused  admission  as  part  of  the  permanent  records  of 
the  Patent  Office. 

Ex  parte  Blaubach,  84  O.  G.  1732. 
Art. 

The  term  "art"  is  synon5'mous  with  "process,"  and  "pro- 
cess" is  defined  to  be  a  mode  of  treatment  of  certain  materials 
to  produce  a  given  result;  an  act  or  series  of  acts  performed  on 
a  subject  matter  to  be  transformed  and  reduced  to  a  different 
state  or  thing.      (C.  C. ) 

*  Carnegie  Steel  Co.  v.  Cambria  Iron  Co.,  89  Fed.  Rep.  721, 
Assignment. 

I.   Construed. 

II.   Recording  and  Identification. 
I.  Construed. 

A  plain  distinction  is  to  be  drawn  between  the  validity  and 
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the  scope  of  letters  patent  in  the  matter  of  assignment.  The 
vahdity  may  not  he  attacked  by  the  assignor  of  the  letters  patent, 
for  his  assignment  may  weh  be  held,  in  equity,  impliedly  to 
warrant  such  validity.  But  the  assignment  cannot  be  held  to 
warrant  or  assure  the  scope  or  extent  of  the  improvement  by  said 
letters  patent  secured.      (C.  C. ) 

*  Griffith  V.  Shaw  et  al,  89  Fed.  Rep.  313. 
II.   Recording  and  Identification. 

1.  An  assignment  referring  to  two  letters  patent,  giving  dates 
and  numbers,  and  purporting  to  be  executed  by  a  receiver  for  a 
certain  corporation,  and  two  grants  purporting  to  be  executed  by 
the  assignee  named  in  the  assignment  were  offered  for  record  in 
the  Patent  Office;  but  record  Avas  refused  until  an  instrument 
showing  the  title  of  the  receiver  was  furnished  for  record.  Held, 
on  petition  to  the  Commissioner  that  as  the  instruments  are  cor- 
rect in  form  and  comply  with  the  terms  of  the  statutes  anc],  rules 
of  the  Patent  Office  there  is  no  authority  vested  in  the  Com- 
missioner of  Patents  to  refuse  to  record  the  instrument. 

Ex  parte  Church  et  «/.,  82  0.  G.  1987;  C.  D.  1898. 

2.  Held,  further  that  when  such  an  instrument  as  that  above 
referred  to  is  offered  for  record  and  the  fees  for  the  recording  are 
paid,  it  becomes  the  duty  of  the  Patent  Office  to  record  the  same. 
Such  duty  is  a  ministerial  one.  If  in  the  judgment  of  the  Commis- 
sioner of  Patents,  the  instrument  so  offered  amounts  to  an  assign- 
ment, grant,  mortgage,  lien,  incumbrance  or  license,  or  affects 
the  title  to  a  patent  or  invention  which  is  properly  identified  and 
accompanied  by  the  proper  fee,  it  should  be  recorded.  (See 
Rule  199  of  the  Rules  of  Practice. )  Id. 

3.  It  is  no  part  of  the  duty  of  the  Commissioner  to  ascertain 
W'hethcr  the  party  executing  the  instrument  is  possessed  of  the 
proper  authority  to  execute  the  same.  Manifestly  it  would  in 
in  many  cases  be  impossible  for  the  Office  to  determine  the  ques- 
tion. There  is  no  statute  which  requires  a  party  executing  such 
an  instrument  to  record  in  the  Patent  Office  the  instrument 
under  wliich  he  claims  title.  The  Commissioner  of  Patents  is 
vested  with  no  power  to  compel  such  a  recording,  and  if  he  be 
possessed  of  no  such  power,  he  cannot  he  com])elled  to  exercise 
his  jnd;jiii<iit  as  to  the  legal  right  of  tlic  part}'  to  execute  the  in- 
Btruiiicnt  olTcicd  for  r('cord.  Id. 
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4.  He  may  suggest,  in  a  case  wlierc  tlie  instrument  purports  to 
be  executed  by  a  receiver,  attorney,  or  other  party,  acting  in  a 
representative  capacity  that  it  would  be  advisable  to  record  the 
instrument  claimed  to  vest  the  title  in  such  representative. 

Id. 
Attorneys. 

I.  Attorneys  and  Powers. 
II.   Disbarment  of, 

I.  Attorneys  and  Powers. 

The  death  of  an  applicant  acts  as  a  revocation  of  the  power  of 
attorney  given  by  him. 

Ex  parte  Woodwovth,  84  0.  G.  811;  C.  D.  1S98. 

II.  Disbarment  of. 

1.  Section  487,  Revised  Statutes,  remits  to  the  Commissioner 
of  Patents  the  entire  cognizance  of  cases  of  malpractice  occurring 
before  his  Bureau  and  under  it  the  hearing  of  such  cases  is  to  be 
by  him  and  not  by  the  Secretary  of  the  Interior.  It  is  eminently 
fitting  that  this  should  be  so,  in  view  of  the  character  of  the 
duties,  judicial  or  quasi-judicial,  which  are  vested  in  him.  (C. 
A.  D.  C. ) 

*U.  S.  ex  ret.  Wedderburn  v.  Bliss,  Sec'y  of  the  Int.,  83  0. 
G.  296;  C.  D.  1898. 

2.  By  Section  487,  Revised  Statutes,  there  is  reserved  to  the 
Secretary  of  the  Interior  a  supervising  power  over  the  action  of 
the  Commissioner  of  Patents,  but  this  is  no  more  than  an  execu- 
tive or  administrative  proceeding.  The  provision  that  the  judg- 
ment of  the  Commissioner  shall  be  subject  to  the  approval  of  the 
Secretary  of  the  Interior  does  not  make  the  Secretary  a  court  for 
the  trial  of  the  case,  nor  does  it  make  him  in  an}'  proper  sense 
an  appellate  tril^unal  before  which  it  would  be  proper  for  a 
party  in  interest  to  demand  and  be  accorded  a  hearing.  (C.  A. 
D.  C.)  */d 

3.  The  meaning  of  such  supervisory  power  is  not  that  the  Sec- 
retary must  try  or  hear  the  cause,  but  that  the  judgment  of  the 
Commissioner  is  not  to  be  carried  into  effect  until  it  receives  the 
approval  of  the  Secretary;  and  in  order  to  give  it  this  approval, 
or  conversely  and  by  implication  his  disapproval,  the  Secretary 
is  necessitated  to  go  over  the  record  of  the  proceedings  that  is 
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made  up  for  him  according  to  law  or  regulation.  This,  as  we 
have  said,  is  a  judicial  or  gua.si-judicial  duty  on  his  part;  but  it 
is  not  the  equivalent  in  any  sense  of  a  hearing  of  the  cause. 
(C.  A.  D.  C.)  '  *Id. 

4.  When  the  act  of  July  4,  1884,  and  section  487,  Revised 
Statutes,  are  compared  and  construed  together,  it  is  clear  that  it 
was  not  the  intention  of  Congress  to  repeal  section  487,  by  the 
enactment  of  the  latter  law,  and  if  such  was  not  the  intention  of 
Congress,  then  the  only  reasonable  construction  of  the  act  of 
1884  was,  that  the  hearing  therein  provided  to  be  given  to  the 
persons  charged  with  malpractice  was  the  hearing  implied  by 
section  487  of  the  Revised  Statutes.  So  far  at  least  as  the  Patent 
Office  was  concerned,  the  act  of  1884  made  no  substantial  change 
in  the  law.      (C.  A.  D.  C. )  */d 

5.  The  provision  of  the  Act  of  July  4,  1884,  is  not  that  the 
Secretary  might  exclude  from  practice  after  notice  and  hearing 
of  the  party  charged,  which  would  be  the  more  natural  form  of 
expression  if  it  was  the  intention  that  the  hearing  should  be  be- 
fore the  Secretary  in  person,  but  that  he  might  exclude  "after 
notice  and  opportunity  for  hearing,"  meaning  plainly  a  hearing 
before  some  proper  officer  in  such  reasonable  mode  as  should  be 
provided  by  regulation  of  the  Department.    (C.  A.  D.  C. )  *7d. 

6.  The  word  "hearing"  in  law  and  in  this  statute  means 
something  more  than  oral  argument.  It  means,  also,  the  right 
to  adduce  testimony.  If  the  sole  hearing  contemplated  by  the 
statute  was  to  be  had  before  the  Secretary,  the  Connnissioner  of 
Patents  could  not  hear  it  at  all,  and  the  only  duty  that  could  be 
reasonably  imposed  upon  that  officer  was  that  of  taking  testi- 
mony and  reporting  it  to  the  Secretary;  but  this  conclusion 
would  be  a  direct  contravention  of  section  487  of  the  Revised 
Statutes,  which  explicitly  provides  that  the  Commissioner  shall 
determine  the  matter,  subject  only  to  the  approval  of  his  action 
by  the  Secretary  of  the  Interior.     (C.  A.  D.  C. )  *7f/. 

7.  The  construction  placed  by  an  executive  department  of 
the  Government  upon  a  statute  enacted  for  its  guidance  and  the 
regulation  of  its  business  must,  unless  it  be  plainly  erroneous, 
receive  due  weight  and  consideration,  and  should  not  be  disre- 
garded, except  for  cogent  reasons.  When  therefore  the  Depart- 
ment, wliich  was  called  u]n)ii  to  atlministcr  the  act  of  1884,  and 
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construe  that  act  in  connection  with  section  487  of  the  Revised 
Statutes,  did  so  construe  it  that  the  notice  and  opportunity  for 
a  hearing  therein  provided  to  he  given,  should  be  given  by  the 
head  of  the  proi)er  Bureau,  and  that  the  investigation  should  be 
conducted  b}^  such  Bureau  oflicer,  sul)jeet  to  the  approval  of  his 
findings  by  the  Secretary  of  the  Interior,  it  is  not  apparent  that 
there  was  error  in  that  construction.      (C.  A.  D.  C. )         ^  Id. 

8.  Assuming  that  mandamus  is  proper  whenever  an  inferior 
court  or  a  judicial  officer  charged  with  the  exercise  of  discretion- 
ary or  judicial  functions  either  assumes  to  exercise  jurisdiction 
when  none  exists,  or  refuses  to  entertain  jurisdiction  with  which 
he  is  by  law  invested,  without  regard  to  the  question  whether 
there  may  be  an  appeal  from  his  judgment  when  rendered,  and 
when  he  has  acted,  Held,  that  it  is  doubtful  whether  the  re- 
fusal of  the  Secretary  to  accord  to  the  relator  the  opportunity  to 
make  an  argument,  especially  when  it  is  not  show'n  or  in  any 
manner  intimated  how  or  wherein  the  Secretary  erred  or  was 
mistaken  or  misled,  is  to  be  regarded  as  a  jurisdictional  matter 
for  which  the  writ  of  mandamus  would  be  proper.     (C.  A.  D.  C. ) 

'^  Id. 
Caveat. 

1.  Section  4902  of  the  Revised  Statutes  of  the  United  States, 
under  the  terms  of  which  caveats  may  be  filed,  does  not  give 
the  right  to  file  a  caveat  to  any  other  than  the  inventor,  and  in 
the  absence  of  any  expressed  right  being  vested  under  the 
statute  in  the  personal  representative  of  an  inventor  to  file  a 
caveat,  no  such  right  exists,  nor  can  it  be  implied. 

Ex  parte  ConkWn,  83  0.  G.  1G60  ;  C.  D.  1898. 

2.  Section  4902  of  the  Revised  Statutes  does  not  provide  for 
the  renewal  of  a  caveat,  and  although  the  rules  of  the  Patent 
Office  provide  for  such  renewal,  yet  in  the  absence  of  any  ex- 
press language  in  the  statute  giving  the  right  of  renewal,  in 
order  to  validate  the  rule  the  word  "  renewal,"  as  employed  in 
the  rule,  must  be  taken  to  mean  not  an  extension  of  the  caveat 
originally  filed,  but  rather  considered  as  referring  to  and  mak- 
ing the  so-called  renewal  a  new  caveat,  based  upon  the  papers 
originally  filed.  Id. 

3.  If  the  so-called  renewal  must  be  considered  in  efi'ect  as  a 
new  filing  of  the  original  caveat,  an  executor  camiot  renew  the 
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caveat  filed  by  a  deceased  inventor  for  the  reason  that  the  ex- 
ecutor, under  the  statutes,  could  not  have  filed  the  caveat  in 
the  first  instance.  Id. 

4.  An  executor  or  an  administrator  of  a  deceased  inventor  is 
not  deprived  of  any  substantial  right  if  he  be  not  allowed  to  re- 
new a  caveat ;  but  even  if  he  were,  the  remedy  cannot  be  found 
in  the  Patent  Office,  but  rather  should  be  the  subject  of  legisla- 
tion by  Congress.  If  at  the  time  of  the  death  of  the  caveator 
an  invention  had  not  been  perfected,  his  executor  could  not  file 
an  application  for  a  patent  in  his  representative  capacity.  If 
the  invention  had  been  perfected,  then  the  inventor  could  file 
an  application  for  a  patent,  and  in  either  case  no  injury  that 
Avould  fiow'  from  a  denial  of  a  right  to  renew  the  caveat  would 
follow.  Id. 

Claims. 

I.   Duplicate  or  Redundant. 

II.   Functional  and  Indefinite. 

III.  Genus  and  Species. 

IV.  Substantially  as  Described,  etc. 
I.   Duplicate  or  Redundant. 

1.  In  regard  to  the  question  as  to  whether  claims  8  and  9  are 
or  are  not  substantially  the  same,  the  Examiner  states  that  it  is 
ai:)pcalable  to  the  Examiners-in-Chief,  and  not  reviewable  on 
petition,  and,  therefore,  fails  to  divscuss  the  question.  This 
holding  is  contrary  to  the  settled  practice  of  the  Office  ;  but 
even  if  there  had  been  doubt  in  regard  to  it,  the  Examiner 
should  have  set  forth  the  reasons  for  his  action,  so  that  if  the 
Commissioner  reached  a  different  conclusion  on  the  question  of 
jurisdiction,  he  would  have  the  benefit  of  the  Examiner's  views 
in  passing  upon  the  question  presented.  {Ex  jmrtc  Sawn,  54 
0.  G.  15G1.) 

Ex  parte  Russell,  84  0.  G.  1871;  C.  D.  1898. 

2.  An  applicant  after  being  allowed  claims  which  fully  and 
adequately  cover  his  real  invention,  should  not  be  permitted  to 
needlessly  multiply  such  claims  by  the  inclusion  of  well-known 
el(;ments  which  do  not  cooperate  therewith  to  produce  a  ncAV 
result,  or  in  any  manner  add  to  the  patentable  novelty  of  the 
device. 

Ex  parte  Grillith,  85  0.  G.  9;JG;  C.  I).  1898. 
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3.  The  Office  is  more  liberal  in  construing  the  differences  be- 
tween claims  in  one  application  than  if  they  were  presented  in 
separate  applications,  both  as  to  the  materiality  and  the  patenta- 
bility of  those  differences.  All  doubts  should  be  resolved  in  the 
applicant's  favor.  Id. 

II.  Functional  and  Indefinite. 

1.  Claims  which,  while  including  sufficient  mechanical  ele- 
ments to  effect  a  function  expressed  in  the  claims,  depend  upon 
that  statement  of  function  to  distinguish  them  from  the  prior 
art  are  not  to  be  objected  to,  but  are  subject  to  rejection. 

Ez 'parte  McMullen,  84  0.  G.  507;  C.  D.  1898. 

2.  An  applicant  cannot  be  permitted  to  use  in  his  claims 
terms  which  are  indefinite  and  general  in  their  meaning  with- 
out such  Cjualifying  words  as  shall  make  clear  what  is  intended 
to  be  covered  by  them  and  shall  be  expressive  of  the  purpose, 
location,  or  function  of  the  elements  intended. 

Ex  parte  Hamilton,  85  0.  G.  1742;  C.  D.  1898. 

III.  Genus  and  Species. 

1.  As  a  general  proposition  an  inventor  making  any  generic 
invention  necessarily  produces  some  species  of  it,  and  the  fact 
that  he  has  never  thought  of  other  specific  forms  cannot  deprive 
him  of  the  right  to  a  broad  claim.  The  inventor  may  not  re- 
gard his  invention  at  the  time  it  is  produced  as  any  broader 
than  his  specific  form;  but  the  question  for  consideration  is  not 
as  to  his  opinion,  but  is  one  of  fact.      (C.  A.  D.  C. ) 

*Hill  V.  Hodge,  83  0.  G.  1211;  C.  D.  1898. 

2.  An  inventor  of  a  broad  invention  may  for  the  purpose  of 
describing  the  extent  of  his  claims,  not  only  state  the  general 
principles  and  requisite  features  of  his  invention  in  one  claim, 
but  the  general  principles  and  requisite  features  in  another 
claim  supplementing  this  with  a  more  particular  description  of 
the  details  involved  in  the  contemplated  structure.      (C.  C.  A.) 

*  Consolidated  Car  Heating  Co.  v.  West  End  St.  R'y  Co. 
West  End  St.  R'y  Co.  v.  Consolidated  Car  Heating  Co.,  85 
Fed.  Rep.  662. 

IV.  "Substantially  as  Described,"  etc. 

1.   The  words  "substantially  as  described"  do  not  warrant 
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the  insertion  of  an  additional  element  into  a  claim,  and  must 
therefore  be  related  to  the  matter  therein  designated;  and  a 
patentee  who  has  claimed  more  or  less  than  was  necessary,  can- 
not in  a  suit  for  infringement  Ije  relieved  from  the  conse- 
quences.    (C.  C.  A.) 

*Paul  Boynton  Co.  v.  Morris  Chute  Co.  ct  al,  87  Fed.  Rep. 

225. 
2.  The  words  "substantially  as  set  forth"  have  been  uni- 
formly held  by  the  Supreme  Court  to  import  into  a  claim  the 
particulars  of  the  specifications.  A  claim,  therefore,  which 
might  otherwise  be  bad,  as  covering  a  function  or  result,  when 
containing  these  words  should  be  construed  in  connection  with 
the  specification,  and  when  so  construed  may  be  held  to  be  valid. 
(Citing  Seymour  v.  Osborne,  11  Wall.  516,  and  The  Corn  Planter 
Patent,  23'Wall.  181.)     (Sup.  Ct.  U.  S.) 

*  Boy  den  Power   Brake  Co.    et  al.   v.   Westinghouse  et  al. 

AVestinghouse  et  al.  v.  Boyden  Power  Brake  Co.  et  al.,  83 

0.  G.  1067;  170  U.  S. 

Continuing  Applications. 

1.  P.  filed  an  application  May  8,  1895,  which  disclosed  but 
did  not  claim  the  subject  matter  of  the  issue  of  an  interference, 
and  which  was  passed  to  issue  November  16,  1895.  The  appli- 
cation in  the  interference  was  filed  July  30,  1896,  containing 
and  claiming  the  subject  matter  of  the  first  application  and,  in 
addition  thereto,  new  matter.  Held,  that  the  subject  matter  of 
the  first  application  being  a  part  of  the  second  application,  any 
idea  tliat  P.  intended  to  abandon  tlie  sul;>ject  matter  of  said  first 
application  is  negatived. 

Park  /•.  Cain,  83  0.  G.  1345;  C.  D.  1898. 

2.  1M<},  further,  that  while  strictly  speaking  the  second  appli- 
cation for  all  purposes  may  not  be  susce})tible  of  being  treated  as 
a  continuation  of  the  first  ai)})lication,  yet  for  many  purposes  it 
can  be  so  treated.  Id. 

3.  Held.,  further,  that  tlic  second  iip])licati()n  is,  for  the  pur- 
pose of  sliowing  a  constnictive  reduction  to  ])racticc,  a  continua- 
tion of  the  first  ai)i)Hcation,  and  that  P.,  having  disclosed  the 
subject  matter  of  tlu;  issue  at  a  date  ])rior  to  any  date  that  can 
be  given  C,  is  entitl(;d  to  an  uwarilol'  |ifi(ii'ity.  hK 
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4.  P.  filed  an  application  May  8,  1895,  which  disclosed  and 
claimed  substantially  the  subject  matter  of  the  interference. 
This  application  was  allowed,  but  became  abandoned.  P.  filed 
a  second  application,  the  one  involved  in  this  interference  before 
the  first  became  abandoned  containing  substantially  the  claim  of 
the  allowed  and  abandoned  application.  Held.,  that  P.  is  en- 
titled to  claim  a  constructive  reduction  to  practice  as  of  May  8, 
1895,  as  there  was  in  the  first  application  not  only  clearly  dis- 
closed the  issue  of  the  interference,  but  a  claim  was  allowed  which 
was  repeated  in  the  application  in  interference,  and  became  the 
issue  thereof. 

Park  V.  Davis,  84  0.  G.  146;  C.  D.  1898. 

5.  Although  the  statutes  as  amended  by  the  act  of  March  3, 
1897,  prohibit  the  grant  of  a  patent  on  an  application  filed  after 
the  first  day  of  January,  1898,  where  the  applicant  has  obtained 
a  foreign  patent  on  an  application  filed  more  than  seven  months 
prior  to  the  filing  of  the  application  in  this  country,  yet  I  am 
of  the  opinion  that,  following  the  rulings  in  public  use  and 
other  cases,  an  application  filed  on  and  after  January  1,  1898, 
as  a  division  of  an  application  filed  prior  to  said  date  should 
take  the  date  of  the  original  application  and  be  governed  by  the 
statute  under  which  such  original  application  was  filed. 

•      Ex  parte  Vidal,  84  0.  G.  808;  C.  D.  1898. 

Contracts. 

I.   Construction  of. 
II.   Legal. 
I.  Contracts,  Construction  of. 

Where  the  complainants  filed  a  bill  to  restrain  the  respondents 
from  manufacturing  truck-frames  for  moving  vehicles,  or  parts 
of  truck-frames,  when  made  of  pressed  metal,  in  violation  of  an 
agreement  between  the  parties,  the  clause  of  the  contract  upon 
w^hich  the  complainants  rely  being  in  these  words:  "It  is 
further  agreed  that  the  parties  of  this  second  2:)art  will  not 
engage,  during  the  life  of  this  agreement,  in  the  manufacture  of 
truck-frames  for  moving  vehicles,  or  any  part  of  such  truck- 
frames,  when  made  of  pressed  metal,"  the  complainants'  con- 
tention being  that  by  this  clause  of  the  agreement  the  defendants 
were  prohibited  from  manufacturing  parts  of  truck-frames  when 
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such  parts  were  made  of  pressed  metal,  Held^  that  reading  the 
controverted  clause  in  the  light  of  its  context,  with  due  consid- 
eration of  the  motives  leading  to  and  the  object  to  be  accom- 
plished by  the  agreement,  and  giving  to  it  that  j^ractical  con- 
struction both  parties  have  put  upon  it,  it  cannot  be  construed 
as  prohibiting  the  defendants  from  manufacturing  pressed  metal 
parts  for  any  other  truck-frames  than  the  pressed  metal  truck- 
frames  which  the  complainants  are  engaged  in  putting  on  the 
market.      (C.  C.  A.) 

*Fox  Solid  Pressed  Steel  Co.  v.  The  Schoen  M'f'g  Co.,  82 
0.  G.  1421;  C.  D.  1898. 

II.   Legal. 

Where  a  patentee  contracts  for  the  assignment  of  his  patent 
and  all  future  improvements  thereon  for  a  valuable  considera- 
tion in  hand  paid,  the  contract  is  not  against  public  policy,  and 
will  be  enforced,  and  under  the  law  all  subsequent  inventions  of 
said  patentee  coming  within  the  tield  of  improvements  upon  the 
inventions  already  transferred  became  by  virtue  of  the  stipula- 
tion of  the  assignment  the  property  of  the  assignee.  Were 
patents  on  such  improvements  still  in  the  hands  of  the  patentee, 
he  would  be  required  to  assign  them  to  the  assignee.  This  view 
is  not  changed  by  reason  of  the  fact  that  third  parties  appear  as 
owners  of  the  patents  under  assignment  from  the  patentee. 
(C.  C.) 

* Westinghouse  Air  Brake  Co.  v.  Chicago  Brake  &  M'f'g 
Co.  etal,  85  Fed.  Rep.  786. 
Copies  and  Inspection  of  Patent  Office  Records. 

1.  A  statement  that  copies  of  an  alleged  abandoned  applica- 
tion, identified,  are  necessary  for  defense  in  a  suit  does  not  con- 
stitute sullicient  ground  for  granting  the  petition. 

Ex 'parte  Walworth  M'f'g  Co.,  82  0.  G.  187;  C.  D.  1898. 

2.  Under  no  circumstances  should  a  petition  for  ('0])ics  of  an 
abandoned  application  be  granted,  without  opportunity  for  a 
hearing  on  the  part  of  tlie  applicant.  Id. 

3.  The  abandoned  ;i])]tli(;ili(in  of  Hill  having  been  si^ecifically 
mentioned  l)y  him  in  a  inolioii  to  sliift  the  burden  of  proof, 
which  nio1i(»ii  was  decided,  is  a  i)art  of  the  record  and  neces- 
sarily (jpen  to  his  o))j)onent's  inspection. 

McGuire  v.  Hill,  84  0.  G.  983;  C.  1).  1898. 
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4.  Where  the  file-wrapper  and  contents  of  an  application  on 
which  a  patent  was  granted  make  reference  to  the  fact  that  one 
of  the  claims  of  the  patent  was  a  substitute  for  a  claim  allowed 
in  an  abandoned  application,  Held,  that  an  interested  party  may 
have  access  to  said  abandoned  application.  (U.  S. ,  exrelVol- 
lok  V.  Hall,  48  0.  G.  1263,  cited. ) 

Metropolitan  W.  S.  E.  R'y  Co.  et  al.  v.  Siemens,  85  0.  G. 
290;  C.  D.  1898. 

5.  The  case  of  U.  S.,  ex  ret.  Bulkley  v.  Butterworth  (81  0.  G. 
505),  should  not  be  interpreted  as  holding  that  no  discretion  is 
vested  in  the  Commissioner  of  Patents  to  grant  or  withhold 
copies  of  abandoned  applications  without  a  certificate  or  order 
from  a  court  that  they  are  necessary  in  a  pending  suit.       Id. 

6.  As  a  general  rule  it  may  be  safer  to  require  an  order  from 
a  court  of  competent  jurisdiction  before  furnishing  parties  with 
copies  of  pending  or  abandoned  ajoplications.  But  when  a 
patentee  has  referred  to  a  prior  application  for  a  patent,  whether 
such  reference  appears  upon  the  face  of  the  specification  or  only 
among  the  application  papers,  and  thereafter  brings  suit  upon 
his  patent,  he  cannot  with  very  good  grace  urge  that  the  papers 
referred  to  by  him  are  ' '  private  papers. ' '  Id. 

Copyrights. 

1.  The  requirements  of  the  copyright  laws  are  in  the  nature 
of  conditions  precedent  to  the  right  and  must  be  strictly  complied 
with.  Unlike  the  laws  governing  the  issue  of  patents  to  inven- 
tors, no  certificate  is  made  by  the  government  conferring  a  copy- 
right upon  authors.  They,  therefore,  have  no  grant  conferring 
upon  them,  in  terms,  a  monopoly  in  or  to  their  productions  and 
therefore  nothing  to  show  a  prima  facie  case.  Authors  take  their 
rights  under  and  subject  to  the  law,  and,  when  assailed,  the  bur- 
den is  upon  them  to  show  literal  compliance  with  each  and  every 
statutory  requirement  in  the  nature  of  conditions  precedent. 
(Citing  Wheaton  v.  Peters,  8  Pet.  591;  Merrill  v.  Tice,  104  U.  S. 
557;  Thompson  v.  Hubbard,  DU  U.  S.  128;  9  Sup.  Ct.  710.) 
(C.  C.) 

*  Osgood  V.  Aloe  Instrument  Co.,  83  Fed.  Rep.  470. 

2.  The  penalty  of  the  statute  is  imposed  when  "  any  dramatic 
composition  for  which  a  copyright  has  been  obtained"  is  pub- 
licly performed  without  the  consent  of  the  owner.      In  Daly  v. 
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Webster,  56  Fed.  Rep.,  it  was  held  that  the  railroad  scene  in 
"Under  the  Gaslight,"  considered  by  itself  apart  from  the  other 
acts  and  scenes  in  such  play,  is  a  dramatic  composition  and  as 
such,  protected  by  the  copyright  which  the  plaintiff  had  obtained, 
which  is  substantially  performed  in  public  without  the  owner's 
permission  is  in  A-iolation  of  the  owner's  copyright.      (C.  C.  A.) 

*  Brady  v.  Daly,  83  Fed.  Rep.  1007. 

3.  AMiere  in  a  suit  for  infringement  of  copyright  the  question 
at  issue  has  been  once  finally  decided  by  a  court  of  competent 
jurisdiction,  the  same  question  cannot  be  again  contested  between 
them  in  the  same  or  in  any  other  court.      (C.  C.  A.)        '-^ Id. 

4.  It  is  not  of  the  essence  of  the  law  that  a  violation  of  a  copy- 
right shall  be  wilful.     The  statute  provides  that  "any  person 
publicly  performing  or  representing,  etc.,"  shall  be  liable  to  the 
damages  therein  fixed,     (CCA.)  .  '-^  Id. 
Damages  and  Profits. 

I.  Estimation  and  Measure  of. 
II,  Master's  Report. 

I.  Estimation  and  Measure  of. 

"Where  the  infringement  is  of  an  entirely  new  and  previously 
unknown  article  of  manufacture,  the  loss  which  was  suffered  by 
the  deliljerate  act  of  the  defendant,  which  deprived  the  com- 
l)lainant  of  the  trade  in  the  special  articles  of  manufacture, 
every  expense  of  its  business  going  on  as  before  to  its  fullest  ex- 
tent, should  l)e  the  actual  profit  which  it  would  have  made  ujwn 
tlie  sale  of  a  number  of  articles  equal  to  the  number  it  was  pre- 
vented from  selling.      (C  C  A.) 

*Nat'l  Folding  Box  Co,  v.  Elsas  et  al.\  86  Fed.  Rep.  917. 

II.  Master's  Report. 

1.  Where  a  master's  report  was  made  prior  to  the  decision  in 
the  case  of  Tuttle  v.  Claflin  (77  0.  G.  973),  and  it  was  agreed 
on  all  sides  that  this  is  "a  closely  analogous  case,"  Held,  that 
it  is  ((lily  fail' to  the  master,  and  just  to  all  parties,  to  refer  the 
ncfoiintiii^i  ag;iiii  1o  the  master  that  he  may  follow  the  rule  of 
'I'littlc  /■.  ('l;illiii,  mid  take  such  further  action  as  he  may  deem 
proj)er.      (C  C. ) 

*  Ilohorst  r.  Hainlmrg-AmfM-ican  Racket  Co.  et  a/.,  82  0.  G. 

897;  C  J).  1898. 
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2.  The  features  which  made  the  case  of  Tuttle  v.  Claflin  (77 
0.  G.  973)  unique  are  not  present  in  this  case.  The  case  con- 
tains no  evidence  upon  which  a  computation  of  profits  can  be 
properly  made,  and  the  exceptions  to  the  master's  report  are  in 
this  case  overruled.     (C.  C. ) 

^Hohorst  V.  Hamburg-American  Packet  Co.  et  al,  82  0.  G. 
898;  C.  D.  1898. 

Decrees  of  Court. 

1.  Judgments  are  l>inding  upon  privies  as  well  as  upon  part- 
ies, but  only  those  are  privies,  within  the  meaning  of  the  rule, 
who  acquire  their  interest  in  the  subject  matter  of  the  suit  sub- 
sequent to  the  suit  (Ingersoll  v.  Jewett,  16  Blatch.  378).  "  No 
one  is  privy  to  a  judgment  whose  succession  to  the  rights  of 
property  thereby  affected  occurred  previously  to  the  institution 
of  the  suit."     Freem.  on  Judg.,  §  162.     (C.  C.  A.) 

*  Carroll  t;.  Goldschmidt  e«  a?.,  83  Fed.  Rep.  508. 

2.  The  general  proposition  is  well  settled,  that  a  judgment  or 
decree  of  a  court  of  competent  jurisdiction  between  the  same 
parties  and  all  parties  privy  thereto,  upon  the  same  issues,  is, 
as  a  plea,  a  bar,  or  as  evidence,  conclusive.  If,  therefore,  the 
manufacturer  of  the  machine  did  not  infringe  any  of  the  Nor- 
ton's patents,  it  must  certainly  follow  that  the  party  who  pur- 
chased the  machine,  either  before  or  after  the  suit  in  question, 
cannot  be  held  guilty  of  infringement  by  the  use  of  the  same 
identical  machine.     (C.  C.  A.) 

*  Norton  v.  San  Jose  Fruit  Packing  Co.,  83  Fed.  Rep.  512. 

Defenses. 

1.  The  defense  of  prior  use  should  be  supjoorted  by  evidence 
beyond  a  reasonable  doubt,  and  the  unsupported  statement  of 
a  single  witness  that  a  machine  embodying  the  invention  was 
constructed  and  put  in  operation  before  the  application  is  in- 
sufficient when  unaccompanied  by  any  drawings  or  exhibits 
thereof.     (C.  C.  A.) 

*Mast.  Foos  &  Co.  r.  Dempster  Mill  M'f'g  Co.,  82  0.  G. 
338;  C.  D.  1898. 

2.  One  who  has  been  under  contract  of  agency  determinable 
at  will,  to  sell  a  patented  article,  if  he  discovers  or  concludes 
that  the  patent  is  invalid,  may  openly  repudiate  the  agency,  and 
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when  sued  for  subsequent  acts  of  infringement,  may  plead  the 
invahdity  of  the  patent  as  a  defense.      (C.  C.  A.) 

*  Antisdel  v.  Chicago  Hotel  Cabinet  Co.,  89  Fed.  Rep.  308. 
3.   The  fact  that  defendant's  machine  does  not  perform  its 

work  as  well  as  that  of  complainant  is  not  to  be  considered  as  a 
defense  in  a  case  of  infringement.      (C.  C. ) 

*  Hubbard  v.  King  Ax  Co.  et  al,  89  Fed.  Rep.  713. 

Designs. 

I.  Appeal  and  Petition. 
II.   Construction  of  Statutes. 

III.  Infringement.     (See  Test  of  Identity). 

IV.  Limited  to  a  Single  Invention. 
V.   Mechanical  Patent. 

VI.  Patentable  Subject-matter. 
VII.   Practice  in  the  Patent  Office. 
VIII.  Test  of  Identity. 

I.  Appeal  and  Petition. 

1.  Where  it  is  held  that  the  device  disclosed  does  not  consti- 
tute proper  subject-matter  for  a  design  patent,  the  Examiner 
should  reject  the  claim  for  that  reason,  and  from  such  action  ap- 
peal lies  to  the  Examiners-in-Chief. 

Ex  parte  Adami^,  84  0.  G.  311;  C.  D.  1898. 

2.  Where  the  Examiner's  action  was  irregular  but  was  in  ef- 
fect a  rejection  and  was  so  recognized  by  the  applicant,  the  case 
is  in  condition  for  appeal  and  will  not  be  remanded  for  further 
action  by  the  Examiner.  Id. 

II.  Construction  of  Statutes. 

The  law  rc(iuircs  that  the  inventor  shall  have  "produced"  a 
design,  and  this  cannot  l)e  done  without  producing  some  instru- 
ment embodying  tlie  ]XX'uliar  sha])e  or  configuration  constituting 
the  design.  It  is  the  iiisti'uuKiit  which  lias  actually  l)ecn  ])ro- 
duccd  and  not  the  l^are  idea  of  sli:i])('  wliicli  is  i^ateiitaljle, 
Kn  ]>nrte  A(}{in)ii,  83  0.  (i.   19!l-l;  C.   1).  JS'JS. 

III.  IXFItlNGEMENT.       (Scc  Test  of    blciitilv.) 

1.  Ill  considering  tlie  (|Uestioii  of  infringement  of  a  design 
jKileiit  the  iiietbod  of  ])n)duction  is  irrelevant.  Tlie  subject  for 
COnsi<l<  r;itioii  is  not    the    process  of  ci'eation,  but    tlie  efl'eet  ])ro- 
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duced  upon  tlie  eye  by  the  things  created.  If  there  be  such  a 
resemblance  between  them  as  to  deceive  a  purchaser,  inducing 
him  or  her  to  purchase  the  one,  supposing  it  to  be  the  other,  the 
one  which  is  patented  is  infringed  by  the  later  one.  It  is,  how- 
ever, always  to  be  borne  in  mind  in  ajjplying  this  criterion,  that 
the  purchaser  referred  to  is  one  who,  in  fact,  does  give  some  at- 
tention to  design,  and  that  the  character  of  the  design  and  of  the 
fabric  to  which  it  is  related  and  the  extent  of  the  discriminative 
examination  likely  to  be  made  by  the  purchasers  thereof  are  to 
be  taken  into  account.      (C.  C. ) 

*Byram  V.  Friedberger,  82  0.  G.  1420;  C.  D.  1898. 

2.  A  design  for  a  cap,  consisting  of  a  succession  of  diamond- 
shaped  figures  encircling  the  rim  of  the  cap,  together  with  a 
single  rosette  attached  to  the  rim  at  a  point  between  two  of  the 
diamond-shaped  figures,  is  not  infringed  by  a  cap  having  a  dif- 
ferent style  of  rosette  and  on  the  rim  rhombus-shaped  figures 
which  when  held  in  a  slanting  position  a])pear  to  be  diamond- 
shaped,  the  general  effect  of  the  two  designs  being  different. 
(C.  C.) 

*  Frank  et  al.  v.  Hess  et  al,  82  0.  G.  1566;  C.  D.  1898. 

3.  The  defendant  in  an  infringement  suit  set  up  in  his  brief 
on  demurrer  that  the  design  "is  the  product  of  mere  mechanical 
skill  not  amounting  to  patentable  invention,"  cites  a  number  of 
patents  and  asks  the  court  to  take  judicial  notice  thereof  and 
thereupon  hold  that  the  configuration  claimed  in  the  patent  in 
suit  is  lacking  in  originality  or  beauty.  The  court  has  no  per- 
sonal knowledge  of  these  matters,  and  does  not  understand  that 
in  a  hearing  on  demurrer  it  is  its  duty  to  investigate  the  prior 
art.      (C.  C.) 

*Rowe  V.  Blodgett  &  Clapp  Co.,  87  Fed.  Rep.  868. 
IV.  Limited  to  Single  Invention. 

1.  The  monopoly  covered  by  a  design  patent  must  be  con- 
fined to  the  particular  design  shown  and  described.      (C.  C. ) 

*  Frank  et  al.  v.  Kess  et  al,  82  0.  G,  1566;  C.  D.  1898. 

2.  Modifications  of  designs  do  not  exist  and  should  not  be 
shown  and  described  in  one  patent.  When  an  inventor  has 
produced  a  design  he  has  produced  a  single  shape  or  configura- 
tion, not  several. 

Ex  parte  Hill  and  Renner,  82  0.  G.  1988;  C.  D.  1898. 
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3.  If  an  applicant  be  of  the  opinion  that  two  or  more  shapes 
are  one  and  the  same  design,  he  should  show  onl}'-  one  such 
shape  in  his  application,  leaving  the  courts  to  determine  whether 
the  other  shapes  are  the  same  as  that  shown  in  his  patent,  and 
whether  they  infringe  such  shape  or  design.  (Ex  jiarte  Petzold, 
55  0.  G.  1652,  and  ex  parte  Hess  &  Hess,  56  0.  G.  1334. )    Id. 

4.  The  requirement  of  the  Examiner  that  applicant  restrict 
the  ajDplication  to  one  or  the  other  design  for  castings  for  bed- 
stead rail-joint  affirmed. 

Ex 'parte  Brand,  83  0.  G.  747;  C.  D.  1898. 

5.  The  fact  that  two  articles  are  used  together  does  not  make 
them,  when  so  used,  constitute  a  unitary  design,  but  the  result 
is  merely  an  aggregation  of  the  two  designs.  {Ex  parte  Patitz, 
25  0.  G.  980;  ex  parte  Haggard,  80  0.  G.  1126.)  Id. 

6.  From  the  fact  that  the  parts  are  specially  designed  for  de- 
tachment it  cannot  be  held  that  the  two  together  constitute  a 
unitary  design  because  they  may  be  used  together.  Id. 

7.  A  design  must  be  a  single  unchangeable  article  of  manu- 
facture and  must  not  be  made  up  of  independent  detachable 
parts.  Id. 

8.  Where  a  statement  in  a  design  sjDccification  was  evidently 
intended  to  make  the  application  cover  some  other  form  or  mod- 
ification of  design  than  that  shown  in  the  drawing.  Held,  that 
it  either  has  this  effect  or  is  unnecessary  and  misleading,  and 
should  be  canceled. 

Ex  parte  Eldon,  83  0.  G.  748;  C.  D.  1898. 

9.  Held,  further,  that  such  statement  does  not  and  cannot 
have  the  effect  of  broadening  the  claim  so  as  to  cover  other 
modifications  not  shown,  as  it  purports  to  do,  and  it  is,  there- 
fore, misleading,  and  should  be  canceled.  Id. 

10.  If  a  party  cannot  cover  two  modifications  by  disclosing 
them,  he  should  not  be  permitted  to  do  so  by  a  bare  statement 
that  his  ap])lication  is  intended  to  cover  them,  although  they 
are  not  shown.  Id. 

11.  Words  or  phrases  referring  to  or  describing  preferred 
forms  or  modifications  of  designs  sliould  not  be  })ern)itte(l  in  an 
aj)pli(;ation  for  a  design.  Modifications  do  not  exist,  and  a])])li- 
cants  should  ix'strict  their  drawing  and  d('S('ri])tion  to  one  design. 

Ex  parte. lanki^,  83  0.  G.  1513;  C.  1).  1898. 
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12.  MHiere  applicant  shows  and  ck'scribes  a  pair  of  tongs  con- 
sisting of  two  members  of  tlie  same  shape  or  configuration 
pivoted  together,  Held,  that  if  apphcant  has  invented  and  pro- 
duced anything  that  is  novel  it  is  not  a  pair  of  tongs,  but  the 
shape  or  configuration  of  a  meml)er  or  jaw  of  a  pair  of  tongs, 
and  the  description  and  claims  should  be  limited  accordingly. 

£.1- par^e  Kapp,  83  0.  G.  1993;  C.  D.  1898. 

13.  Modifications  of  designs  do  not  exist,  and  there  is  no  such 
distinction  as  genus  and  species  as  applied  to  design  patents. 
(^Ex  parte  Eldon,  83  0.  G.  748;  Ex  parte  Jenks,  83  0.  G.  1513.) 

Ex  parte  Adams  83  0.  G.  1994;  C.  D.  1898. 

14.  In  design  patents  it  is  permissible  to  show  the  essential 
features  in  full  lines,  and  the  remaining  parts  of  the  design  in 
dotted  lines.  Id. 

15.  Design  patents  should  disclose  all,  and  nothing  more 
than  the  design  which  the  jDatent  is  intended  to  cover,  and  the 
specification  should  recognize  the  fact  that  the  entire  thing 
disclosed  constitutes  the  design.  Id. 

16.  The  several  articles  of  manufacture  of  peculiar  shape 
which  when  combined  produce  a  machine  or  structure  having 
movable  parts  may  each  separately  be  patented  as  a  design,  but 
the  machine  itself  cannot  be  so  patented. 

Ex  parte  Adams,  84  0.  G.  311;  C.  D.  1898. 

17.  On  petition  from  the  action  of  the  Examiner  requiring  ap- 
plicant to  limit  the  title  of  the  application — a  "  design  for  ban- 
ners, badges,  buttons,  and  other  decorative  devices  and  dis- 
plays"— to  a  design  for  a  flag  or  banner,  the  thing  shown  and 
described,  Held^  that  applicant  should  confine  the  application 
to  what  he  has  produced  and  shown  and  described  in  his  ap- 
plication, leaving  to  the  courts  the  question  as  to  Avhether  he 
may  use  the  design  on  any  other  article  than  a  banner  or  flag 
or  whether  any  other  party  using  it  on  other  devices  would  in- 
fringe his  design. 

Ex  parte  Amberg,  84  0.  G.  507;  C.  D.  1898. 

18.  The  Examiner  required  applicant  to  limit  the  title  of  the 
invention  and  the  description  and  claims  to  a  design  for  a  rug 
or  carpet  instead  of  to  a  design  for  a  mat  or  rug.  It  was  not 
apparent  from  the  drawing  what  was  intended  to  be  shown. 
The  claims,  however,  were  drawn  to  cover  a  design  for  a  mat 
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or  carpet.  Held^  that  applicant  should  limit  his  case  to  the  par- 
ticular thing  on  which  the  design  has  been  produced,  whether 
this  thing  be  a  mat,  a  rug,  or  a  carpet,  leaving  the  courts  to 
decide  whether  these  things  are  equivalents  or  whether  a  design 
applied  to  one  would  be  infringed  by  a  design  applied  to  either 
one  of  the  other  two. 

Ex  parte  Hartman,  84  0.  G.  648;  C.  D.  1898. 

19.  Where  applicant's  design  was  a  pattern  or  ornamentation 
applied  to  an  article  of  manufacture  and  was  not  a  shape  or  con- 
figuration of  the  article.  Held.,  that  the  description  should  be 
limited  to  and  set  up  in  relation  to  the  design  produced.     Id. 

20.  When  the  application  contained  three  claims  covering 
separately  the  design  for  the  entire  bedstead,  the  headboard,  and 
the  footboard.  Held,  that  the  applicant  was  properly  required  to 
limit  the  application  to  one  of  those  claims. 

Ex  parte  Wiessner,  85  0.  G.  937;  C.  D.  1898. 

21.  Separate  claims  for  the  entire  design  and  for  segregable 
features  of  it  should  not  be  permitted  in  one  application.    Id. 

22.  If  the  separate  claims  for  segregable  features  cover  the  pre- 
dominant and  controlling  features  which  are  in  and  of  them- 
selves suggestive  of  the  design  in  its  entirety,  they  cover  in  effect 
the  same  thing  as  a  claim  to  the  entire  design  and  should  not 
be  permitted  in  the  same  application  with  the  claim  for  the  en- 
tire design.  Id. 

23.  The  monopoly  of  a  design  patent  is  confined  to  the  par- 
ticular article  shown  and  descriljed,  and  the  sole  test  of  infringe- 
ment is  the  similarity  in  ap])earance  of  the  infringing  article; 
therefore  to  allow  se})arate  claims  purporting  to  set  forth  the 
Ijredominant  and  controlling  features  which  would  be  suggestive 
of  the  design  in  its  entirety  would  be  for  this  OtHce  to  forestall 
the  decision  of  the  courts  as  to  what  would  be  regarded  as  an 
infringement,  and  is  not  pro]:)(!r  proper  practice.  Id. 

24.  Tlic  relation  of  genus  and  si)eci('s  does  not  exist  in  designs, 
and  the  doctrine  of  combination  and  sul)combination  does  not 
api)ly  to  them.  In  coin])aring  two  designs  tlie  (picstion  is 
always  one  of  identity.  I  f  tbey  are  not  in  :i]i|»earanct'  tlie  same, 
they  ar(;  iiiile|Miidenl,  since  one  cannot  be  suboi'dinate  to  the 
otlicr.  Id. 

2o.    '11  le  '|iiesl  ion  being  ;il  \v;iys  one  of  identity,  if  tbe  separate 
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claims  do  not  in  fact  cover  the  predominant  and  controlling 
features  they  do  not  cover  the  same  entity  or  design,  but  cover 
separate  and  distinct  designs  which  may  properly  be  made  the 
subject-matter  of  separate  design  patents.  Id. 

26.  The  only  apparent  reason  for  allowing  claims  to  separate 
parts  of  the  design  in  the  same  application  with  a  claim  to  the 
entire  design  is  to  save  the  applicant  the  additional  expense 
and  trouble  of  filing  separate  applications;  but  if  one  part  is 
permitted  to  be  claimed  separately  it  follows  that  others  must 
also  be  permitted,  and  there  would,  therefore,  be  no  limit  to  the 
number  of  separate  designs  which  could  be  covered  by  one 
patent.  Id. 

27.  There  being  no  such  correlation  and  dependence  between 
two  designs  as  sometimes  exists  between  mechanical  inventions, 
there  is  not  the  same  reason  for  permitting  two  of  them  to  be 
claimed  in  one  application.  Id. 

28.  The  public  is  not  learned  in  patent  law,  but  judges  of  the 
design  as  a  whole  without  dissecting  or  analyzing  it,  and  to  per- 
mit claims  for  parts  that  belong  to  details  which  possess  no  dis- 
tinct and  visible  resemblance  to,  and  create  in  the  mind  no  im- 
pression of,  the  whole  design  would  be  to  set  traps  for  the  un- 
skilled and  unwary.  This  is  against  public  interest  and  should 
not  be  permiited.      (Eccpar^e  Gerard,  43  0.  G.  1235.)         Id. 

29.  Although  the  courts  may  not  regard  the  joinder  of  claims 
to  two  designs  in  one  patent  as  invalidating  the  patent,  but  may 
sustain  each  separately  as  if  covered  by  a  separate  patent,  it  does 
not  follow  that  it  is  the  duty  of  the  Office  to  allow  patents  in  that 
form.  Id. 
V.  Mechanical  Patent. 

1.  A  can-opener  provided  with  what  was  described  in  the  ap- 
plication as  a  "blade-holder,"  which  could  be  moved  along  an 
opening  in  the  body,  cannot  be  patented  as  a  design.  The  de- 
sign law  was  never  intended  to  ajiply  to  structures  having  mov- 
able parts.      {Ex -parte  Smith,  81  0.  G.  9G9.) 

^x  par^e  Tallm an,  82  0.  G.  337;  C.  D.  1898. 

2.  The  effect  of  a  movable  part  in  a  structure,  which  is  the 
subject  of  a  design  patent,  is  to  change  the  form  or  contour  of 
the  structure  as  the  part  is  shifted.  Id. 

8.   This  Office  has  no  authority  to  refuse   to   consider  any 
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formal  application,  and  require  the  applicant  to  suljstitute 
therefor  an  application  for  a  mechanical  patent,  or  any  other 
patent  than  that  which  he  wishes. 

Ex  jxirte  Adams,  84  0.  G.  311;  C.  D.  1898. 

4.  A  design  patent  and  a  mechanical  patent  are  the  sul:)jects 
of  two  distinct  monopolies,  and  the  grant  of  one  does  not  pre- 
clude the  grant  of  the  other  to  the  same  party.  A  design  patent 
is,  therefore,  not  a  statutory  bar  to  the  grant  of  a  mechanical 
patent  to  the  same  party  covering  the  structure  of  a  device,  the 
shape  or  configuration  of  which  is  the  subject  of  the  patent. 
(Ex  jiarte  Valmer,  21  0.  G.  1111  cited,  and  Miller  v.  Eagle  M'f'g 
Co.,  66  0.  G.  845  distinguished.) 

Ex  jMvte  Jones,  84  0.  G.  1281;  C.  D.  1898. 

5.  An  inventor  may  take  out  a  patent  for  a  mechanical  con- 
struction and  a  separate  patent  for  the  design  of  the  same 
article,  and  hence  the  mechanical  patent  is  immaterial  on  the 
question  of  anticipation  of  the  design  patent.      (C.  C. ) 

*Flomerfelt  v.  Newwitter  et  al,  85  0.  G.  458;  C.  D.  1898. 

VI.  Patentable  Subject  Mattee. 

It  is  not  a  valid  objection  to  a  design  patent  that  some  of  the 
constituents  of  the  design  claimed  had  existed  in  the  prior  art. 
Old  figures  may  by  rearrangement,  or  by  being  combined  with 
new  parts,  produce  a  novel  effect.      (C.  C. ) 

*Byram  v.  Friedberger,  82  0.  G.  1420;  C.  D.  1898. 

VII.  Practice  in  the  Patent  Office. 

On  petition  from  the  requirement  that  applicant  remove  the 
words  " Steady  Progress  "  and  "Milwaukee"  from  the  descrip- 
tion and  drawing  because  they  form  no  part  of  the  design.  Held, 
that  this  is  a  question  that  affects  the  merits  of  the  design,  and 
should  be  passed  ujjon  by  the  Examiners-in-Chief  before  it  is 
brought  to  the  Commissioner. 

Ex  parte  AmhcY<r,  84  0.  G.  507;  C.  D.  1898. 

A'  1 1 1 .   T  losT  OF  1 1 )  i:  x  'I'  I  'I'  ^• . 

Wlici'o  the  main  oullincs  of  a  ])a1cntcd  design  are  identical 
with  tlioseof  an  old  iMcnch  philc  .-ind  the  differences  are  limited 
to  mere  change  s  in  ddail,  7/rA/,  that  the  patent  is  void  for  want 
of  novelty.      (C.  ('.  ) 

*  J.  Crossley  &  Sons  v.  Hogg,  88  Fed.  Rep.  488. 
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Disclalmei'. 

1.  Where  claims  were  foimcl  invalid  by  circuit  court  of  ap- 
peals on  appeal  from  an  order  granting  a  temporary  injunction, 
delay  in  filing  disclaimers  as  to  said  claims  may  be  excused  on 
the  ground  that  the  owner  of  the  patent  might  reasonably  de- 
cline to  relinquish  the  claims  until  he  may  have  an  opportunity 
to  apply  to  the  Supreme  Court  for  a  certiorari — an  application 
which  it  is  useless  to  make,  when  only  a  i)rcliminary  order  is 
involved.      (C.  C. ) 

*  Thomson-Houston  Electric  Co.  v.  Union  R'y  Co.,  84  Fed. 

Rep.  888. 

2.  The  power  to  disclaim  is  a  beneficial  one,  and  ought  not 
to  be  denied  except  where  it  is  resorted  to  for  a  fraudulent  or 
deceptive  purpose.  (Sessions  v.  Romadka,  145  U.  S.  41,  12 
Sup.  Ct.  799.)     (C.  C.) 

*  Carnegie  Steel  Co.  v.  Cambria  Iron  Co.,  89  Fed.  Rep.  721. 

Discourteous  Ijanguage. 

Language  which  is  even  seemingly  discourteous   or  in  the 

nature  of  a  reflection  upon  an  Examiner  has  no  place  in  any 

paper  which  becomes  a  part  of  the  record  of  an  application  and  is 

always  to  be  condemned.      (^Ex  parte  Chambers,  C.  D.  1873,  56. ) 

Ex  parte  Russell,  84  0.  G.  1871;  C.  D.  1898. 

Division  of  Application. 

I.  In  General. 
II.  Classification  in  the  Patent  Office. 
III.  Process  and  Product. 
I.   In  General. 

1.  Where  no  particular  ada})tability  is  found  to  exist  between 
a  game  apparatus  and  a  coin-controlled  ajjparatus,  claims  for 
both  should  not  be  permitted  in  a  single  application. 

Ex  parte  Mathews,  82  0.  G.  1691;  C.  D.  1898. 

2.  The  words  "  coin-releasable  mechanism  "  are  not  suflicient 
to  carry  a  claim,  the  other  elements  of  which  relate  to  a  game 
apparatus,  into  a  group  of  claims  each  directed  to  such  apparatus. 
Such  words  are  merely  a  statement  of  the  fact  that  a  coin-releaser 
may  be  used  with  the  game  apparatus.  Id. 

3.  Where  two  devices  are  independent  of  each  other  and  they 
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do  not  mutually  contribute  to  produce  a  single  result,  and  the 
action  of  one  does  not  in  any  manner  modify  or  affect  the  action 
of  the  other,  Held,  that  division  should  be  required. 
Ex  parte  Williams,  83  0.  G.  1346;  C.  D.  1898. 

4.  The  action  of  the  Examiner  in  requiring  division  between 
a  set  of  claims  covering  subject-matter  classified  and  examinable 
in  Division  I  under  "Fences,  gate-openers,  cab-doors"  and  an- 
other set  of  claims  relating  to  a  distinct  and  independent  inven- 
tion which  is  examinable  in  Division  XX  under  "Builders' 
Hardware,  hinges,  coach,"  affirmed. 

Ex  parte  Lawrence,  84  0.  G.  1141;  C.  D.  1898. 

5.  When  an  applicant  had  no  claim  covering  the  fundamental 
organization  of  the  bicycle,  but  each  claim  was  drawn  to  an  im- 
provement of  some  specific  part  of  it.  Held,  that  the  separate 
improvements  covered  by  separate  claims  are  distinct  and  inde- 
pendent inventions,  which  should  be  presented  in  separate  appli- 
cations. (Ex  parte  Willcox  and  Borton,  45  0.  G.  455;  ex  parte 
Stearnes,  50  0.  G.  1768;  ex  parte  Cook,  510.  G.  1620;  ex  parte 
Speckbaugh,  54  0.  G.  1265;  ex  parte  Burgess,  80  0.  G.  1759; 
ex  parte  Rose,  62  M,  S.  Dec.  366;  and  *  Sessions  v.  Romadka, 
28  0.  G.  721,  cited.) 

Ex  parte  Healey,  84  0.  G.  1281. 

6.  An  aj)plicant  cannot  in  one  case  have  claims  limited  to 
two  species  of  his  invention,  but  he  may  have  combination  and 
subcombination  claims  which  are  embodied  in  all  of  those  species. 

Ex  parte  IsloovQ,  85  0.  G.  152;  C.  D.  1898. 

7.  Upon  petition  from  the  action  of  the  Examiner  requiring 
division  between  a  set  of  claims  for  a  desk  for  educational  pur- 
poses and  another  set  of  claims  including  a  tank,  pump,  valves, 
etc.,  as  forming  ])art  of  the  desk,  Held,  that  as  there  are  no 
claims  covering  these  se]»arate  devices  and  as  they  are  simj^ly 
placed  in  combination  with  the  other  parts  of  a  desk,  division 
should  not  be  rc((uired. 

Er.  yarte  Crowell,  85  0.  G.  289;  C.  D.  1898. 

8.  When  tlie  independence  of  the  inventions  is  clear,  division 
sbould  be  ni:i(l(;  bcj'oi-c  any  ac^lion  upon  the  merits. 

Ex  parte  l{ai)pleye,  85  O.  G.  209();  C.  D.  1898. 
TT.   Cr.Assii'Tf'ATioN  IN  TrfE  Patent  Office. 

1.    Ildd,  tliat  division  was  properly  required  between  claims 
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to  a  fortune-telling  apjniratus  and  a  claim  whi(;h  includes  as 
part  of  its  combination  coin-actuated  mechanism. 
Ex  parte  Richter,  85  0.  G.  1908;  C.  D.  1898. 

2.  The  exigencies  of  Office  classification  have  rendered  it  ex- 
pedient to  draw  a  line  of  distinction  between  coin-actuated  ap- 
paratus of  all  kinds  when  the  construction  of  such  apparatus  is 
independent  of  or  indifferent  to  the  coin-actuating  agency  and 
those  constructions  in  which  the  coin  actuating  agency  or 
mechanism  is  made  an  integral  part  of  the  device.  Id. 

3.  Division  Avas  properly  required  between  claims  relating  to 
the  art  of  preserving  and  other  claims  relating  to  the  art  of  re- 
frigeration. 

Ex  parte  Rappleye,  85  0.  G.  2096;  C.  D.  1898. 

III.   Process  and  Product. 

1.  Where  the  Examiner  required  division  between  a  set  of 
claims  stated  to  be  for  the  process  of  producing  woven  fabric 
and  another  set  for  the  process  of  winding  yarn  and  some  of  the 
claims  of  the  first  set  included  the  step  of  winding  yarn,  Held, 
that  if  the  claims  for  producing  fabric,  including  the  step  of 
winding  yarn  are  for  a  legitimate  combination,  division  should 
not  be  required.  If  they  are  not  for  such  a  combination,  they 
should  be  rejected  for  aggregation,  leaving  the  question  of  divis- 
ion to  be  settled  after  the  final  determination  of  the  question  of 
aggregation.  The  practice  announced  in  ex  parte  Willcox  and 
Borton  (45  0.  G.  455),  ex  parte  Bullard  (45  0.  G.  1569),  and 
ex  parte  Carter  (46  0.  G.  1391)  followed. 

Ex  parte  Tymeson  and  Borland,  83  0.  G.  593;  C.  D.  1898. 

2.  A  woven  fabric,  a  process  of  producing  the  fabric  and 
winding  yarn,  an  apparatus  for  winding  yarn  on  the  spool  and 
a  yarn-spool  or  l)ank-spool,  are  each  separate  and  independent 
inventions  and  should  form  the  sul)jects  of  separate  applica- 
tions. Id. 

Divisional  Application. 

In  a  divisional  application  a  mere  enlargement  or  extension 
of  a  certain  feature,  whereby  no  additional  function  or  capabil- 
ity is  given  the  apparatus,  may  be  permitted. 
Ex  parte  Keyser,  83  0.  G.  915;  C.  D.  1898. 
3 
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DraTvangs. 

1.  The  statutes  require  that  whenever  the  nature  of  the  case 
admits  of  drawings,  one  copy  signed  by  the  inventor  or  his 
attorney  in  fact,  and  attested  by  two  witnesses,  shall  be  filed  in 
the  Patent  Office,  A  tintype  not  signed  by  the  inventor  or  his 
attorney,  and  not  attested  by  two  witnesses,  cannot  be  consid- 
ered a  drawing  within  the  statutes. 

Pratt  and  Thompson  v.  Bailey,  83  0.  G.  1207;  C.  D.  1898. 

2.  Upon  petition  from  the  requirement  of  the  Examiner  that 
Sheet  1  of  a  drawing  be  canceled,  as  it  is  unnecessary,  Held  that 
a  superfluous  sheet  of  a  drawing  should  not  be  permitted  to  re- 
main in  a  case.     {Ex 'parte  Krause,  56  0.  G.  1708,  cited.) 

^-x  parie  Griffin,  85  0.  G.  454;  C.  D.  1898. 

Equity. 

I.  Jurisdiction. 

II.   Procedure  (see  Practice  in  Courts;  Pleading.) 
I.  Jurisdiction. 

1.  The  bill  in  this  suit  fully  alleged  ownership  of  the  patent, 
that  it  was  valid,  infringement  by  the  defendant,  and  prayed  for 
injunction,  with  an  account  of  damages  and  profits.  The  case 
made  by  the  bill  was  clearly  one  properly  within  the  jurisdic- 
tion of  the  court  to  hear  the  case  on  its  merits.  It  is  well 
settled  that  the  expiration  of  a  patent,  pending  a  suit  for  in- 
fringement, does  not  defeat  the  jurisdiction  of  a  court  of  equity, 
although  it  is  a  reason  for  denying  an  injunction,  which  was  the 
basis  of  e(|uity  jurisdiction.  The  expiration  of  the  patent  under 
which  the  annunciators  were  made,  thougli  not  the  patent  upon 
which  the  suit  was  brought,  was  matter  of  defense  to  the  bill  on 
the  merits  of  the  case,  and  did  not  affect  the  jurisdiction  of  the 
court.      (C.  C.  A.) 

*  Reedy  v.  Western  Electric  Co.,  83  Fed.  Rep.  709. 

2.  The  doors  of  equity  arc  oi)en  only  to  tliosc  who  come  with 
a  clear  showing  of  right,  for  which  no  adec^uate  redress  is 
afforded  at  law,  and  the  jurisdiction  over  causes  for  patent  in- 
fringement is  not  excepted  from  tliis  icijuiicincnt.  Tlie  need  of 
in  junctional  relief — temporary  or  permanent,  one  or  both — gen- 
erally constitutes  the  main  ground  and  often  the  sole  ground  for 
entcrtainiiiL'the  ciiuse.      The  claim  and  the  need  must  be  bona 
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fide,  not  a  mere  technical  right  or  assertion,  but  the  essence  of 
the  relief  sought.  In  this  case,  as  the  patent  was  within  a  few 
days  of  expiration,  there  could  of  course  be  no  permanent  in- 
junction, and  the  only  basis  for  its  support  is  the  possible  right 
to  a  temporary  injunction  for  this  brief  period  (22  days).  Such 
relief  must  be  the  purpose,  and  not  the  mere  excuse  or  make- 
shift for  resort  to  the  forum  of  equity.      (C.  C. ) 

*  McDonald  v.  Miller  et  al.,  84  Fed.  Rep.  344. 

II.  Procedure, 

1.  An  assignment  of  error  to  be  available  must  be  predicated 
upon  something  done  by  the  court, — a  ruling,  judgment,  order 
or  decree,  and  not  upon  a  reason  therefor.      (C.  C.  A. ) 

*  Evans  v.  Suess  Ornamental  Glass  Co. ,  83  Fed.  Rep.  706. 

2.  Averments  in  a  bill  setting  forth  facts  concerning  consent 
decrees  entered  against  third  parties,  and  in  no  way  connected 
with  the  defendants  or  their  privies;  or,  certain  interference  pro- 
ceedings in  the  Patent  Office,  where  they  do  not  set  forth  that 
the  defendants  or  their  privies  are  in  any  way  connected  with 
those  proceedings,  will  be  stricken  out  on  motion.  Such  aver- 
ments are  immaterial  and  irrelevant.      (C.  C. ) 

*  Western  Electric  Co.  v.   Wilhams- Abbott  Elec.  Co.,  83 

Fed.  Rep.  842. 
8.  A  bill  assailing  two  patents  to  the  same  party  and  relating 
to  the  same  subject,  is  not  multifarious.  It  is  a  matter  of  con- 
venience, and  generally  the  objection  is  confined  to  cases  where 
parties  were  improperly  joined  and  not  to  mere  diversity  of 
causes  of  action  between  the  same  parties.  But  there  is  no 
diversity  of  causes  of  action  where  the  patents  relate  to  the  same 
subject.      (C.  C.) 

*Wilkins  Shoe  Button   Fastener  Co.   v.   Webb    et  a/.,   89 
Fed.  Rep.  982. 

Equivalents. 

1.  While  the  machine  constructed  under  the  patent  did  in 
fact  operate,  so  that  probably  it  cannot  be  regarded  as  a  mere 
"experiment,"  in  the  sense  in  which  that  word  is  used  in  the 
patent  law,  yet  it  never  accomplished  a  practical  advance  in  the 
art,  as  contemplated  in  Morley  Machine  Co.  v.  Lancaster,  129 
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U.  S.  263,  and  therefore  it  is  not  entitled  to  a  broad  range  of 
equivalents. 

*Ford  et  al.  v.  Bancroft  et  al,  85  Fed.  Rep.  457. 
,  2.  The  "invention,"  as  such  is  not  divisible  so  that  a  metal 
straight  edge  as  distinguished  from  a  celluloid  straight  edge, 
could  be  an  essential  factor  in  one  form  as  distinguished  from 
other  forms.  The  patentee  has  not  intentionally,  by  the  use  of 
the  word  "metal,"  parted  one  portion  of  his  invention  from  the 
remainder,  thus  monopolizing  the  one  portion  and  giving  the 
remainder  to  the  public,  and  it  would  be  a  mistake  in  this  case 
to  hold  that  the  doctrine  of  equivalents  is  not  applicable. 
(C.  C.)     . 

^i=  Thrall  v.  Poole  et  al,  89  Fed.  Rep.  718. 

Estoppel. 

1.  That  some  claim  has  been  rejected,  or  that  some  amend- 
ment has  been  accepted,  which  was  imposed  as  a  condition  to 
the  allowance  of  a  claim,  is  essential  to  an  estoppel  on  a  patentee. 
(C.  C.) 

^^  Palmer  Pneumatic  Tire  Co.  v.  Lozier,  84  Fed.  Rep.  659. 

2.  The  conclusions  of  the  Patent  Office  do  not  operate  as  an 
estoppel  upon  a  patentee,  except  in  cases  where  the  applicant  is 
required  to  abandon  some  part  of  his  claims  or  accept  alterations 
narrowing  their  scope.  Neither  are  the  courts  any  more  con- 
cluded by  a  construction  of  the  claim  presented  by  a  patentee 
which  removes  a  supposed  conflict  with  an  existing  patent,  than 
they  would  be  by  an  interpretation  of  a  patent  whereby  it  was 
distinguished  from  the  old  art.     (C.  C. )  */(i. 

3.  The  patentee  having  once  presented  claims  in  such  form  as 
distinctly  to  secure  to  him  the  alleged  novel  feature  of  his  in- 
vention, and  the  Patent  Office  having  rejected  them,  and  he 
having  acquiesced  in  such  rejection,  is,  under  repeated  decisions 
of  the  Supreme  Court,  now  estopped  to  claim  the  l)enefit  of  his 
rejected  claims,  or  such  a  construction  of  his  present  claim  as 
would  be  equivalent  thereto.  Acquiescence  in  the  rejection  of  a 
claim  distinctly  covering  an  alleged  novel  step  raises  a  conclu- 
sive presumption  that  it  possessed  no  novelty.      (C.  C. ) 

*  Irwin  V.  Hasselman,  86  Fed.  He]).  642. 

4.  Merely   because  he  is   a  stoekliolder  in    the  (•oni])lainant 
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company,  a  defendant  is  not  estopped  to  deny  the  validity  of  a 
patent  owned  by  said  company,      (C.  C.  A.) 

*  Antisdel  v.  Chicago  Hotel  Cabinet  Co. ,  89  Fed.  Rep.  308. 
5.   Ecjuity  will  not  })ermit  the  assignor  of  letters  patent  to 

urge  as  against  his  assignee  thereof,  that  the  letters  patent  so  by 
him  sold  and  assigned  were  useless,  worthless,  and  invalid.  If 
the  letters  are  of  that  nature,  the  assignor  has  wronged  the  as- 
signee in  selling  and  assigning  them  to  him  as  valid,  and  when 
sued  in  equity  for  infringement  he  is  estopped  to  aver  or  attempt 
to  prove,  as  against  the  assignee,  that  the  assigned  letters  were 
thusinvahd.      (C.  C.) 

*  Griffith  V.  Shaw  et  al,  89  Fed.  Rep.  313. 

Examination  of  Application. 

I.  In  General. 

II.  Infokmation  to  Applicants. 
III.   Rejection. 

I.  In  General.     (See  Discourteous  Language. ) 

1.  Examiners  should  observe  toward  attorneys  the  same  cour- 
tesy that  is  required  of  attorneys  in  the  prosecution  of  cases  be- 
fore the  Office. 

Ex  parte  Horstick,  84  0.  G.  981;  C.  D.  1898. 

2.  Where  the  language  used  b}^  applicant  in  an  argument 
filed  during  the  prosecution  of  his  application  was  not  courteous, 
Held,  that  the  paper  containing  such  language  should  be  re- 
turned to  applicant,  as  it  had  not  been  entered  in  the  case. 

Ex  parte  McQueen,  85  0.  G.  609;  C.  D.  1898. 

II.  Information  and  Advice  to  Applicants. 

Where  a  case  had  received  numerous  actions  and  was  under 
final  rejection,  Held,  that  under  the  practice  as  indicated  in  ex 
parte  Barnes  (80  0.  G.  2038),  the  Examiner  should  give  appli- 
cant a  full  statement  as  to  the  pertinency  of  the  references  and 
the  reasons  for  rejecting  the  claims  without  reopening  the  case. 
Ex  parte  Mergenthaler,  85  0.  G.  775;  C.  D.  1898. 

III.  Rejection. 

1.  A  mere  request  for  second  consideration  without  explana- 
tion or  argument,  and  without   "distinctly  and  specifically" 
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pointing  out  the  supposed  errors  in  the  Examiner's  action 
(Rule  69),  is  not  sufHcient  to  entitle  an  applicant  to  a  recon- 
sideration. 

Ex 'parte  Appel,  84  0.  G.  1145;  C.  D.  1898. 

2.  Proper  practice  requires  that  an  applicant  should  present 
fully  before  the  Examiner  the  reasons  why  objections  made 
should  be  withdrawn,  and  only  after  the  position  taken  by  the 
applicant  is  clear  to  the  Examiner  should  the  petition  be  taken. 
It  is  not  the  duty  of  the  Commissioner  to  act  upon  questions 
which  could  be  and  should  be  settled  before  the  Examiner. 

Id. 

3.  Ex  parte  Jones  (84  0.  G.  1281)  does  not  broadly  decide 
that  under  certain  conditions  a  prior  design  patent  is  not  a  perti- 
nent reference  against  an  application  for  a  mechanical  structure. 

Ex  parte  McQueen,  85  0.  G.  609;  C.  D.  1898. 

4.  Where  the  claims  under  consideration  are  not  in  the  same 
words  as  those  before  rejected,  but  mean  substantially  the  same 
thing  and  cover  the  same  idea  of  invention,  JTeW,  that  they  may 
properly  be  finally  rejected. 

Ex  parte  Rider,  85  0.  G.  1078;  C.  D.  1898. 

5.  Where  the  invention  and  the  references  are  simple  and 
easily  understood  and  where  the  Examiner  has  made  his  posi- 
tion with  reference  to  the  claims  and  the  entire  invention  per- 
fectly clear  and  the  applicant  has  had  ample  opportunity  for 
amendment,  Held^  that  to  reopen  the  case  for  further  considera- 
tion would  serve  no  useful  purpose.  Id. 

ExperiTiioiital  Use. 

A\'li(re  defendant  admitted  the  use  of  two  infringing  machines 
for  three  years,  the  said  machines  containing  the  combination 
of  his  caveat  which  is  also  substantially  the  combination  of  the 
patent  in  suit,  and  sought  to  excuse  such  use  on  the  theory  that 
he  was  ''experimenting"  with  the  machines  with  the  idea  of 
improvements,  but  liis  experiments  consisted  in  running  the 
pelts  belonging  to  his  customers  through  the  machines  in  the 
ordinary  course  of  business.  Held,  this  is  not  fairly  within  any 
legitimate  use  for  experinient;d  ])ur))oses  only.      (C.  C. ) 

*Cimiotti  Unliairing  Go.  r.   Dcrboklow,  87  Fed.  Rep.  997. 
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Fees. 

I.   Payment  of. 
II.   Refundment  oe. 

I.  Payment  of. 

1.  The  re(iuirement  of  the  statute  is  clear  and  uninistakable 
that  a  fee  of  $20  must  be  paid  upon  every  appeal  to  the  Com- 
missioner from  the  Examiners-in-Chief,  and  makes  no  distinc- 
tion between  the  first  and  other  appeals  in  the  same  case.  {Ex 
parte  Arkell,  45  MS. ,  Dec.  25. ) 

Ex  parte  Arms,  84  0.  G.  1142;  C.  D.  1898. 

2.  No  fee  is  required  in  case  of  a  second  appeal  to  the  Ex- 
aminers-in-Chief in  the  same  case,  the  fees  for  the  first  appeal 
having  been  paid.  Id. 

II.  Refundment. 

1.  Where  an  applicant  filed  an  incomplete  application  and 
first  fee  on  December  31,  1897,  and  on  January  3,  1898,  he 
completed  the  application  with  the  understanding  that  if  possi- 
ble it  would  be  given  the  earlier  date,  and  upon  consideration 
it  was  decided  that  the  application  could  not  be  given  the  earlier 
date,  Held,  that  the  first  fee  could  not  be  refunded,  as  it  was 
not  paid  by  actual  mistake,  but  in  paying  it  and  completing  his 
application  the  applicant  took  his  chances  as  to  the  application 
being  given  the  earlier  date,  and  further  the  application  has  had 
full  examination  on  the  merits. 

Ex  2Kirte  UiiWherg,  83  0.  G.  1208;  C.  D.  1898. 

2.  The  records  show  that  the  application  was  allowed  and 
notice  thereof  mailed  to  applicant  through  his  attorney  on  De- 
cember 16,  1895,  and  the  applicant  was  called  upon  to  pay  the 
final  fee  within  six  months  from  the  date  of  the  notice  or  else 
his  application  would  be  withheld  from  issue  under  the  statutes 
and  rules  of  this  Office.  On  .June  18,  1898,  there  was  received 
in  this  Office  a  letter  from  the  applicant  inclosing  a  certificate 
of  deposit  issued  by  the  Assistant  Treasurer  of  the  United  States 
at  Philadelphia,  Pa.,  on  June  15,  1896,  for  twenty  dollars  as  a 
fee  on  the  above-entitled  application,  and  the  applicant  requested 
that  the  patent  issue  on  this  application. 

Ex  parte  Stevenson,  84  0.  G.  147;  C.  D.  1898. 

3.  The  applicant  has  failed  to  carry  out  the  printed  instruc- 


40  FOREIGN    PATENTS. 

tions  on  the  face  of  the  certificate  of  deposit  and  has  violated 
the  clear  intent  and  spirit  of  the  statutes  and  a  positive  rule  of 
this  Office  regarding  the  prompt  presentation  to  the  Commis- 
sioner of  Patents  of  the  evidence  of  the  final  fee  having  bean 
paid  to  the  Treasury  Department. 

The  certificate  will  not  be  applied  in  this  case,  and  it  is 
directed  that  it  be  returned  to  applicant.  Id. 

4.   The  mistake  of  an  applicant  as  to  the  rules  in  reference  to 
incomplete  applications  is  not  such  a  mistake  as  will  justify  the 
return  of  the  fee  paid  thereon  or  its  transfer  to  another  case. 
&  ;3ar<e  Arakelion,  85  0.  G.  1077;  C.  D.  1898. 

Foreign  Patents. 

1.  While  it  has  never  been  decided  b}'  the  courts  whether  a 
patent  granted  in  this  country  for  an  invention  previously  made 
the  subject  of  a  Gebrauchsmuster  is  limited  in  term  under  section 
4887  of  the  Revised  Statutes,  the  data  as  to  such  Gebrauchsmuster 
should  be  given  in  the  specification,  the  question  of  limitation 
being  left  to  the  courts. 

Ex  parte  GiWie,  84  0.  G.  1143;  C.  D.  1898. 

2.  The  date  of  a  British  application  within  the  meaning  of 
section  4887,  Revised  Statutes,  is  the  date  when  the  provisional 
specification  is  filed  in  the  British  Patent  Office. 

Ex  2Mrte  Smith,  85  0.  G.  2091;  C.  D.  1898. 

3.  Since  the  British  act  provides  that  every  patent  shall  be 
dated  and  sealed  as  of  the  day  of  the  application,  the  British 
authorities  have,  by  giving  the  patent  in  this  case  the  date  of 
August  28,  189G,  when  the  provisional  specification  was  filed, 
determined  that  to  be  the  date  of  the  application.  Id. 

4.  This  Office  should  accept  the  construction  of  the  British 
patent  officials  as  to  when  the  British  application  was  filed,  un- 
less it  can  be  shown  that  to  do  so  would  be  against  the  spirit 
and  intent  of  the  statutes  of  this  country,  since  this  is  the  rule 
of  construction  ado))tcd  by  the  courts.  (Cathcart  v.  Robinson, 
5  Pet,  204.)  '  Id. 

5.  By  following  the  rule  of  our  courts  in  regard  to  tlie  weight 
to  be  given  to  foreign  authorities  on  the  inter})retation  of  their 
laws  it  must  result  thai  the  date  of  filing  the  British  ap])lication 
on  which  the  iJritisli  jtatcut  of  a})i)ellant  was  granted  is  the  date 
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given  to  it  by  the  British  authorities,  which  is  August  28,  1896. 

Id. 

6.  A  British  provisional  specification  is  not  analogous  to  a 
petition  in  a  United  States  application,  since  such  petition  gives 
applicant  no  protection,  no  date  for  any  purpose,  except  a  date 
from  which  an  applicant  must  complete  his  application.  When 
completed,  however,  the  application  is  not  given  the  date  of  the 
petition.  Id. 

7.  There  is  no  analogy  between  a  British  provisional  specifi- 
cation and  an  incomplete  United  States  application,  since  such 
incomplete  application  gives  no  protection  and  does  not  furnish 
a  date  from  which  priority  of  invention  is  determined,  while  the 
British  provisional  specification  gives  the  applicant  the  date  of 
priority  of  that  date,  and  he  is  saved  from  the  consequences 
arising  from  any  publication  or  use  after  the  filing  thereof  and 
prior  to  the  sealing  of  the  patent.  Id. 

8.  The  complete  specification  is  required  by  the  British  law 
to  describe  substantially  the  same  invention  as  the  provisional 
specification  and  is  nothing  more  than  a  supplement  to  it,  but 
conveying  additional  information,  which  may  have  been  ac- 
quired during  the  life  of  the  provisional  specification,  as  to  the 
manner  in  Avhich  the  invention  is  to  be  performed.  Id. 

9.  If  the  complete  specification,  after  being  accepted  by  the 
British  authorities,  describes  and  claims  any  invention  different 
from  that  described  in  the  provisional  specification,  the  patentee 
has  never  applied  for  a  patent  or  received  provisional  protection 
in  respect  to  that  diffcreni  invention,  and  the  patent  would  be 
void.  Id. 

10.  In  view  of  the  circumstances  surrounding  the  passage  of 
the  act  it  would  be  inconsistent  with  the  law,  with  the  intent  of 
Congress,  and  with  the  commonly-accepted  construction  of  the 
statute  to  hold  that  section  4887  as  amended  by  the  act  of 
March  3,  1897,  does  not  apply  to  applications  for  foreign  pat- 
ents filed  and  foreign  patents  granted  prior  to  January  1,  1898. 

Id. 

11.  The  appellant's  foreign  patent  being  granted  on  an  appli- 
cation filed  more  than  seven  months  prior  to  the  date  of  his 
United  States  application.  Held.,  that  under  section  4887,  Re- 
vised Statutes,  he  cannot  be  allowed  a  patent.  Id. 
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12.  The  provisional  specification  is  the  foundation  on  which 
the  patent  is  granted,  and  when  the  British  patent  is  granted  on 
an  examination'  by  the  British  authorities  the  presumption  is 
that  the  British  patent  is  valid  and  that  there  is  such  similarity 
and  connection  between  the  provisional  specification  and  the 
complete  specification  as  would  warrant  the  grant,  and  this 
Office  should  accept  their  ruling,  except  in  a  case  where  it  is 
clearly  shown  that  their  holding  was  wrong,  and  this  has  not 
even  been  intimated  here.  Id. 

13.  The  notice  of  acceptance  of  the  complete  British  appli- 
cation corresponds  to  the  United  States  notice  of  allowance  and 
not  to  the  filing  of  the  complete  United  States  application.    Id. 

Infringement. 

I.   In  General. 
II.   Process. 
III.  State  of  the  Art. 

I.  In  General. 

1.  "Where  the  defendant's  structures  differ  in  some  respects 
from  those  of  the  patent  in  suit,  but  have  all  of  the  parts  of  the 
patented  device,  working  together  in  the  same  relation  to  each 
other,  for  the  same  purpose  and  producing  the  same  results, 
the  alterations  consisting  in  an  additional  joint  and  an  addi- 
tional carrying  spring,  but  not  dispensing  with  any  of  the  parts, 
they  are  improved  upon  but  not  departed  from.  The  patent  is 
infringed  by  thus  taking  its  parts  to  so  improve  upon.     (C.  C. ) 

.  *Sprague  Electric  R'}'  and  Motor  Co.  v.  Union  R'y  Co. 
H  al,  84  Fed.  Rep.  641. 

2.  A  mere  expression  of  willingness  to  grant  or  sell  licenses, 
will  not  of  itself  confer  upon  anybody  the  privilege  to  use  the 
specialty  of  the  patent,  and  claim  exemption  from  the  charge  of 
iufringement  on  the  ground  of  being  simply  engaged  in  experi- 
mentally testing  its  desirability  or  utility.      (C.  C.  A.) 

*Clirk  cf  nl.  r.  Tannage  Patent  Co.,  84  Fed.  Rep.  643. 

3.  Infringements  are  not  determined  by  the  result  accom- 
plished. It  is  the  means  by  which  tliat  result  is  attained  which 
is   detcnniiiativi;  and  coiil rolling   upon  a  (picstion   of  infringe- 
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ment.     To  constitute  infringement,  there  must  be  identity  in 
means  not  merely  in  purpose,  function  or  effect.      (C.  C. ) 

*Taber  Bas-Relief  Photo.  Co.  v.   Marceau  et  ai,  87   Fed. 
Rep.  871. 

4.  A  n)ere  reversal  of  the  parts  of  a  patented  invention 
whereby  a  reversal  of  the  order  of  development  of  forces  results, 
and  each  force  performs  the  same  function,  and  when  all  of  the 
forces  are  acting  in  combination  and  produce  the  same  result  in 
the  same  way,  is  not  a  material  departure  from  the  patented 
machine  and  will  not  avoid  infringement  of  the  patented  in- 
vention.     (C.  C. ) 

*  Huntingdon  Dry  Pulverizer  Co.  etal.  v.  Whittaker  Cement 
Co.  et  al,  89  Fed.  Rep.  323. 

5.  One  using  the  essential  elements  of  a  combination  as  erm- 
merated  in  one  claim  cannot  escape  infringement  because  he 
does  not  use  subordinate  or  unimportant  elements  of  combina- 
tions described  in  other  claims,  and  which  were  manifestly 
omitted  from  the  claim  in  question,  that  the  inventor  might 
more  perfectly  secure  the  essential  elements  of  his  invention. 
(C.  C.  A.) 

*Mast,  Foos  &  Co.  r.   Dempster  Mill  Co.,  82  0.  G.  338; 
C.  D.  1898. 

6.  Although  the  patent  shows  only  a  single-thread  machine, 
the  invention  is  equally  applicable  to  a  double-thread  machine, 
and  since  the  claims  are  not  limited  to  a  single-thread  machine, 
Held,  that  a  double-thread  machine  having  differences  of  form, 
but  no  substantial  difference  of  parts  or  of  functions,  is  an  in- 
fringement.     (C.  C.  A. ) 

*Willcox  and  Gibbs  Sewing  Machine  Co.  v.  The  Merrow 
Machine  Co.,  85  0.  G.  1078;  C.  D.  1898. 

7.  If  it  be  conceded  that  Boyden's  device  corresponds  with 
the  letter  of  Westinghouse's  claims  1  and  4,  that  does  not  settle 
conclusively  the  question  of  infringement.  A  charge  of  infringe- 
ment is  sometimes  made  out,  though  the  letter  of  the  claims  be 
avoided.  The  converse  is  equally  true.  The  patentee  may  bring 
the  defendant  within  the  letter  of  his  claims,  but  if  the  latter  has 
so  far  changed  the  principle  of  the  device  that  the  claims  of  the 
patent,  literally  construed,  have  ceased  to  represent  his  actual 
invention,  he  is  as  little  subject  to  be  adjudged  an  infringer  as 
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one  who  has  violated  the  letter  of  a  statute  is  to  be  convicted 
when  he  has  done  nothing  in  conflict  Avith  its  spirit  and  intent. 
(Sup.  Ct.  U.  S.) 

*  Boy  den  Power  Brake  Co.   et  al.  v.  Westinghouse  et  at.; 

Westinghouse  et  al.  v.  Boyden  Power  Brake  Co.  et  al., 
83  0.  G.  1067;  170  U.  S. 

8.  The  ruling  of  the  Supreme  Court,  that  where  the  invention 
is  functional  and  the  defendant's  device  differs  from  that  of  the 
patentee  only  in  form  or  in  re-arrangement  of  the  same  elements 
of  a  combination  he  would  be  adjudged  an  infringer,  even  if  in 
certain  particulars  his  device  be  an  improvement  upon  that  of 
the  patentee,  is  in  no  way  qualified.      (Sup.  Ct.  U.  S. )     */d 

9.  Taking  a  single  element  of  a  combination,  with  intent  to 
bring  about  its  use  in  the  patented  combination,  is  infringement, 
either  direct  or  contributing,  according  to  circumstances.   (C.  C. ) 

*Wilkins  Shoe-Button  Fastener  Co.  v.  Webb  etal,  89  Fed. 
Rep.  982. 

II.  Process. 

1.  "  The  defendant  does  not  use  the  process  any  the  less  be- 
cause he  uses  something  in  addition  to  the  process."  (Lelance 
M'f'g  Co.  V.  Habermann  M'f'gCo.,  53  Fed.  Rep.  380;  Tilghman 
V.  Procter,  102  U.  S.  730.)     (C.  C.  A.) 

*  Clerk  et  al.  v.  Tannage  Patent  Co.,  84  Fed.  Rep.  643. 

2.  Infringement  of  a  claim  for  a  process  of  manufacture  must 
be  shown  by  satisfactory  proof  that  the  defendant  uses  the  pro- 
cess of  the  patent.  Similarity  or  even  identity  of  appearance 
of  the  product  will  not  suffice.     (C.  C. ) 

*  Schwartz  v.  Housman,  88  Fed.  Rep.  519. 

III.  State  of  the  Art. 

1.  Being  for  a  pioneer  invention  the  patent  in  suit  should  not 
be  narrowly  interpreted,  but  should  be  so  construed  as  to  cover 
a  broad  range  of  equivalents.  Undisputed  testimony  shows 
that  it  was  well  known  at  the  date  of  this  invention  that  such  a 
collodion  solution  would  operate  in  the  same  way  as  a  paraffin 
or  shellac  solution  in  the  treatment  of  such  substances  and  was 
therefore  an  "  other  suital)le  material."  While  collodion  is  not 
chemically  an  ('()uivalent  of  a  hydro-carbon  resin  gum  and  is 
not  paraffin  or  shellac,  it  i)crforms  the  same  functions  in  the 


INJUNCTION.  45 

same  manner  and  with  the  same  result.  A  patentee  is  not 
obhged  in  his  specification  to  state  all  the  known  equivalents  of 
the  materials  used  by  him.  It  is  the  patent  as  finally  issued 
which  the  court  must  construe  and  upon  which  the  patentee 
must  stand.  In  this  case  the  patentees  have  claimed  "  paraffin 
and  other  suitable  material,  substantially  as  set  forth."  They 
have  set  forth  that  "other  materials  may  be  employed  as  long 
as  they  set  hard  at  ordinary  temperatures  and  burn  away  with- 
out mechanical  destruction  to  the  mantle."  The  defendant 
uses  a  suitable  material  known  at  the  date  of  the  invention  to 
have  all  these  properties  and  characteristics  and  therefore  ap- 
propriated complainant's  product.      (C.  C. ) 

*  Welsbach  Light  Co.  v.  Sunhght  Lamp  Co.,  S3  0.  G.  595; 

C.  D.  1898. 
2.   When  each  of  two  patentees  is  working  under  a  different 
patent,  and  neither  is  a  pioneer  in  the  art  but  a  mere  improver 
therein,  each  patentee  is  entitled  at  most  to  only  the  jDrecise 
method  mentioned  in  his  claim.      (C.  C. ) 

*Taber  Bas-Rehef  Photo.  Co.  v.   Marceau  et  al,  87  Fed. 
Rep.  87  L 

Injiuictlon. 

I.  In  Geneeal. 
11.  Preliminary. 

(a)    When  Granted.. 
(6)    When  Denied. 
III.   Prior  Judgment. 

I.  In  General. 

A  defendant  who  has  l)een  enjoined  in  the  usual  form  against 
"making,  using,  or  vending  for  use,"  cannot  escape  the  opera- 
tion of  the  injunction,  on  the  excuse  that  he  did  not  make  the 
article  which  he  has  sold.  By  a  single  sale  he  has  violated  the 
injunction,  and  is  in  contempt.      (C.  C. ) 

*A.  B.  Dick  Co.  v.  Wichelman,  89  Fed.  Rep.  95. 

II.  Preliminary. 

(a)    When  Granted. 
1.   In  order  to  warrant  a  preliminary  injunction,  the  fact  of 
infringement  should  be  made  out  beyond  a  reasonable  doubt. 
(C.  C.) 

*  Menasha  Wood  Split  Pulley  Co.  v.  Dodge,  85  Fed.  Rep. 

971. 
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2.  A  preliminary  injunction  will,  in  a  proper  case,  issue 
against  a  user,  and  when  a  patent  has  been  repeatedly  sustained 
in  the  circuit,  affirmed  in  the  court  of  appeals,  such  injunction 
will  issue  (especially  when  the  user  was  notified  that  he  was 
buying  an  infringing  article)  when  there  are  no  new  defences, 
and  no  special  equities  in  favor  of  defendant.      (C.  C. ) 

*  Westinghouse  Air  Brake  Co.   v.  Gt.   Northern  Ry.   Co, 

etal,  86  Fed.  Rep.  132. 

3.  A  patentee  who  has  established  the  validity  of  his  patent 
against  the  manufacturer,  will  not  be  compelled  to  litigate  the 
same  questions  over  again  against  scores  or  hundreds  of  users, 
or  be  denied  the  only  relief  which  can  secure  to  him  the  fruits 
of  his  invention  during  its  lifetime,  merely  because  the  injunc- 
tion prayed  for  is  in  form  pendente  lite,  although  quoad  the  in- 
fringing device  which  was  made  by  the  manufacturer,  defend- 
ant in  the  former  suit,  it  is  in  fact  an  injunction  after  final 
hearing.      (C.  C.)  *7d 

4.  The  objection  of  personal  and  public  inconvenience  is  one 
which  has  been  repeatedly  considered  and  disposed  of,  and  the 
court  always  endeavors  to  arrange  the  terms  of  its  orders  or 
decrees  so  as  to  accomplish  the  result  intended  with  the  least 
disturbance  to  the  defendant's  business,  when  that  business  is 
one  which  concerns  the  public.      (C,  C. )  */(i. 

5.  To  justify  the  issuance  of  an  injunction  "pendente  lite,  the 
complainant  must  show  a  probable  right,  and  also  ' '  a  probable 
danger  that  the  right  would  be  defeated  without  the  special  in- 
terposition of  the  court."  (Citing  R.  R.  Co.  v.  Earl,  82  Fed. 
Rep.  690.)     (C.  C.) 

*  Overweight  Counterbalance  Elev.    Co.   v.    Caliill  cl'  Hall 

Elev.  Co.,  86  Fed.  Rep.  338. 

6.  A  preliminary  injunction  may  properly  issue  in  a  j^atent 
suit  vJiere  the  validity  of  the  patent  is  clear,  although  it  has  not 
been  sustained  by  a  prior  adjudication  or  public  acquiescence. 
But  in  every  instance  there  must  be  an  equitable  necessity  for 
relief  by  injunction.      (C.  C.  A.) 

'-5^  Wilson   et  al.  ?".  Consolidated  Store-Service  Co.,  88  Fed. 
Rc]..  286. 

7.  A  piior  ndjudicnlion  to  l)o  the  basis  for  a  ])reliminary  in- 
junction must  be  "a,  l)on:i   fide  and  strenuous  contest "  result- 
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ing  in  favor  of  the  validity  of  the  patent.  There  must  be  the 
same  freedom  from  doubt  in  behalf  of  the  party  api)lying  for  a 
preliminary  injunction,  with  reference  to  prior  adjudication  or 
general  acquiescence,  as  if  the  question  was  one  of  validity 
alone.     (C.  C.  A.)  * /rf. 

8.  No  litigation  or  adjudication  has  ever  been  had  upon  the 
patent  in  suit,  but  it  has  been  in  active  life  for  14  years,  and 
complainant  made  and  sold  116,  G32  bit  braces  under  it,  and  its 
validity,  until  the  acts  of  the  defendant,  was  acquiesced  in  by 
the  trade  and  the  public.  Upon  these  facts  a  preliminary  in- 
junction was  granted.      (C.  C. ) 

*Peck,  Stow  &  Wilcox  Co.  v.  Fray  et  al,  88  Fed.  Rep.  784. 
II.  Preliminary. 

(6)    When  denied. 

1.  Unless  it  shall  appear  that  irreparable  injury  will  result  to 
the  plaintiff,  a  motion  for  a  preliminary  injunction  will  be  re- 
fused, where  it  is  based  upon  ex,  parte  affidavits  which  are  un- 
certain and  equivocal  and  amount  to  little  more  than  the  ex- 
pression of  opinion  on  the  question  of  infringement,  and  the 
question  of  infringement  will  be  left  for  the  final  hearing. 
(C.  C.) 

*Societe  Anonyme  du  Filtre  Chamberland  Systeme  Pasteur 
et  al  V.  Allen  et  cd.,  84  Fed.  Rep.  812. 

2.  The  complainants  have  known  for  several  years  that  the 
defendant  company  was  making  the  alleged  infringing  machines, 
and  have  not  warned  them  nor  proceeded  against  them  nor 
against  any  one.  The  only  reason  given  for  the  delay  is  that  it 
would  be  more  convenient  to  proceed  in  Massachusetts,  where 
the  complaintants  have  their  place  of  business,  but  this  is  not  a 
sufficient  excuse.  Added  to  this,  there  is  a  fair  doubt  as  to  in- 
fringement of  the  complainants'  twice  reissued  patent.  The 
motion  for  preliminary  injunction  is  denied.      (C.  C. ) 

*  Ballou  Shoe-Machine  Co.  v.  Dizerc^  a/.,  85  Fed.  Rep.  864. 

3.  Where  it  appears  that  damages  will  adequately  compensate 
a  complainant,  and  the  defendant  is  solvent  and  able  to  respond 
in  damages,  a  motion  for  a  preliminary  injunction  will  be 
denied. 

*  Overweight  Counterbalance  ElevatorCo.  v.  Cahill  &  Hall 

Elev.  Co.,  86  Fed.  Rep.  338. 
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4.  The  office  of  a  preliminary  injunction  is  to  preserve  the 
rights  of  the  complainant  during  the  pendency  of  litigation, 
and  unless  it  appears  that  the  wrong  threatened  by  the  de- 
fendant might  work  an  injury  to  the  complainant,  which  in  the 
view  of  a  court  of  equity  would  be  irreparable,  such  an  injunc- 
tion will  not  be  granted.      (C.  C. )  ^Id. 

5.  Where  the  complainants'  patent  has  been  sustained  in  a 
prior  suit,  but  it  does  not  appear  that  the  construction  there 
given  it  was  such  as  is  now  claimed,  and  broad  enough  to  cover 
the  respondents'  process,  and  thus  subject  them  to  the  charge 
of  infringement,  a  preliminary  injunction  should  be  denied. 
(C.  C.  A.) 

*  Whippany  M'f'g  Co.  et  al.  v.  United  Indurated  Fibre  Co., 

87  Fed.  Rep.  215. 

6.  Where  the  circuit  court  of  appeals  reversed  the  decree  of 
the  court  below  and  declared  the  validity  and  infringement  of 
the  letters  patent,  and  remanded  the  case  for  further  proceed- 
ings not  inconsistent  with  its  opinion,  it  did  not  follow  as  a  mat- 
ter of  course  that  the  right  to  an  injunction  arose.  There  was 
nothing  in  the  opinion  or  mandate  which  required  the  court 
below  to  grant  an  injunction.  It  was  a  matter  of  discretion  with 
the  circuit  court,  whether  or  not  an  injunction  should  issue. 
(C.  C.  A.) 

*/7i  re  Chicago  Sugar  Refining  Co.,  87  Fed.  Rep.,  750. 

7.  The  only  adjudication  which  can  support  a  preliminary 
injunction  is  a  judicial  one.  The  issues  in  an  interference  pro- 
ceeding in  the  Patent  Office  are  narrow  as  compared  with  the 
broad  questions  of  the  validity  of  a  patent,  and  Patent  Office 
procedure  is  so  unlike  that  of  judicial  tribunals,  that  a  use  made 
by  the  latter  forms  no  precedent  for  a  use  made  by  the  former, 
and  an  interference  proceeding  caimot  be  invoked  against  strang- 
ers on  the  question  of  i)reliminary  injunction.      (C.  C.  A.) 

*  Wilson  d  (d.  v.  Consolidated  Storc-yervice  Co.,  88  Fed. 

Rep.,  280. 

8.  The  patented  invention  is  a  railway  switch,  and  defendant 
now  has  in  actual  use  1100  of  the  infringing  devices,  scattered 
over  2000  miles  of  track.  It  is  the  practice,  when  injunctions 
are  granted  in  similar  cases,  to  allow  defendant  a  reasonable  time 
to  prepare  for  remcn'al,  and  tlie  necessary  substitution  of  other 
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switches,  and  to  require  removal  only  in  installments — so  many 
each  month — in  order  that  the  running  of  the  road  may  be  in- 
terfered with  as  little  as  possible.  If  injunction  thus  phrased 
be  issued,  very  few  of  the  infringing  devices  would  be  removed 
before  the  expiration  of  the  patent,  which  has  but  two  months 
to  run.  The  patent  is  for  a  combination  of  old  parts,  and  after 
expiration,  the  same  old  parts  could  be  restored.  Under  these 
circumstances,  injunctions  pendente  lite  should  not  be  granted. 
(C.  C.) 

*  Vermilya  v.  Erie  R.  R.  Co.,  89  Fed.  Rep.  96. 

III.  Prior  Judgment. 

1.  A  prior  decision  by  the  circuit  court  against  another 
party,  having  been  the  basis  for  an  order  granting  a  preliminary 
injunction,  such  prior  decision  will  be  given  the  same  weight  on 
appeal  from  such  order  as  it  should  have  before  the  circuit 
court,  in  the  absence  of  some  controlling  reason  for  disregarding 
it.  (Pail  &  Box  Co.  v.  Folding  Box  and  Paper  Co.,  51  Fed. 
Rep.  229.)     (C.  C.  A.) 

*  Consolidated  Fastener  Co.  v.  Littauer  et  al. ,  84  Fed.  Rep. 

164. 

2.  Where  it  appears  that  the  circuit  court  of  appeals  afhrmed 
an  order  granting  a  preliminary  injunction  upon  a  certain  state 
of  facts  then  before  it,  such  decision  will  not  preclude  a  circuit 
court  from  exercising  an  independent  judgment  in  another  suit 
against  another  infringer  when  a  different  state  of  facts  and  new 
evidence  is  before  it,  particularly  when  that  new  evidence  con- 
sists of  the  contents  of  the  file  wrapper  showing  the  correspond- 
ence of  the  applicant  with  the  Patent  Office,  and  gives  good 
grounds  for  a  narrower  construction  of  the  claims  of  the  patent 
than  they  received  in  the  prior  suit.      (C.  C.  A.) 

*Societe  Anonyme  du  Filtre  Chamberland  Systeme  Pasteur 
et  al.  V.  Allen  et  al,  84  Fed.  Rep.  812. 

3.  While  an  earnest,  honest  and  effective  litigation,  without 
suspicion  of  collusion  between  the  parties  or  negligent  abandon- 
ment of  the  defense,  resulting  in  a  decree  sustaining  the  patent, 
is  conclusive  on  an  application  for  a  preliminary  injunction  in 
a  subsequent  suit  against  different  parties,  all  other  adjudica- 
tions are  at  most  only  persuasive  and  the  court  may  in  the  sub- 
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sequent  suit  re-examine  the  case  de  novo.  And  even  when 
such  a  decree  sustaining  a  patent  is  without  suspicion  of  collu- 
sion, it  is  not  conclusive  upon  the  court  in  the  subsequent  suit 
where  the  defendant  presents  a  new  attack  upon  the  patent  or 
new  and  important  evidence  which  amounts  to  a  new  issue,  and 
not  a  mere  pretense  of  one.      (C.  C.  A.)  */fi. 

4.  Where  a  broad  construction  of  a  patent  in  a  prior  suit  is 
brought  seriously  and  formidably  in  question  in  the  subsequent 
suit  by  new  evidence,  the  injunction  should  be  refused  unless 
there  is  sufficient  support  in  the  prior  adjudication  after  a  full 
hearing  for  the  broad  construction.  The  court  may  in  such  a 
case  be  called  upon  to  determine  whether  the  claims  shall  re- 
ceive the  broad  or  narrow  construction  in  order  to  determine 
the  question  of  infringement,  and  this,  too,  upon  a  motion  for 
a  preliminary  injunction.      (C,  C.  A.)  ^Id. 

5.  Collusion  on  the  part  of  com})lainant  with  a  defendant  in 
a  former  suit  to  procure  a  judgment  in  said  suit  cannot  be  pre- 
dicated ujion  the  failure  of  said  defendant  to  appeal.  Such 
failure  to  appeal  does  not  show  common  deceit ;  it  shows  com- 
mon sense.  The  charge  of  collusion  with  such  support  cannot 
avail  to  avoid  injunction  where  the  record  in  the  former  suit 
seems  to  show  that  the  controversy  was  conducted  with  ability 
and  persistency  on  both  sides,  and  in  all  respects  appears  to 
have  been  genuine.     (C.  C.  ) 

*  Doig  V.  Morgan  Mach.  Co.,  89  Fed.  Rep.  489. 

6.  The  same  is  true  of  new  evidence.  It  must  appear  that 
the  new  proof  so  changes  the  aspect  of  the  case  that  a  different 
decree  might  have  resulted  had  it  Ix-en  present  in  the  original 
suit.      (C.  C.)  */fi. 

7.  The  claims  of  a  patent  having  been  held  by  the  Court  of 
Appeals  to  have  been  infringed,  the  decision  therein  is  followed 
in  this  suit  and  complainants  are  entitled  to  an  injunction  and 
accounting.      (C.  C. ) 

*  Allington  &  Curtis  Co.  ri  nJ.  r.  Clor  rt  ai,  82  O.  G.  189; 

(;.   I).  '08;  88  Fed.  Pu'i).   101  1. 

8.  W'licic,  ui)()n  an  ajiplication  I'oi-  a  jircliniinary  injunction, 
it  ap])ears,  from  tlic  rccoid,  that  >^uit  was  formcaly  brought  upon 
this  same  ])atcnt  and  alter  a  full  and  fair  presentation  of  the 
case  by  able  counsel,  and  no  suggestion  of  fraud  or  collusion  is 
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shown,  and  ui)()n  linul  licarinji  the  }):itent  is  svistuined,  Held, 
that  the  vahdity  of  tlie  patent  is  not  in  (juestion,  unless  a  new 
defense  is  interposed  so  forceful  as  to  satisfy  the  court  that,  if 
presented  in  the  former  case,  a  different  result  would  have  been 
obtained.      (C.  C. ) 

*  United  Indurated  Fibre  Co.  v.  Whippany  M'f'g.  Co.,  83 

Fed.  Rep.  485. 

9.  An  injunction  will  not  be  denied  on  the  ground  of  great 
hardship  to  the  defendant  company,  when  it  appears  that  the 
organizers  and  managers  thereof  were  prominently  connected 
with  another  company  at  a  time  when  it  was  adjudged  an  in- 
fringer of  the  same  patent  in  an  earlier  suit.      (C.  C. )       */ri. 

10.  Every  application  for  an  injunction  or  temporary  restrain- 
ing order  should  be  considered  on  its  merits,  and  a  ruling  or 
opinion  of  another  court  upon  any  question  involved  should  be 
given  only  its  just  and  reasonable  Aveight  according  to  the  cir- 
cumstances.     (C.  C.  A.) 

*  Stover  WVg.  Co.  v.  Mast,  Foos  &  Co.,  89  Fed.  Rep.  333. 

Interference. 

I.   In  General. 
II.  Amending  Applications. 

III.  Appeal. 

(a)  In  General. 
(6)  No  Appeal  lies. 

IV.  Burden  of  Proof. 

V.  Conception  of  Invention. 
VI.  Copying  Claims  of  Opponent. 
VII.   Declaration  of. 
(a)  In  General. 
(6)  Application  and  Patent. 

(c)  Claims,  Genus  and  Species. 

(d)  Claims  must  be  identical  in  scope. 
VIII.   Dissolution. 

(a)   In  General, 
{b)  Appeal. 

(c)  Rule  122. 

(d)  Statutory  Bars. 

(e)  Transmission  of  Motions  to  Primary  Examiner. 
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IX.  Divisional  Applications. 

X.  Effect  of  Office  Decision  in  the  Courts. 

XI.  Estoppel. 

XII.  Issue. 

XIII.  Judgment  on  the  Record. 

XIV.  Practice  on  Final  Hearing  and  After  Judg- 

ment. 
XV.  Preliminary  Statement. 
(a)  In  General, 
(h)  Amendment  of. 
XVI.   Priority. 

(a)  III  General. 
(6)  Foreign  Patents. 
(c)  Prior  Reduction. 
XVII.   Reduction  to  Practice. 
(a)    Actual. 
(6)    Diligence. 

(c)  Drawings  and  Sketches. 

(d)  Experiments,  Abandoned  and  Unsuccessful. 

(e)  Working  Model. 
(/)   Exhibits. 

XVIII.  Service  of  Notice. 
XIX.   Statutory  Bar. 
XX.  Suspension. 

(a)  In  General. 

(b)  For  consideration  of  new  References  under  Rule 

128. 
XXI.  Testimony. 

(a)  In  General. 

(b)  Admissibility  of  Records  informer  Cases. 

(c)  Extension  of  Time  for  Taking. 

(d)  Irrelevant. 
XXII.   VACATiN(i  Judgment. 

T.   In  General. 

1.  The  question  of  i>atcnt;ibility  of  the  claim  in  interference 
is  not  involved  in  the  interference  (Hisey  v.  Peters,  71  O.  G. 
802;  Doyle  v.  McRohcrts,  70  O.  (!.  1029).     After  the  interfer- 
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ence  shall  have  been  finally  determined,  the  question  of  patenta- 
bility may  be  raised  against  the  successful  party.     (C.  A.  D.  C. ) 
*Hill  V.  Hodge,  83  0.  G.  1211.     C.  D.  1898. 

2.  When  the  interference  has  been  determined  and  the  ques- 
tion of  patentability  is  before  the  Primary  Examiner,  the  de- 
feated party  to  the  interference  has  no  other  interest  in  the  de- 
cision on  patentability  than  as  one  of  the  general  public  whose 
interests  are  under  the  protection  of  the  Commissioner  of 
Patents.     (C.  A.  D.  C. )  */tZ. 

3.  The  rules  do  not  expressly  provide  for  an  interference  be- 
tween an  application  for  the  reissue  of  an  unexpired  patent  and 
a  patent  granted  on  an  application  filed  subsequent  to  the  grant 
of  the  patent  sought  to  be  reissued,  and  it  is  open  to  doubt 
whether  such  an  interference  should  ordinarily  be  declared. 
Where,  however,  H's  application  was  withheld  from  issue  for 
a  long  time  in  view  of  a  probable  interference  with  certain  re- 
jected claims  in  I's  reissue  application,  but  was  finally  passed 
to  issue  in  view  of  I's  unreasonable  delay  in  taking  an  appeal 
from  the  rejection  of  his  claims,  Held,  that  I  cannot  take  ad- 
vantage of  his  own  delay  until  H's  patent  issued  and  thus  avoid 
a  contest  on  the  question  of  priority.  Under  the  circumstances 
the  interference  was  properly  declared. 

Holt  V.  Ingersoll,  84  0.  G.  1873;  C.  D.  1898. 

II.  Amending  Applications. 

Where  a  motion  to  amend  an  application  under  the  provisions 
of  Rule  109  was  not  filed  Avithin  the  twenty  days  provided  for 
by  the  rule,  but  a  sufficient  showing  was  made  why  it  was  not 
filed  sooner.  Held,  that  the  motion  may  be  received  and  trans- 
mitted to  the  Primary  Examiner.  (House  v.  Butler,  62  0.  G. 
587,  cited.) 

Richards  v.  Tracy,  85  0.  G.  288;  C.  D.  1898. 

III.  Appeal. 

(a)  In  General. 
1.  Where  the  several  tribunals  of  the  Patent  Office  concur  in 
findings  in  respect  to  a  matter  of  fact  about  which  testimony  is 
conflicting,  Held,  that  there  is  no  reasonable  ground  for  suppos- 
ing that  the  Court  of  Appeals  of  the  District  of  Columbia  will 
reverse  those  findings,  unless  it  be  shown  clearly  and  beyond 
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reasonable  doubt  tbat  there  had  been  error  committed  in  com- 
paring and  weighing  the  evidence.  The  decision  of  the  Com- 
missioner of  Patents  affirmed.      (C,  A.  D.  C. ) 

*  Glenn  et  al.  v.  Adams,  83  0.  G.  158;  C.  D.  1898. 

2.  It  is  well  settled  that  an  appeal  must  be  from  a  decision 
and  not  from  the  grounds  thereof. 

Breul  V.  Smith,  84  0.  G.  809;  C.  D.  1898. 

3.  Hearing  on  an  appeal  in  an  interference  will  not  be  sus- 
pended to  permit  a  contestant  to  be  heard  on  a  motion  to  com- 
pel his  opponent  to  take  prompt  action  upon  a  recommendation 
of  the  Examiners-in-Chief.  Such  dismissal,  however,  it  must 
be  understood,  does  not  in  any  way  prejudice  the  right  to  make 
such  motions  as  are  permitted  by  the  rules  in  any  inferference 
which  may  hereafter  be  declared  between  the  parties.  Id. 

4.  The  Office  is  not  bound  by  the  strict  rules  of  practice  that 
obtain  in  the  courts,  and  may  extend  the  limit  of  appeal  in  a 
proper  case  even  after  the  time  first  set  has  expired. 

Trevettet;.  Dexter,  84  0.  G.  1283;  C.  D.   1898. 

5.  The  Examiner  of  Interferences  may  himself  extend  the 
limit  of  a2)])eal  in  a  proper  case,  and  it  is  not  necessary  to  first 
make  a  motion  before  the  Commissioner  to  restore  to  him  juris- 
diction of  the  interference.  The  decisions  in  Garrison  v.  Hubner 
(54  0.  G.  1889)  and  Guerrent  v.  Cable  v.  Coffee  (61  0.  G.  285) 
modified.  Id. 

III.  Appeal. 

(6)  Ah  Appeal  Lies. 

1.  Appeal  from  the  decision  of  the  Examiner  of  Interferences 
granting  a  motion  for  judgment  on  the  record  dismissed  for  the 
reason  that  such  decision  was  an  adjudication  on  the  merits  of  the 
controversy  and  ap])eal  lies  to  the  Examiner-in-Chief  and  not  to 
the  Comniissioner,  Otherwise  there  Avould  be  no  right  of  appeal 
to  the  Court  of  Appeals  under  Westinghouse  v.  Duncan.  (GO  0. 
G.  1009.) 

McGuire  v.  Hill,  84  0.  G.  983;  C.  D.  1898. 

2.  There  being  no  appeal  from  the  Examiner's  holding  that 
an  amendment  does  not  involve;  new  n)atter,  the  a])])lication 
must  be  consi<l('red  in  its  amended  foi-u)  in  (Icterniining  the 
question  of  interference  in  hic\. 

Kiuu-v.  I'.rill  i^  Adams,  S^l  O.  G.  1142;  C.  D.  1898. 
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3.  No  party  can  appeal  from  a  decision  favorable  to  himself, 
and  the  decision  is  no  less  favorable  because  rendered  on  a 
motion  of  his  opponent  similar  to  his  own  motion.  Since  ac- 
quiescence in  a  favorable  decision  cannot  be  considered  accjui- 
escence  in  the  reasons  given  for  it,  no  hardship  results  from  a 
refusal  to  entertain  an  appeal. 

Doolittle  V.  Herdman,  84  0.  G.  1728;  C.  D.  1808. 

4.  Where  it  is  contended  on  a  motion  to  dissolve  on  the 
ground  of  irregularity  in  the  declaration  that  a  reissue  appli- 
cation does  not  cover  the  same  invention  as  the  original  patent, 
and  this  motion  is  denied,  Held^  that  the  question  involves  the 
right  of  a  party  to  make  the  claim  and  -  no  appeal  lies  from  a 
favorable  decision  on  that  question. 

Holt  V.  Ingersoll,  84  0.  G.  1873;  C.  D.  1898. 
IV.   Burden  of  Proof. 

1.  No  statutory  drawing  having  been  filed  by  P.  and  T.  un- 
til after  the  complete  application  of  B.  was  filed,  the  burden  of 
proof  is  upon  P.  and  T. 

Palmer  and  Thompson  r.  Bailey,  83  0.  G.  1207;  C.  D.  1898. 

2.  The  burden  of  proof  is  not  only  upon  a  junior  applicant  to 
show  priority  of  invention,  but  he  must  also  show  that  he  has 
used  reasonable  diligence  in  developing  and  perfecting  his  in- 
vention, for  in  such  cases  mere  conception  without  actual  reduc- 
tion to  practice  within  a  reasonable  time  amounts  to  nothing. 
(C.  A.  D.  C.) 

*  Hunter  V.  Stikeman,  85  0.  G.  610;  C.  D.  1898. 

3.  In  questions  of  priority  of  invention  in  matters  of  interfer- 
ence the  party  first  making  application  for  patent  has  a  prima 
facie  case  as  against  a  junior  a}»plicant.  The  onus  of  proof  is 
upon  the  latter,  and  unless  the  onus  is  fully  discharged  the 
senior  applicant  must  prevail.      (C.  A.  D.  C. )  -^Id. 

A.  Where  an  interference  was  originally  declared  under  Rule 
116,  which  provided  that  the  last  to  make  the  particular  claim 
in  issue  was  the  junior  party,  and  the  rule  remained  in  force 
until  February  9,  1897,  when  it  was  changed  to  make  it  pos- 
sible for  F.,  upon  motion  duly  made,  to  shift  his  position  from 
that  of  junior  party  to  rank  next  below  a  patentee,  and  by  a 
modification  of  the  rule  on  A\)x\\  19,  1897,  it  was  possible  for 
him  to  become  the  senior  party.  Held,  that  although  F.  did  not 
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make  a  motion  to  shift  the  hurden  of  proof  until  long  after  he 
knew  of  the  change  in  the  practice,  mere  delay  in  asserting  his 
right  under  the  changed  rule  cannot  count  against  him. 

Fairfax  v.   Hutin  and  Leblanc  v.  Patten  v.   Steinmetz  v. 
Scott,  85  0.  G.  1222;  C.  D.  1898. 

5.  iJcW,  that  there  is  no  rule  of  practice  which  compels  a 
party  to  an  interference  who,  under  the  rule  in  force  at  the  time 
when  the  interference  was  declared,  was  made  the  junior  party, 
to  assert  his  right  to  be  made  a  senior  party  at  any  given  time 
after  the  rules  have  been  so  changed  that  he  is  entitled  to  be 
treated  and  in  fact  is  treated  by  the  amended  rule  as  a  senior 
party.  Id. 

6.  Where  any  one  of  the  parties  to  an  interference  is  entitled 
to  file  a  given  motion  and  all  refrain  from  so  doing,  the  laches, 
if  any,  should  not  count  for  or  against  any  one  of  the  parties. 

Id. 

V.  Conception  or  Invention. 

The  conception  of  an  invention  consists  in  the  complete  per- 
formance of  the  mental  part  of  the  inventive  act.  It  is  the  for- 
mation in  the  mind  of  the  inventor  of  a  definite  and  permanent 
idea  of  the  complete  and  operative  invention  as  it  is  thereafter 
to  be  applied  in  practice.  If  anything  remains  to  be  created  or 
devised  in  order  to  enable  the  machine  or  instrument  to  perform 
its  functions,  in  the  manner  proposed  by  the  inventor,  his  con- 
ception of  the  invention  is  not  finished,  nor  has  he  brought  into 
existence  any  true  idea  of  the  means.  Before  any  one  is  en- 
titled to  a  patent  on  the  ground  that  he  is  the  original  discov- 
erer or  inventor  it  must  appear  that  he  "has  first  perfected  and 
adapted  the  invention  to  actual  use."  (Citing  Whiteley  v. 
Swayne,  7  Wall.  685.)      (C.  C. ) 

*Wheat()n  r.  Kendall,  85  Fed.  Rep.  666. 

VI.  Copying  Claims  of  Opponent. 

1.  Where  an  applicant  has  ado])ted  the  claims  of  a  i>atent,  in 
any  sulis(;(jiMiit  iiilcrlcrciicc  in  wliicli  such  claini.s  constitute  the 
issue  tli(;y  must  be  construed  as  having  the  nicnning  which  the 
pat(!ntee  intcnided  them  to  have. 

Latham  r.  Force  and  I'anntcau,  82  0.  C.  16i)();  C.  1).  1898. 

2.  in  an  intcifcicncc   between  an  a|i])licant  and  a  ])atente(;  in 
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which  the  issue  is  the  same  claim  in  both  cases,  the  applicant 
will  not  be  permitted  to  force  upon  the  issue  a  construction 
whereby  the  patent  will  be  rendered  invalid  if  any  other  con- 
struction is  practicable.  Id. 

3.  An  interference  does  not  exist  merely  because  the  parties 
have  claims  in  identical  words,  since  to  interfere  those  words 
must  mean  and  refer  to  the  same  thing. 

Newton  v.  Woodward,  84  0.  G.  2020;  C.  D.  1898. 

4.  Terms  of  reference  copied  by  a  party  from  an  opponent's 
application  after  it  is  open  to  his  inspection  cannot  change  the 
invention  and  must  be  considered  as  meaning  the  same  things 
as  those  originally  employed.  If  there  was  no  interference  as  to 
the  invention  originally  disclosed  a  mere  change  in  the  words  of 
reference  will  not  produce  it.  Id. 

VI I.   Declaration  of. 
(a)  In  General. 

1.  Rule  96  means  that  when  the  formal  requirements  of  an 
application — such  for  example,  as  the  requirement  for  a  new 
drawing  or  for  an  amended  oath  or  for  further  action  upon  re- 
jected claims  which  are  not  involved  in  the  interference  or  for 
analogous  clianges — have  not  been  complied  with,  the  interfer- 
ence shall  be  declared,  so  that  the  party  whose  application  is  in 
proper  form  shall  not  be  unnecessarily  delayed  in  the  further 
prosecution  of  his  application. 

Hammond  v.  Hart,  83  0.  G.  743;  C.  D.  1898. 

2.  Rule  96  does  not  mean  that  the  Examiner  declaring  the 
interference  can  ignore  the  reciuirement  that  the  claims  of  the 
party  in  fault  must  be  put  in  such  condition  that  they  will  not 
require  alteration.  If  rule  96  means  that,  then  rule  95  means 
nothing.  The  two  rules  should  be  construed  in  connection  with 
rules  93  and  94,  so  as  to  give  vitality  to  all.  Id. 

3.  Under  a  proper  interpretation  of  the  rules  there  is  no  justi- 
fication for  the  declaration  of  an  interference  betweeii  the  allowed 
claims  of  one  application  and  the  rejected  claims  of  another  appli- 
cation.   Two  applications  do  not  interfere  in  such  a  case.    Id. 

4.  Until  an  application  is  completed  by  filing  all  of  the  neces- 
sary papers   (petition,    specification,   oath  and  drawing  where 
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necessary),  and  the  payment  of  the  required  fee,  it  cannot  be 
placed  in  interference. 

Palmer  and  Thompson  v.  Bailey,  83  0.  G.   1207;  C.   D. 

1898. 

5.   So  long  as  the  claims  of  an  applicant  stand  rejected  they 

cannot  be  placed  in  interference  with  similar  claims  of  a  patent, 

although  that  patent  was  granted  during  the  pending  of  the 

apjjlication. 

Eximrte  Russell,  84  0.  G.  2021;  C.  D.  1898. 

VII.   Declaration  of. 

(/>)  Application  and  Patent. 

1.  The  Office  is  not  bound  to  declare  an  interference  between 
a  patent  and  an  application  in  order  to  give  the  patentee  the 
opportunity  of  contesting  the  grant  of  a  patent  to  the  applicant 
because  in  its  judgment  the  patentee's  rights  would  be  infringed 
or  abridged  by  granting  a  patent  on  a  pending  application. 

ExparteAYhhney,  83  0.  G.  1659;  C.  D.  1898. 

2.  The  Office  has  no  control  over  a  patentee  to  require  him 
to  amend  his  claims.  Unless  an  applicant  make  substantially 
the  same  claim  as  the  patentee,  no  interference  can  be  declared. 

Id. 

3.  For  the  purpose  of  declaring  an  interference  the  claims  of 
a  patent  must  be  taken  as  they  read.  The  Office  has  no  author- 
ity to  say  that  an}^  of  the  limitations  contained  in  the  claims  of 
a  patent  are  immaterial  or  unessential.  Presumably  the 
patentee  did  not  put  any  unnecessary  limitations  in  his  claims. 

Id. 
VII.   Declaration  of. 

(c)    Claims,  Genvs  and  Species. 

1.  A  generic  and  a  sj)eei(ic  claim  do  not  interfere,  and  it  docs 
not  conflict  Avith  ])ublic  interest  to  send  a  generic  claim  to  issue 
after  a  s])eeific  claim  has  been  ])atented.  (Citing  Drawbaugh  v. 
lilake,  23  0.  (J.  1221;  Peed  r.   Landman,  55  0.  G.  1275.) 

Hammond  v.  Hart,  83  0.  G.  743;  C.  1).  1898. 

2.  So  far  as  the  ease  of  ex  parte  I^])ton  (27  O.  (J.  99)  holds 
tb;it  an  inliifciciiee  slionld  be  deehired  between  two  api)lieations 
or  betwc'i'M  ;ni  a|)|)lie;i1i()n  and  a  ])ri()r  patent,  whose  claims  are 
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not  substantially  identical  in  tenor  and  scope,   it  is  not  well 
founded  in  law  and  this  decision  is  overruled.  Id. 

3.  There  is  no  different  rule  of  law  applicable  to  an  interfer- 
ence when  it  is  declared  between  two  ai)plications  than  when  it 
is  declared  between  an  application  and  an  unexpired  patent. 
The  same  principles  which  determine  whether  there  would  be 
an  actual  interference  must  apply  alike  in  each  of  the  conditions 
in  which  the  cases  are  when  before  the  Patent  Office,  to  deter- 
mine whether  they  would  interfere.  (Kinyon  v.  Carter,  6G  0.  G. 
513,  overruled.)  Id. 

4.  An  interference  can  only  be  instituted  for  the  purpose  of 
determining  the  question  of  priority  of  invention  between  two 
or  more  parties  claiming  substantially  the  same  patentable  inven- 
tion; that  of  necessity  there  must  be  allowed  claims  to  all  par- 
ties before  an  interference  can  be  declared,  and  that  not  only  a 
patent  and  an  application  must  claim  in  whole  or  in  part  the 
same  invention,  but  also  two  applications  must  claim  in  whole 
or  in  part  the  same  invention  before  an  interference  can  be  de- 
clared. Id. 

5.  When  two  applications  are  concurrently  pending,  having 
claims  of  different  scope  drawn  on  same  structure,  there  is  no 
good  reason  why  the  Examiner  should  not  give  the  applicant 
making  the  specific  or  narrow  claim  an  opportunity,  by  sugges- 
tion, if  necessary  to  make  the  broader  claim.  If  the  suggestion 
is  followed,  then  the  parties  would  be  making  a  claim  identical 
in  tenor  and  scope,  and  interference  will  properly  and  naturally 
follow.  To  this  extent  ex  2>ar<e  Weed  in  (60  0.  G.  1191)  is  over- 
ruled. Id. 

6.  Where  G.  has  made  a  broad  claim  and  D.  a  narrow  claim, 
Held,  that  both  parties  are  not  claiming  substantially  the  same 
invention,  and  under  Hammond  v.  Hart  (83  0.  G.  743)  an  in- 
terference does  not  properly  arise. 

Grimm  v.  Dolan,  83  6.  G.  1209;  C.  D.  1898. 

7.  If  D.  is  the  inventor  of  the  broad  invention,  he  should 
make  the  broad  claim  of  the  issue.  As  the  claims  now  stand, 
there  is  no  interference  in  fact,  as  an  interference  should  not  be 
declared  between  dominated  and  dominating  claims.  Id. 

8.  The  Examiner  should  not  make  an  issue  for  the  purpose 
of  bringing  about  an  interference.     The  applicants  should  make 
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the  issues  by  their  claims.  If  the  Examiner  desires  the  issue  to 
be  different,  he  should  arrive  at  that  result  by  requiring  the 
claims  to  be  amended  by  the  applicants.  (Citing  Hammond  v. 
Hart,  83  0.  G.  743. ) 

Ex  jjarte  Whitney,  83  0.  G.  1659;  C.  D.  1898. 

9.  Where  the  issue  of  an  interference  was  W.'s  third  claim 
and  involved  his  first,  second  and  fourth  claims,  Held,  that  as 
the  issue  is  not  the  first,  second  and  fourth  claims,  they  should 
be  dropped  from  the  interference,  and  if  the  Examiner  is  of  the 
opinion  that  there  is  no  patentable  invention  in  these  claims 
over  the  subject  matter  of  the  issue  it  would  be  better  practice 
for  him  to  notify  W.  that  in  the  event  of  the  interference  being 
determined  adversely  to  him,  such  claims  would  stand  rejected 
as  involving  no  patentable  invention. 

Wolfenden  v.  Price,  83  0.  G.  1801;  C.  D.  1898. 

10.  Where  P. 's  claim  involved  in  the  issue,  which  is  W.'s 
third  claim,  includes  certain  limitations  which  are  not  stated  in 
W.'s  claim,  and  W.'s  claim  contains  a  limitation  not  found  in 
P.'s  claim.  Held,  that  notwithstanding  it  is  urged  that  these 
differences  are  immaterial  and  may  be  disregarded,  there  is  no 
interference  in  fact.  Id. 

11.  The  Patent  Office  is  no  more  competent  than  the  courts 
to  say  in  declaring  an  interference  that  an  element  which  an  ap- 
plicant or  a  patentee  has  placed  in  his  claim  is  an  immaterial 
one.  Id. 

12.  An  interference  is  not  sufiiciently  clear  and  definite  which 
requires  that  a  certain  limitation  in  the  claims  of  one  party 
should  be  held  to  be  immaterial,  and  that  other  limitations 
should  be  read  into  the  claims  of  either  one  or  the  other  party 
to  the  proposed  interference  in  order  to  make  tliem  the  issue  of 
the  interference.  Id. 

13.  A  claim  may  be  patentable  in  the  opinion  of  the  Ex- 
aminer which  does  not  contain  certain  limitations,  and  it  is 
within  his  province,  when  he  believes  it  is  necessary  for  him  to 
declare  an  interference,  to  indicate  to  the  parties  a  patentable 
claim  as  the  issue  of  the  interference  which  shall  omit  the  im- 
material elements  and  thereby  make  it  unnecessary  for  the  Office 
to  lioM  fliat  the  issue  and  the  claims  are  different  from  what 
thcv  read.  Id. 
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14.  It  is  not  necessary  that  identical  language  should  be  em- 
ployed in  the  claims  of  every  party  to  the  interference;  but 
when  different  words  are  used  they  must  mean  and  refer  to  the 
same  thing.  Id. 

15.  The  case  of  Hammond  v.  Hart  (83  0.  G.  743)  was  in- 
tended to  bring  about  a  practice  in  the  Office  that  should  rseult 
in  making  the  issue  of  an  interference  both  definite  and  clear, 
and  to  that  end  to  cause  the  parties  to  the  proposed  interference 
to  claim  substantially  the  same  patentable  invention  so  as  to 
obviate  the  many  motions  and  appeals  that  have  unnecessarily 
arisen  in  the  Office.  Id. 

16.  One  claim  cannot  properly  be  included  under  two  sepa- 
rate issues,  since  it  must  necessarily  be  broader  or  narrower  than 
one  of  those  issues.      (Hammond  v.  Hart,  83  0.  G.  743.) 

Kane  v.  Brill  &  Adams,  84  0.  G.  1142;  C.  D.  1898. 

17.  Interference  in  fact  exists  where  both  parties  make  generic 
claims,  although  their  structures  may  be  specifically  different. 

Miller  v.  Kelley,  84  0.  G.  1144;  C.  D.  1898. 

VII.  Declaration  of. 

(cZ)   Claims  must  be  identical  in  scope. 

1.  The  present  practice  requires  that  interferences  should  be 
declared  only  when  the  claims  involved  are  substantially  identi- 
cal in  scope. 

Ex  parte  Thomas,  84  0.  G.  1729;  C.  D.  1898. 

2.  Where  a  claim  has  certain  limitations  introduced  to  satisfy 
the  requirements  of  the  Office  as  to  its  allowability  over  a  refer- 
ence, and  when  in  view  of  such  limitations  the  claim  is  allowed, 
it  cannot  be  said  that  such  limitations  are  immaterial  in  order 
to  declare  an  interference.  Id. 

VIII.  Dissolution. 
(a)   In  General. 

1.  Where  it  is  claimed  that  an  alleged  invention  is  wanting 
in  patentability  or  wanting  in  identity  with  a  rival  applicant's 
device.  Held,  that  the  proper  course  to  pursue  is  to  move  for  a 
dissolution  of  the  interference.  The  motion  cannot  be  made  in 
the  Court  of  Appeals  of  the  District  of  Columbia,  and  except, 
perhaps,  in  very  extraordinary  cases,  no  such  question  can  prop- 
erly be  raised  in  or  considered  by  this  court.     This  must  be  re- 
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garded  both  as  good  practice  and  well  settled  law.      (Hisey  v., 
Peters,  71  0.  G.  892;  6  D.  C.  App.  68.)     (C.  A.  D.  C.) 
Dodge  V.  Fowler,  82  0.  G.  595. 

2.  Where  the  Court  of  Appeals  (D.  C. )  in  deciding  priority 
based  its  decision  on  D.'s  application  as  a  constructive  reduc- 
tion to  practice  at  the  date  of  filing,  but  refused  to  decide 
whether  that  application  disclosed  an  operative  device.  Held, 
that  the  question  of  operativeness  is  still  open  for  consideration 
by  this  Office,  and  may  properly  be  made  the  ground  for  a  mo- 
tion to  dissolve. 

Fowler  V.  Dodge,  82  0.  G.'  1687;  C.  D.  1898. 

3.  Where  it  was  moved  to  dissolve  an  interference  for  the 
reason  that  the  question  of  the  interference  is  res  adjudicata  as 
between  the  parties,  that  the  question  of  priority  having  been 
determined  by  a  court  of  competent  jurisdiction  could  not  be 
retried  by  the  same  parties  in  the  Patent  Office,  and  that  one  of 
the  parties  was  estopped  from  asserting  his  right  to  the  inven- 
tion. Held,  that  these  questions  should  not  be  passed  upon  on 
an  interlocutory  motion,  as  they  are  such  questions  as  relate  to 
the  merits  of  the  interference  and  would  more  properly  form  the 
basis  of  a  judgment  of  priority  of  invention  than  for  the  dissolu- 
tion of  the  interference. 

Roth  r.  Brown  and  Stillman,  83  0.  G.  593;  C.  D.  1898. 

4.  A  motion  to  dissolve  an  interference  on  the  ground  of  non- 
patentability  is  in  the  nature  of  a  suggestion  to  the  Office  of 
certain  facts  which  are  believed  to  negative  patentability  or  to 
show  that  one  of  the  parties  is  not  entitled  to  make  the  claim. 
It  is  not  a  contest  in  which  testimony  can  be  received  or  any- 
thing presented  for  consideration  which  is  not  actually  or  pre- 
sumably within  the  knowledge  of  the  Examiner  in  the  ex  parte 
treatment  of  the  applications  of  the  respective  parties  prior  to 
the  declaration  of  the  interference. 

Painter  V.  Hall,  83  0.  G.  1803;  C.  D.  1898. 

5.  The  motion  is  brought  not  on  the  ground  that  the  interest 
of  the  })arty  l)ringing  it  would  be  adversely  affected  by  the  issu- 
ance of  a  patent  for  the  sul)j('ct-inatt('r  to  Ins  opponent,  but  for 
the  reason  tliat  it  !i])pcars  to  the  moving  i)arty  that  the  Office 
was  in  eri'or  in  linding  the  claim  j)at('ntabl('.  Id. 

i).    'J'be  fact  tbat  tbo  interest  of  tlie  moving  l):irty  may  be  ad- 


INTEHFEIJENCE,  63 

versely  affected  by  the  issuance  of  a  patent  for  the  subject-matter 
to  his  opponent  does  not  in  itself  entitle  him  or  any  other  per- 
son to  be  heard,  nor  in  fact  is  it  to  be  considered  in  the  deter- 
mination of  the  question  by  the  Examiner.  The  question  is 
the  same  question  that  was  considered  before  the  declaration  of 
the  interference — a  question  of  patentability.  Id. 

7.  If  the  examiner  upon  hearing  the  motion  to  dissolve,  ad- 
heres to  his  decision  that  the  claims  are  patentable,  and  j)atent- 
able  to  the  respective  parties,  the  contest  as  to  these  questions 
is  concluded  in  so  far  as  it  is  preliminary  to  the  question  of 
priority.  '  Id. 

8.  Should  the  Examiner,  upon  the  motion  to  dissolve,  decide 
that  the  claims  are  not  patentable  to  one  of  the  parties,  a  de- 
cision Avhich  is  as  to  one  or  botli  of  the  parties  equivalent  to  a 
final  rejection,  the  full  course  of  appeal  is  open  to  the  party 
whose  claim  is  affected  by  such  decision,  and  such  appeal  is 
ex  parte.  Id. 

9.  While,  notwithstanding  that  under  the  present  practice  as 
defined  in  Hammond  v.  Hart  (S3  0.  G.,  743)  the  interference 
should  not  have  been  declared  upon  the  present  invention  until 
both  parties  directly  and  definitely  claimed  the  precise  subject- 
matter,  the  issue  has  l^een  accepted  by  the  parties,  no  motion  to 
dissolve  having  been  made  and  no  question  as  to  interference  in 
fact  raised  before  the  Examiner  of  Interferences  or  the  Ex- 
aminers-in-Chief,  it  not  being  clear  that  the  issue  does  not  fairly 
well  define  the  invention  intended  by  each  of  the  parties,  and 
dissolution  would  necessarily  be  followed  by  declaration  of  a 
new  interference  better  defined,  perhaps,  but  yet  in  real  subject- 
matter  substantially  the  issue  on  which  testimony  was  taken, 
the  dissolution  is  not  necessary  or  justifiable. 

O'Rourker.  Gillespie,  84  0.  G.  984;  C.  D.  1898. 

10.  The  issue  of  the  interference  is  in  substantially  the  Avords 
of  claim  1  of  Latham's  application,  and  if  said  claim  is  allowed 
to  Latham  it  would  dominate  the  apparatus  of  Casler's  applica- 
tion. On  a  motion  by  Casler  to  amend  the  issue.  Held,  that  as 
Casler  does  not  claim  the  issue  there  is  no  interference  under  the 
practice  as  laid  down  in  Hammond  v.  Hart  (83  0.  G.,  743)  and 
the  interference  should  be  dissolved,  and  it  is,  therefore,  not 
necessary  to  review  the  decision  of  the  Examiner  on  the  motion 
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to  amend,  as  Casler  after  the  dissolution  of  the  interference  will 
be  at  liberty  to  make  such  claim  as  his  application  will  support, 
and  the  interference  ma}^  then  be  re-declared,  provided  he 
claims  the  subject-matter  of  the  present  issue. 

Casler  v.  Latham,  84  0.  G.  1141;  C.  D.  1898. 

11.  While  under  the  decision  in  the  case  of  Hammond  v.  Hart 
(83  0.  G.  743)  and  Grimm  v.  Dolan  (83  0.  G.  1209)  it  would 
be  irregular  to  declare  an  interference  until  both  parties  made 
the  claims  in  issue.  Held,  that  in  an  interference  in  which  deci- 
sion on  priority  had  been  rendered  and  in  which  the  party  not 
making  the  claims  in  issue  could  make  them  and  had  submitted 
an  amendment  containing  such  claims,  the  interference  should 
not  be  dissolved. 

Miller  V.  Kelley,  84  0.  G.  1144;  C.  D.  1898. 

12.  The  ground  of  the  motion  to  dissolve  is  that  in  view  of 
the  decision  in  Hammond  v.  Hart  (83  0.  G.  743)  and  other 
decisions,  no  interference  in  fact  exists.  This  interference  was 
declared  September  29,  1897.  Various  delays  have  been  asked 
for,  chiefly  to  accommodate  Wright  and  Stebbins.  Both  parties 
have  taken  testimony  and  Church  has  filed  his  printed  copies, 
though  A\' right  and  Stebbins  have  not  done  so.  Final  hearing 
has  been  fixed  for  June  27,  1898.  The  Hammond  v.  Hart  de- 
cision, above  specified,  appeared  May  3,  1898.  This  motion 
was  brought  eight  days  later.  Many  of  the  facts  recited  above 
seem  to  indicate  a  disposition  on  the  part  of  Wright  and  Steb- 
bins to  delay  the  case.  A  i)arty  in  such  a  position  is  not  entitled 
to  great  consideration.  The  main  point  to  be  considered  is, 
however,  the  advisability  of  considering  the  (juestion  of  in- 
terference in  fact  in  view  of  the  decision  referred  to.  After 
parties  have  been  put  to  the  delay  and  expense  of  taking  testi- 
mony, the  Office  should  be  reluctant  to  dissolve  an  interference 
with  the  certainty  that  the  interference  will  be  n^newed  upon 
another  issue  based  upon  the  same  subject-matter.  This  was 
the  conclusion  reached  in  O'llourke  v.  (iillcsi)ie.  (84  0.  G. 
984. ) 

Wright  &  Stebbins  v.  Church,  84  0.  G.  1585;  C.  D.  1898. 

13.  The  dissolution  of  an  interference  after  testimony  has 
been  taken  should  ncjt  be  permitted  under  the  decision  of  Ham- 
mond V.  Hart  (83  0.  G.  743),  when  another  interference  upon 
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the  same  subject  matter  would  necessarily  follow,  even  though 
the  claims  of  the  i)arties  are  not  the  same.  (O'Rourkcv.  Gil- 
lesi)ie,  84  0.  G.  1)84,  and  Wright  and  Stebbins  v.  Church,  84 
0.  G.  1585.) 

Richards  v.  Nickerson,  84  0.  G.  1585;  C.  D.  1898. 

14.  The  Examiner  of  Interferences  cannot  dissolve  an  inter- 
ference except  on  the  decision  of  the  Primary  Examiner  upon  a 
motion  to  dissolve  brought  under  Rule  122  and  transmitted  as 
})rovided  for  by  that  rule.  He  cannot  under  the  rules  transmit 
to  the  Primary  Examiner  a  motion  to  dissolve  brought  subse- 
quent to  tlie  taking  of  testimon}^  and  decision  on  the  merits. 
Nor  is  such  a  motion,  if  based  upon  and  requiring  considera- 
tion of  testimony  taken  in  the  case,  within  the  jurisdiction  of 
the  Primary  Examiner  to  determine  even  if  transmitted.  As 
was  held  in  Faure  v.  Bradley  and  Crocker  v.  Cowles  and  Cowles 
(44  0.  G.  945),  the  Primary  Examiner  has  nothing  to  do  with 
consideration  of  evidence,  but  the  Examiner  of  Interferences 
has  the  exclusive  right  to  determine  the  competency,  construc- 
tion, scope,  and  legal  meaning  of  any  evidence  introduced. 

How  then  is  dissolution  to  be  effected  in  an  interference  which 
has  proceeded  beyond  the  stage  at  which  motions  to  dissolve  may 
properly  be  made,  but  in  which  it  is  clear  that  there  is  no  inter- 
ference in  fact  between  the  applications  involved — an  interference 
in  which  an  award  of  priority  is  impossible  and  in  which  further 
proceedings  are  unnecessar}-  and  involve  only  useless  waste  of  the 
time  of  the  Office  and  the  time  and  money  of  the  applicants? 
Such  cases  undoubtedly  arise,  and  it  may  be  that  such  a  case 
arises  in  the  present  interference.  There  is  but  one  way  in 
which  such  interferences  can  be  dissolved  under  the  rules,  and 
that  is  provided  by  Rule  126.  There  is  no  doubt  that  this  rule 
was  intended  to  provide  for  such  cases,  and  it  is  believed  to  be 
sufficient  for  this  purpose  if  proper  action  is  taken  under  it. 

In  the  present  case,  while  the  Examiner  of  Interferences  could 
not  under  the  rules  dissolve  the  interference,  as  he  was  urged  to 
do  by  Roberts,  he  could,  if  the  facts  warranted  it,  call  the  at- 
tention of  the  Commissioner  under  this  rule  to  such  facts  as  in 
his  opinion  established  the  fact  that  there  was  no  interference  in 
fact  between  the  applications  of  the  respective  parties.  He  was 
bound  under  that  rule  to  ascertain  the  facts  from  consideration 
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of  the  whole  record,  particularly  the  testimony  taken,  but  in- 
cluding also  the  files  of  the  respective  api)lications,  and  to  as- 
certain them  for  himself. 

In  refusing  to  consider  the  question  of  interference  on  the 
ground  that  the  action  of  the  Primary  Examiner  in  declaring 
the  interference  is  binding  upon  him  and  that  "he  will  not  for 
a  moment  attempt  to  disturb  his  action  or  in  au}^  manner  criti- 
cise it,"  the  Examiner  of  Interferences  took  a  position  clearly 
contrary  to  the  purpose  and  intent  of  this  rule,  making  the  rule, 
60  far  as  he  is  concerned,  \Yithout  force  or  effect. 
Wethy  V.  Roberts,  84  0.  G.  1586;  C.  D.  1898. 

15.  A  motion  to  dissolve  will  not  operate  as  a  stay  of  i:>roceed- 
ings  in  any  case,  and  the  pendency  of  such  motion  does  not  re- 
lieve the  parties  from  the  necessit}'  for  taking  testimony  Avithin 
the  time  set. 

Leonard  v.  Chase,  84  0.  G.  1727;  C.  D.  1S98. 

16.  Every  opportunity  had  been  accorded  Finzx'lberg  and 
Schmidt  to  place  their  application  in  condition  for  interference, 
and  their  neglect  to  do  so  fairly  raises  the  presumption  that  they 
are  not  the  inventors  of  the  subject-matter  of  the  interference. 
At  the  time  when  Dolley's  motion  to  dissolve  the  interference 
was  denied  by  the  Examiner,  Finzelberg  and  Schmidt's  applica- 
tion did  not  clearly  set  forth  any  description  of  the  tanning  pro- 
cess which  is  the  subject-matter  involved  in  the  interference, 
and  certainly  no  claim  was  made  to  it  1)y  them.  At  the  time 
when  Dolley  made  the  motion  to  dissolve  this  interference, 
Finzelberg  and  Schmidt's  application  did  not  contain  an  allowed 
or  allowable  claim  interfering  with,  in  the  meaning  of  the  law, 
Dolley's  claim,  and  their  single  claim  was  at  that  time  a  prop- 
erly-rejected claim,  and  therefore  the  interference  should  have 
been  dissolved,  because  such  irregularities  jjrecluded  a  proper 
determination  of  the  {question  of  priority. 

Calm  V.  Dolley  V.  Finzelberg  and  Schmidt,  84  0.  G.  1869; 
C.  D.  1898. 

17.  When  it  is  not  disi)uted  that  there  is  an  invention  com- 
mon to  tilt!  two  parti(>s  to  an  interference,  it  is  unjust,  after 
testimony  lias  been  taken,  to  jjci'mit  dissolution  for  the  purpose 
of  ])ermitting  a  redeclaration  with  the  claims  of  the  parties  the 
Bume.      (Citing  Park  v.  Davis,  84  0.  G.  146.) 

Smith  r.  Warner,  85  0.  G.  151;  C.  D.  1898. 
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18.  On  a  nidtioii  for  disssdlution  l)r()U,L;lit  upon  llie  ground  of 
no  interference  in  fact,  the  (jU(>i^tion  of  abandonment  cannot  be 
considered.  The  projx'r  ground  would  be  lack  of  right  to  make 
the  claim  of  the  issue. 

Carpenter  r.  IMallory,  85  0.  G.  291;  C.  D.  1898. 

19.  After  the  dissolution  of  an  interference  the  (question  of 
the  abandonment  of  the  issue  by  one  of  the  parties  is  ex  parte, 
and  the  other  party  cannot  be  heard  in  the  matter.  Id. 

20.  The  discretionary  power  of  the  Commissioner  of  Patents 
will  be  exercised  whenever  he  thinks  good  practice  and  equity 
require  it,  and  lie  may  exercise  that  power  to  the  extent  of  dis- 
solving an  interference  without  passing  upon  the  question  of 
priorit_y,  even  when  the  interference  case  comes  before  him  on 
a])]ieal  from  the  Examiners-in-Chief  and  after  an  award  of 
priority  by  them,  where  they  failed  to  call  his  attention  to  such 
matters  as  are  provided  for  by  Rule  126. 

Bender  r.  Hoffmann,  85  0.  G.  1737;  C.  D.  1898. 
VIIT.  Dissolution. 
(b)  Appeal. 
1.  Should  the  Examiner  upon  motion  for  dissolution  decide 
that  the  claims  are  not  patentable  to  one  of  the  parties,  a  de- 
cision which  is  as  to  one  or  both  of  the  parties  equivalent  to  a 
final  rejection,  the  full  course  of  appeal  is  open  to  the  party 
whose  claim  is  affected  by  such  decision,  and  such  appeal  is  ex 
parte.  The  party  bringing  the  motion  is,  so  far  as  such  appeal 
is  concerned,  no  more  entitled  to  be  heard  as  of  right,  Avhatever 
may  be  decided  by  the  Office  as  regards  his  appearing  before 
the  apjjellate  tribimals  as  a  matter  of  polic}',  than  any  person 
not  before  the  Oflice  whose  rights  to  freely  manufacture  the 
invention  covered  liy  the  claim  might  be  curtailed  by  the 
issuance  of  a  patent.  (Cf.  Hill  r.  Hodge,  above  cited.)  The 
moving  i)arty  has  a  right  to  ask  that  his  opponent  move 
promptly  to  determine  his  rights.  He  has  a  right  to  withdraw 
his  own  claim  for  the  sul>ject-matter  held  not  patentable,  and  to 
defeat  the  patent  if  granted  to  his  opponent  before  the  courts. 
His  right  to  be  her.rd  in  opposition  to  the  grant  of  a  patent  to 
his  opponent  ceases  Avith  the  decision  by  the  Primary  Examiner. 
The  interference  is  by  the  adverse  decision  of  the  Primary  Ex- 
aminer upon  those  t|uestions  virtually,  though  not  technically, 
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dissolved.  Proceedings  may  be  resumed  upon  a  decision  of  an 
appellate  tribunal  favorable  to  patentabilitj'.  If  resumed,  the 
question  of  patentability  may  be  raised  before  the  Examiner  of 
Interferences  and  each  of  the  appellate  tribunals  of  the  Office 
for  such  action  under  Rule  126  as  the  case  may  demand.  The 
party  who  denies  the  patentability  of  the  claim  in  issue  or  his 
opponent's  right  to  make  the  claim  has  thus  his  remedy  in  the 
Office  and  in  the  Courts. 

The  language  of  this  rule  was  not  employed  unadvisedly.  It 
was  intended  by  the  use  of  the  words  "may  be  heard  inter 
partes  ^^  to  permit  the  adverse  party  to  be  heard,  if  considered 
advisable,  by  the  Examiners-in-Chief,  in  that  respect  differing 
from  the  old  rule,  which  provided  that  such  appeals  should  be 
ex  parte,  but  not  prescribing  that  the  adverse  party  should  be 
entitled  to  be  heard  as  of  right.  On  such  appeals  the  adverse 
party  is  heard  as  a  matter  of  courtesy  and  not  as  a  matter  of 
right.  In  appeals  on  the  question  of  patentability  of  the  claim 
which  is  made  the  issue,  it  may  be  that  the  Examiners-in-Chief 
may  deem  it  desirable  that  the  adverse  party  be  permitted  to 
present  his  views  either  orally  or  by  filing  a  brief.  It  ma}^  also 
happen  that  in  an  interference  involving  three  or  more  parties 
it  may  be  expedient  to  hear  at  one  time  all  of  the  parties  who 
may  insist  that  the  subject-matter  of  the  issue  is  patentable, 
though  patentability  is  denied  l)y  the  Examiner  upon  motion  to 
dissolve.  In  appeals  on  the  question  of  right  to  make  the  claim 
it  appears  doubtful  whether  the  adverse  part}'  should  Ijc  heard 
even  as  a  matter  of  courtesy.  This  matter  should,  however,  be 
left  to  the  discretion  of  the  Examiners-in-Chief. 

Under  the  decisions  in  Abel  and  Dewar  v.  Maxim  v.  Noble 
(56  0.  G.  139)  and  ex  parte  Lombard  (43  0.  G.  1347),  an  ap- 
plicant has  his  remedy  in  case  his  ojiponcnt  fails  to  take  his 
appeal  upon  an  adverse  decision  of  the  Primary  Examiner  upon 
the  (juestion  of  iiatentability  or  right  to  make  the  claim  raised 
})y  motion  to  dissolve.  lie  niay  ask  that  his  own  nj)plica1ion 
shall  be  jjassed  to  issue  unless  his  opponent  exercises  his  right 
of  apj)eal  within  a  reasonable  time.  Failure  on  the  i)art  of  the 
opponent  1o  take  his  appeal  w  itliiii  such  time  set  may  jjcrhaps 
be  held  to  work  an  estoppel;  but  consideration  of  this  (juestion 
should  ])(;  ex  parte. 
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Under  the  law  the  Prhnary  Examiner  determines  in  the  first 
instance  the  question  of  priority  between  parties  having  inter- 
fering claims,  one  of  whom  is  an  applicant.  The  contest  as  to 
this  question  of  priority  is  the  only  contest  authorized  by  law  to 
be  conducted  before  the  Patent  Oflice.  As  has  been  clearly 
pointed  out  by  the  Commissioner  in  the  recent  decision  of  Ham- 
mond V.  Hart  (83  0.  G.  743),  the  Office  cannot  under  the 
statute  relating  to  interferences  entertain  a  contest  as  to  the  re- 
spective rights  of  parties,  one  of  Avhom  has  claims  which  infringe 
but  do  not  interfere  with  the  claims  of  the  other.  Such  a  con- 
test should  be  conducted  before  the  courts.  It  is  of  course 
necessary  to  the  institution  of  an  interference  that  the  claims  in 
issue  be  held  i^atcntable  and  that  it  be  held  that  the  respective 
parties  have  the  right  to  make  the  claims.  Upon  a  motion  to 
dissolve  seasonably  brought  the  Examiner  will  under  the  rule 
review  his  decision  allowing  the  claims  in  issue. 

This  motion  to  dissolve  is  in  the  nature  of  a  suggestion  to  the 
Office  of  certain  facts  which  are  believed  to  negative  patentability 
or  to  show  that  one  of  the  parties  is  not  entitled  to  make  the 
claim.  It  is  not  a  contest  in  which  testimony  can  be  received 
or  anything  presented  for  consideration  which  was  not  actually 
or  presumably  within  the  knowledge  of  the  Examiner  in  the 
ex  'parte  treatment  of  the  applications  of  the  respective  parties 
prior  to  the  declaration  of  the  interference.  The  motion  is 
brought  not  on  the  ground  that  the  interests  of  the  party  Ijring- 
ing  it  would  be  adversely  affected  by  the  issuance  of  a  patent  to 
his  opponent  for  the  subject-matter  in  issue,  but  for  the  reason 
that  it  appears  to  the  moving  party  that  the  Office  was  in  error 
in  finding  the  claim  patentable.  Tlie  fact  that  the  interests  of 
the  moving  party  may  be  adversely  affected  by  the  issuance  of 
a  patent  to  his  opponent  for  the  sul)ject-matter  of  the  issue  does 
not  in  itself  entitle  him  or  any  other  person  to  be  heard,  nor  is 
it  a  fact  to  be  considered  in  the  determination  of  the  question 
b}'  the  Examiner.  The  question  is  the  same  question  that  was 
considered  before  the  declaration  of  the  interference — a  question 
of  patentability. 

Painter  v.  Hall,  83  0.  G.  1803;  C.  D.  1898. 

2.  When  after  decision  by  the  Court  of  Appeals  on  the  ques- 
tion of  priority  a  motion  to  dissolve  on  the  ground  that  D.'s 
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application  docs  not  disclose  an  operative  device  is  transmitted 
to  the  Primary  Examiner  and  lie  denies  the  motion,  holding 
that  D.'s  device  is  operative,  Held,  that  such  holding  is  a  favor- 
able decision  on  D.'s  right  to  make  the  claim,  and  no  aj^peal 
can  be  taken. 

Fowler  r.  Dodge,  85  0.  G.  1584;  C.  D.  1898. 

3.  F.'s  contention  that  a  direct  appeal  should  be  entertained, 
since  no  indirect  consideration  on  appeal  may  now  be  had  at 
final  hearing  before  the  Examiners-in-Chief  and  Commissioner, 
as  might  have  been  the  case  if  his  motion  to  dissolve  had  been 
made  in  proper  time  under  Rule  122,  denied,  since  his  failure 
to  get  such  indirect  consideration  was  due  to  his  own  failure  to 
make  the  motion  and  to  no  fault  of  the  Office  or  of  his  op- 
ponent. Id. 

4.  F.'s  request  that  it  be  directed  that  his  patent  issue  dis- 
missed, since  although  worded  as  a  motion  it  is  in  effect  an 
appeal  and  is  evidently  an  attempt  to  obtain  a  decision  by  the 
Commissioner  as  to  the  operativeness  of  D.'s  device.  (Manny 
V.  Easley -?;.  Greenwood,  48  O.  G.  538.)  /(/. 

5.  That  part  of  Rule  124  which  provides  that  from  a  decision 
of  the  Primary  Examiner  affirming  the  patental)ility  of  the 
claim  or  the  applicant's  right  to  make  the  same  no  a])})eal  can 
be  taken,  is  construed  merely  to  prevent  an  appeal  being  taken 
to  the  Examiners-in-Chief  by  a  party  to  the  interference  when 
the  Primary  Examiner  has  favorably  passed  upon  the  patenta- 
bility of  his  ojiponent's  claim.  It  does  not,  however,  prevent 
the  Commissioner  from  considering  any  reason  for  dissolving 
an  interference  which  might  be  brought  to  his  attention  or 
which  he  himself  discovers. 

Bender  v.  Hoffmaim,  85  O.  G.  1737;  C.  D.  1898. 
VIII.   Dissolution. 
(c)  Ride  122. 
1.   A  motion  for  dissolution   cauTiot  ])ro})erly  be  based  upon 
grounds  arising  out  of  the  testimony  taken   on   the  (piestion  of 
priority,  since  the  (jucstions  involved  in  su(;h  motion  have  noth- 
ing to  do  witli  th(!  actions  of  the  ap])licants  in  making  the  in- 
vention or  icducing  it,  to  practice,  or  with  anything   not  appear- 
ing from  tbe  apphcants  themselves. 

r>atham  v.  Force  and  Parentcau,  82  0.  G.  185;  C.  D.  1898. 
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2.  Since  the  application  is  the  absolute  foundation  of  the 
applicants'  rights  and  Ciinnot  be  modified  or  limited  by  some 
other  document  or  statement,  the  Examiner  is  bound  by  the 
language  of  the  application  and  nothing  else  in  declaring  an 
interference,  and  also  in  considering  a  motion  to  dissolve.     Id. 

3.  The  fact  that  the  invention  referred  to  in  the  testimony  is 
not  the  same  as  that  covered  by  the  issue  is  no  ground  for  a  dis- 
solution of  the  interference,  but  is  a  matter  within  the  jurisdic- 
tion of  the  Examiner  of  Interferences,  who  has  the  exclusive 
right  to  determine  the  competency,  construction,  scope  and  legal 
meaning  of  the  evidence  introduced  and  to  decide  whether  it 
covers  the  same  invention  involved  in  the  interference.       Id. 

4.  While  there  is  no  interference  in  fact  between  P's  applica- 
tion and  D'  s  patent,  yet  in  view  of  the  fact  that  the  interference 
has  proceeded  to  a  final  hearing  and  that  D  is  a  patentee  whose 
patent  cannot  be  recalled  by  the  Patent  Office,  Held^  that  it  is 
best  not  to  direct  that  it  be  dissolved,  but  to  award  priority  on 
the  issue  in  controversy  to  P. 

Park  V.  Davis,  84  O.  G.  146;  C.  D,  1898, 

5.  Rule  122  means  that  the  decision  of  the  Primary  Examiner 
on  a  motion  to  dissolve  shall  be  binding  upon  the  Examiner  of 
Interferences  ;  but  it  does  not  prevent  him  from  calling  the 
Commissioner's  attention  to  such  matters  as  are  provided  for  by 
Rule  126. 

Bender  r.  Hoffmann,  85  O.  G.  1737;  C.  D.  1898, 

VIII.   Dissolution, 

(d)  Statutory  Bars. 
The  question  as  to  whether  interference  proceedings  should 
be  stopped  for  the  purpose  of  trying  the  issue  of  public  use  has 
been  repeatedly  raised,  and  it  is  the  established  practice  of  the 
Office  to  refuse  to  suspend  proceedings  for  that  purpose.  In 
Thomson  and  Unbehcnd  r.  Hisley  (66  0.  G.  1596)  this  general 
question  was  fully  discussed,  although  in  that  case  the  question 
was  raised  on  a  motion  for  dissolution  instead  of  by  petition, 
and  the  conclusion  was  announced  that — 

It  is  believed,  then,  to  be  proper  practice  to  refuse  to  stop  an  interference  to  allow  a 
party  to  try  to  create  a  bar  upon  the  basis  of  a  disclosure  of  the  interference  pro- 
ceedings. 
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VIII.   Dissolution. 

(e)   Time  allowable  foi- filing  motions. 

1.  The  fact  that  negotiations  were  pending  between  the  parties 
with  a  view  to  a  settlement  of  the  contest  without  proceeding 
with  the  interference  is  no  vaHd  excuse  for  delay  in  presenting 
a  motion  for  dissolution,  since  the  delay  which  will  be  excused 
must  be  caused  by  circumstances  which  have  something  of  a 
compelling  power. 

Latham  v.  Force  and  Parenteau,  82  0.  G.  185;  C.  D.  1898. 

2.  It  is  only  within  the  twenty  days  allowed  by  the  rule  that 
the  Examiner  of  Interferences  is  bound  to  transmit  a  motion  to 
the  Primary  Examiner  if  in  proper  form.  After  that  time  he  is 
not  bound  to  transmit  it  although  it  is  in  proper  form  and  could 
not  have  been  made  earlier,  but  he  must  exercise  his  discretion 
in  determining  whether  under  all  the  circumstances  it  shall  be 
transmitted. 

Pupinr.Hutinand  Leblane  r.  Stone,  82  O.G.1418;  CD.  1898. 

3.  After  testimony  has  been  tak^n,  the  showing  which  would 
warrant  remanding  the  case  to  the  Primary  Examiner  must  not 
only  make  it  plain  that  the  motion  could  not  have  been  made 
earlier,  but  that  it  is  absolutely  necessary  that  the  matter  be 
passed  upon  in  order  that  a  proper  conclusion  may  be  reached 
on  the  question  of  priority.  Id. 

4.  Under  Rule  114,  motion  for  dissolution  must  not  only  be 
filed  but  must  also  be  noticed  for  hearing  within  the  limit  of 
;i[)pcal,  in  order  to  operate  as  a  stay  to  the  running  of  the  time 
limited  (Meyrose  v.  Jahn,  56  O.  G.  1447,  cited). 

Trevette  v.  Dexter,  84  0.  G.  1283;  C.  D.  1898. 

5.  Where  it  appears  that  an  interference  was  declared  prior  to 
the  decision  in  ILunniond  r.  Hart  (83  0.  G.  743)  on  the  ground 
that  the  subject-matter  of  th((  issue  dominated  the  claims  of  one 
of  the  parties,  and  no  testimony  has  been  taken,  delay  in  bring- 
ing a  motion  to  dissolve  on  the  ground  that  no  interference  exists 
under  the  present  practice  may  be  ignored  and  the  motion  trans- 
mitted to  the  Primary  Examiner. 

Afeyers  v.  Ilamniel,  85  0.  G.  1897. 
VIII.   Dissolution. 

(/)  TranHiiutUd  of  .Uotioim  to  Priinary  Examiner. 
1 .   The  Examiner  of  Interferences  is  bound  to  transmit  proper 
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motions  noticed  for  hearing  within  the  limit  of  appeal  if  in 
proper  form;  but  after  that  time  he  will  exercise  his  discretion 
under  the  circumstances  of  each  case  in  determining  whether 
the  motion  shall  be  transmitted. 

Trevette  v.  Dexter,  84  0.  G.  1283;  C.  D.  1898. 

2.  Where  it  was  insisted  by  Tracy  that  in  view  of  Rule  143 
the  motion  of  Richards  to  amend  his  application  was  prema- 
turely brought,  as  a  motion  to  dissolve  the  interference  had  been 
decided  by  the  Primary  Examiner  and  the  decision  was  subject 
to  appeal,  Held,  that  Richards  would  have  been  guilty  of  laches 
if  he  had  not  made  the  motion  to  transmit  and  amend  as  early 
as  he  did. 

Richards  v.  Tracy,  85  0.  G.  288;  C.  D.  1898. 

8.  The  Office  should  be  commended  rather  than  censured  for 
doing  all  in  its  power  to  expedite  the  final  disposition  of  inter- 
ference cases  by  deciding  all  interlocutory  questions  at  as  early 
a  date  as  possible,  especialW  where  no  substantial  rights  of 
either  party  are  interfered  with  by  such  prompt  action.       Id. 

IX.  Divisional  Application. 

An  application  should  not  be  admitted  into  an  interferehce  afe 
a  division  of  another  unless  it  corresponds  with  it  in  all  respects 
save  as  to  extent  of  disclosure.  Immaterial  differences  can  be 
omitted  without  injury,  and  material  differences  are  obviously 
improper. 

Ex  parte  Barry,  82  O.  G.  337;  C.  D.  1898. 

X.  Effect  of  Patent  Office  Decisions  in  the  Courts. 

The  decisions  of  the  Patent  Office  are  not  final.  The  Statute 
(§4915)  gives  to  the  court  of  equity  the  power  to  decide  between 
interfering  patents,  without  any  exceptions  or  limitations  (citing 
Machine  Co.  v.  Crane,  1  Ban.  &A.,  494;  Glue  Co.  v.  Brooks,  19 
Fed.  Rep.  426;  Hubel  v.  Tucker,  24  Fed.  Rep.  701;  Bernardin 
r.  Northall,  77  Fed.  Rep.  849,  851).  The  court  proceeds  not 
as  an  appellate  tribunal,  but  as  a  court  of  original  jurisdiction, 
and  where  the  decisions  of  the  Patent  Office  are  based  upon 
questions  of  law  rather  than  a  clear-cut  finding  of  fact  upon 
evidence,  the  case  calls  for  independent  examination  of  the 
evidence  touching  the  real  question  of  fact.  (C.  C. ) 
*  Wheaton  v.  Kendall,  85  Fed.  Rep.  666. 
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XI.  Estoppel. 

1.  Where  an  inventor  is  guilty  of  laches  in  putting  aside  a 
machine  for  eleven  years  after  it  was  perfected  and  tested,  he  is 
estopped  by  such  laches  from  receiving  a  patent  by  reason  of 
the  entrance  into  the  same  field  of  a  rival  inventor  who  reduced 
the  invention  to  practice,  obtained  a  patent,  placed  the  inven- 
tion on  the  market,  and  gave  to  the  world  the  knowledge  and 
use  of  such  invention. 

Mower  v.  Crisp  and  Copeland,  83  0.  G.  155;  C.  D.  1898. 

2.  While  INI  was  the  first  to  reduce  to  practice  and  therefore 
entitled  to  an  award  of  priority,  yet  on  account  of  laches  in  ap- 
plying for  a  patent  he  is  not  entitled  to  a  patent,  and  the  Ex- 
aminer is  directed  to  reject  the  claims  of  M  involved  in  the 
interference  after  final  award  of  priority.  Id. 

XII.  Issue. 

1.  The  mere  fact  that  two  witnesses  may  disagree  as  to  the 
construction  of  the  issue  or  as  to  what  devices  come  Avithin  its 
terms  is  no  good  ground  for  a  dissolution  of  the  interference  or 
a  definition  by  the  Primary  Examiner  of  the  meaning  of  the 
issue,  and  therefore  proceedings  should  not  be  suspended  for  a 
consideration  of  the  matter. 

Pupin  V.  Hutin  and  Leblanc  v.  Stone,  82  0.  G.  1418;  C. 
D.  1898. 

2.  In  introducuig  their  testimony  in  any  case,  the  parties 
must  put  their  own  construction  upon  the  issue,  and  to  suspend 
proceedings  at  every  time  during  the  taking  of  testimony  that 
there  is  uncertainty  or  dispute  as  to  whether  a  particular  exhibit 
comes  within  its  terms  would  lead  to  endless  contests  and  is  not 
proper  practice.  Id, 

3.  It  is  not  to  be  presumed  that  an  Examiner  failed  to  con- 
sider a  reference  cited  by  a  previous  Examiner.  By  such  con- 
sideration and  the  subsequent  declaration  of  an  interference  the 
second  Examiner  practically  decided  the  issue  patentable  in 
view  of  the  reference,  and  his  decision  on  this  point  is  not  re- 
viewable under  Rule  124. 

StupakofT  /;.  Johnson,  84  O.  G.  982;  C.  D.  1898. 

4.  For  the  speedy  and  orderly  conduct  of  fnterference  proceed- 
ings, it  is  desirable  that  there  should  be  the  least  possible  room 
for  dispute  as  to  the  meaning  of  the  interference  issue. 

Fitzgerald  v.  Guillemot,  84  O.  G.  2017;  C.  D.  1898. 
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5.  ^^'hcre  the  meaning  of  the  interference  issue  was  not  clear 
and  not  free  from  amhiguity,  the  interference  was  dissolved  and 
remanded  to  the  Primary  Examiner  for  redeclaration  should  the 
parties  make  interfering  claims.  (Hannncmd  v.  Hart,  83  0. 
G.  743,  cited.)  Id. 

G.   An  issue  which  is  not  a  claim  made  by  either  party  is  not 
a  proper  issue.      (Hammond  v.  Hart,  83  0.  G.,  743.) 
Newton  v.  Woodward,  84  O.  G.  2020;  C.  D.  1898. 

7.  Whenever  the  Commissioner  decides  that  the  issue  of  an 
interference  is  not  patentable  to  one  of  the  parties,  the  interfer- 
ence becomes  a  mooted  question  and  should  not  be  decided. 
(Shellaberger  r.  Schnabel,  79  0.  G.  339,  cited.) 

Bender  r.  Hoffmann,  85  0.  G.  1737;  C.  D.  1898. 

8.  Hoffmann  having  disclosed  the  unalkylated  dyestuff  prior 
to  any  claim  made  by  Bender  and  the  record  showing  that  the 
process,  purjjose,  and  result  of  alkylation  as  used  by  Hoffmann 
were  old  and  well  known.  Held.,  that  Bender  made  no  invention 
in  alkylating  Hoffmann's  dyestuff.  Id. 

9.  The  issue  of  the  interference  not  being  patentable  to  Ben- 
der the  case  is  remanded  to  the  Primary  Examiner  to  dissolve 
the  interference  and  when  the  application  of  Bender  comes  before 
him  ex  parte  to  reject  his  claim  involved  in  the  interfurence. 

Id. 

XIII.  Judgment  on  the  Record. 

Judgment  cannot  be  rendered  on  the  record  against  a  party 
whose  alleged  date  of  conception  is  prior  to  the  record  date  of 
his  opponent  merely  because  his  reduction  to  practice  is  subse- 
quent thereto. 

Kanef.  Brill  and  Adams,  84  0.  G.  1142;  C.  D.  1898. 

XIV.  Practice  on  Final  Hearing  and  After  Judgment. 

1.  Where  Y  presented  for  consideration  the  question  of  the 
non-patentability  of  the  issue  of  the  interference  in  vieAv  of  prior 
patents.  Held,  that  it  is  a  question  which  will  not  be  passed 
upon  at  final  hearing  on  priority  by  the  Commissioner;  but  the 
Primary  Examiner  is  directed  to  consider  it  after  the  interfer- 
ence has  been  finally  determined. 

Young  V.  Donnelly;  82  0.  G.  1417;  C.  D.  1898. 

2.  Where  the  question  of  operativeness  and  the  sufficiency  of 
disclosure  of  a  party  to  entitle  him  to  an  award  of  i)riority  were, 
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under  the  practice  in  force  at  the  time,  open  for  consideration 
at  final  hearing,  Held,  that  failure  to  make  a  motion  to  dissolve 
was  not  a  waiver  of  the  right  to  be  heard  on  this  question.  A 
party  cannot  be  deprived  of  his  rights  by  a  mere  change  in  the 
method  of  procedure  in  this  Office. 

Fowler  v.  Dodge,  82  0.  G.  1687;  C.  D.  1898. 

3.  After  decision  on  priority  the  defeated  party  ordinarily 
has  no  right  to  be  heard  on  the  question  as  to  the  right  of  the 
successful  party  to  a  patent;  but  this  rule  does  not  apply  to  a 
case  where  a  decision  is  necessary  to  finally  settle  the  very  ques- 
tion raised  by  the  inter  partes  proceedings.  Id. 

4.  The  Commissioner  has  authority  under  the  statute  to  in- 
stitute interference  proceedings  to  determine  the  question  of 
priority  of  invention;  but  he  has  no  authority,  when  that  ques- 
tion is  determined,  to  continue  the  proceedings  for  any  other 
purpose.  The  Commissioner  would  not  be  justified  in  arbi- 
trarily putting  a  party  who  in  his  judgment  is  entitled  to  priority 
to  the  trouble  and  expense  of  taking  testimony  on  the  mere 
possibility  that  some  other  tribunal  might  disagree  with  him 
and  thus  render  the  taking  of  testimony  necessary.  It  is  not  to 
be  presumed  that  the  Commissioner's  decision  will  be  overruled 
on  appeal. 

McGuire  v.  Hill,  84  0.  G.  983;  C.  D.  1898. 

5.  The  fact  that  the  case  of  the  successful  party  to  the  inter- 
ference has  become  a  part  of  the  prior  art  \vill  not  militate  against 
the  grant  of  claims  to  the  defeated  party  for  subject-matter  not 
covered  in  the  structure  of  the  successful  party.  The  claims  of 
the  defeated  party  whi(;h  are  embraced  or  said  to  be  involved  in 
the  interference  should  l)e  considered,  and  if  patentably  different 
from  the  invention  disclosed  l)y  tlie  successful  i^arty,  they  may 
be  allowed. 

Ex  parte  Guilbcrt,  85  0.  G.  454;  C.  I).  1898. 
XV.   Preliminary  Statement. 
(«)  In  general. 
A  preliminary  statement  having  been  filed  by  a  party  through 
his  regularly-appointed  attorney,   and  opened,   a  second,  filed 
through  anolhcr  attorney,  will  not  be  opened  at  the  instance  of 
the  other  party,  it  appearing  that  it  was  not  intended  that  the 
second  statement  shouM  l)e  filed. 

Conv(;rse  d  a/,  v.  Kerst,  810.  (J.  1140;  C.  D.  1898. 
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XV.   Pkkliminary  Statement. 
(/>)  Amendment  of. 

1.  Where  it  appears  tliat  a  mistake  was  made  in  a  preliminary 
statement  through  a  misunderstanding  by  the  a[)i)heant  as  to 
what  constituted  a  reduction  to  practice,  Held,  tliat  amendment 
should  bo  permitted  if  no  change  is  made  in  the  date  of  concep- 
tion and  disclosure  alleged  in  the  original  statement. 

McConnel  v.  Lindsay  and  Tonner,  82  0.  G.  337;  C.  D.  1898. 

2.  The  original  preliminary  statement  set  forth  that  the  in- 
vention was  disclosed  to  others  in  March,  1895,  and  that  a  work- 
ing model  was  made  in  November,  1895.  A  motion  was  made 
to  amend  this  statement,  to  set  forth  that  a  model  was  made 
in  March,  1895,  which  model  is  a  different  one  from  the  one 
made  in  November,  and  the  fact  that  it  had  been  made  was  not 
remembered  until  attention  was  called  to  it  by  proposed  wit- 
nesses in  the  case  ;  Held,  that  as  the  proposed  amendment  does 
not  change  the  date  of  cenception,  disclosure  or  reduction  to 
practice,  the  vital  allegation  in  any  preliminary  statement,  the 
statement  may  be  amended. 

Maltby  i.  Miehle,  82  0.  G.  749;  C.  D.  1898. 

3.  A  motion  for  leave  to  amend  a  preliminary  statement 
brought  by  the  senior  party  after  the  testimony-in-chief  has 
been  taken  may  be  granted  when  notice  of  such  intended  mo- 
tion has  been  given  and  when  any  statement  in  the  testimony 
may  be  met  by  rebuttal  testimony. 

"  Webb  V.  Levedahl,  84  0.  G.  810;  C.  D.  1898. 

4.  Notice  of  intention  to  move  for  such  amended  statement 
given  at  the  beginning  of  such  testimony-in  chief  is  suflfieient 
notice.  Id. 

5.  After  testimony  had  been  taken  the  showing  which  would 
warrant  an  amendment  tx)  a  preliminary  statement  changing 
the  date  of  disclosure  must  be  of  the  same  kind  as  if  the  mov- 
ing party  were  attempting  to  carry  his  date  back  of  that  of  his 
opponent. 

Bernard  v.  Hubbel,  84  0.  G.  1729;  C.  D.  1898. 

6.  Where  an  amendment  to  a  preliminary  statement  is  pre- 
sented after  testimony  has  been  taken,  the  Office  will  not  con- 
sider such  testimony  to  determine  what  dates  have  been  proved, 
but  the  possibility  must  be  contemplated  that  the  moving  party 
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may  be  attempting  to  carry  his  dates  back  of  those  whicli  in  his 
opinion  have  been  estabhshed  by  his  opponent.  Id. 

7.  Where  an  apphcant  prepares  his  prehminary  statement 
under  the  counsel  and  direction  of  an  attorney,  but  through 
ignorance  of  the  law  fails  to  inform  him  of  all  of  the  material 
facts  Avithin  his  knowledge  as  to  the  disclosure  of  the  invention, 
Held,  that  it  shows  negligence  on  his  part  and  furnishes  no  good 
ground  for  permitting  an  amendment  to  the  statement.        Id. 

8.  Where  a  motion  was  made  to  file  an  amended  preliminary 
statement  within  fifteen  days  after  the  original  preliminary 
statements  had  been  approved  and  the  time  set  for  taking  testi- 
mony and  also  before  an}'  testimony  had  been  taken,  Held,  that 
there  was  no  lack  of  diligence  in  bringing  the  motion. 

May  V.  Merker,  85  0.  G.  150;  C.  D.  1898. 

9.  It  is  the  duty  of  the  Office  to  issue  a  patent  to  the  one  en- 
titled thereto,  and  to  that  end  it  is  desirable  to  have  before  it  for 
consideration  all  the  facus  essential  to  a  correct  determination  of 
the  question  of  priority.  Where,  therefore,  an  adversary  will 
not  be  injured  by  the  grant  of  a  motion  to  amend  a  statement, 
and  to  den}'-  the  motion  would  be  unjust  to  the  moving  party 
and  might  lead  to  the  grant  of  a  patent  to  one  who  was  not  en- 
titled to  it.  Held,  that  the  motion  to  amend-  should  be  granted. 

Id. 

10.  A  motion  for  leave  to  amend  a  preliminary  statement 
brought  after  the  taking  of  testimony  may  be  granted  when  at 
the  beginning  of  the  taking  of  testimony  it  was  stipulated  that 
any  testimony  taken  might  be  used  in  or  in  su])})ort  of  any 
statement  wliich  might  thereafter  be  made  and  when  testimony 
was  thereafter  taken  in  accordance  witb  such  sti})ulatit)n, 
(Webb  V.  Levedahl,  84  0.  G.  810,  and  Kasson  v.  Tlethering- 
ton,  G3  MS.  Dec,  403,  cited.) 

Shantz  v.  Osborn,  85  0.  G.  1224;  C.  D.  1898. 
XVI.   pKi()i;rry. 

(d)  III  General. 
1.  The  fact  that  an  a])plicant  delayed  fiHng  his  ajjplication 
for  two  years  after  the  issue  of  the  patent  with  wliit-li  bis  appli- 
cation was  ])nt  into  interference  is  a  circumstance  su(li(!i<nit  of 
itself  to  rcipiire  that  all  doubts  in  the  contest  should  be  resolved 
against  him. 

Guilhertr.  KilHngcr,  82  0.  (;.  15G1  ;  C.  D.  1898. 
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2.  An  iiioperativi!  dc'vicc  is  not  such  proof  of  prior  invention 
as  to  defeat  a  subsequent  n])plicant  of  a  patent,  and  it  is  im- 
material Avlictlicr  the  })roof  of  that  inoperative  device  consists  of 
testimony  as  to  any  actual  macliinc  or  of  a  defective  application. 
(Stevens  d  al.  v.  Seher,  <S1  0.  G.  1932.) 

Fowler -y.  Dodge,  82  0.  G.  IGST  ;  C.  D.  1S9S. 

3.  Wliere,  according  to  tiie  court's  decision,  D's  a]ii»lication 
is  the  only  thing  in  bar  of  F's  right  to  a  patent,  and  that  only 
assuming  it  to  be  an  allowable  application.  Held,  that  if  it  is 
found  not  to  be  a  valid  and  allowable  application,  the  patent 
must  be  granted  to  F.  /•'/. 

4.  To  hold  D's  device  inoperative  and  to  grant  F  a  patent 
would  not  l)e  a  revei-sal  of  the  decison  of  the  couit,  since  it 
neither  held  that  D  was  entitled  to  a  patent,  nor  tliat  F  was  not 
entitled  to  a  patent.  The  Court's  decision  is  binding  only  on 
the  specific  matters  stated  to  be  before  it  for  decision  {Ex  parte 
French,  91  U.  S.  423;  ex  x>arte  Potts  &  Co.,  78  0.   G.   2049). 

Id. 

5.  After  reviewing  all  the  testimony.  Held,  that  the  explana- 
tion of  D. ,  as  to  delay  in  api)lying  for  a  patent,  while  plausible, 
was  not  satisfactory;  but  the  proofs  show  that  he  Avas  the  first 
inventor,  and  priority  is  awarded  to  him  over  the  patentee,  F. 

Dickey  v.  Fleming,  83  0.  G.  1348;  C.  D.  1898. 

G.  While  it  is  well  settled  that  claims  contained  in  the  rc-issue 
l)atent  which  were  asserted  in  the  original  api)licati()n,  but  were 
rejected  and  canceled,  will  not  be  sustained  by  the  courts,  and, 
therefore,  should  not  be  allowed  by  the  Office,  yet  this  question 
is  one  between  the  public  and  the  applicant  making  the  claims. 
This  question  of  estoppel  has  no  Ijearing  upon  the  question  of 
priority,  the  question  for  consideration  in  an  interference  pro- 
ceeding, and,  therefore,  will  not  be  considered  here.  (Hoeveler 
et  al.  V.  Verner  et  al,  43  MS.  Dec.  444,  448). 

Austin?;.  Winslow,  83  0.  G.  1991;  C.  D.  1898. 

7.  H.'s  date  of  invention  is  his  record  date,  April  3,  1894. 
M.  conceived  ihv  invention  and  made  a  eomj^lete  drawing  June 
28,  1887.  He  reduced  the  invention  to  practice  soon  after.  The 
clevice  was  then  stored  in  the  model  room  of  his  company,  and 
was  not  produced  until  the  institution  of  the  interft'i-cnce  i)ro- 
ceedings.     No  devices  of  the  kind  were  manufactured  for  any 
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purpose  and  no  exhibit  of  the  device  was  made  to  the  public, 
and  no  one  saw  it  except  Mason  and  one  or  two  other  employees 
of  his  company,  Held.,  that  M.  had  abandoned  the  invention  and 
priority  is  awarded  to  H.      (C.  A.  D.  C. ) 

*  Mason  v.  Hepburn,  84  0.  G.  147;  C.  D.  1898. 

8.  Considering  the  paramount  interest  of  the  public  in  its 
bearing,  upon  the  question  as  presented  here,  we  think  it  im- 
peratively demands  that  a  subsequent  inventor  of  a  new  and 
useful  manufacture  or  improvement  who  had  diligently  pursued 
his  labors  to  the  procurement  of  a  patent  in  good  faith  and 
without  any  knowledge  of  the  preceding  discoveries  of  another 
shall,  as  against  that  other,  who  has  deliberately  concealed  the 
knowledge  of  his  invention  from  the  public,  be  regarded  as  the 
real  inventor  and  as  such  entitled  to  his  reward. 

This  right  of  second  discoverer  has  been  recognized  with  con- 
siderable uniformity  for  a  number  of  years  in  the  administration 
of  the  Patent  Office.  (Duncan,  Acting  Commissioner,  in  Monce 
V.  Adams,  1  0.  G.  1  ;  Paine,  Commissioner,  in  Mallett  v.  Cog- 
ger, 16  0.  G.  45,  and  Farmer  v.  Brush,  17  0.  G.  150  ;  Marble, 
Commissioner,  in  Sheridan  v.  Latus,  25  0.  G.  501.)  And  again 
recently  by  Commissioner  Duell,  in  whose  decision  the  authori- 
ties are  extensively  reviewed.  (Mower  v.  Crisp  &  Copeland, 
83  0.  G.  155.) 

It  has  the  sanction  also  of  the  following  judicial  decisions  : 
Rowley  V.  Mason  (2  Am.  Law  Times  Rep.  lOG);  Consolidated 
Fruit  Jar  Co.  v.  Wright  (6  0.  G.  327;  12  Blatch.  149);  U.  S. 
Rifle  and  Cartridge  Co.  v.  Whitney  Arms  Co.  (11  0.  G.  373;  14 
Blatch.  94,  101);  Boyd  v.  Cherry  (4  McCreery,  70,  77);  Gaboon 
V.  Ring  (1  Cliff.  610);  White  v.  Allen  (2  Fish.  440,  454). 

In  Bates  v.  Coe  (15  0.  G.  337;  98  U.  S.  31,  46)  the  point 
was  not  directly  involved;  but  Mr.  Justice  Clifford  in  affirming 
the  right  of  the  inventor  to  keep  his  invention  secret  for  any 
length  of  time  without  modifying  his  right  to  a  patent  coupled 
it  with  the  following  exception,  as  if  one  of  uncpustioned  ajjpli- 
cation,  namel}*: 

Unless  anollier  in  the  rncruitiine  lias  made  tlie  same  iiiveiilion,  and  secured 
by  patent  the  exclusive  right  to  make,  use  and  vend  the  patented  improve- 
ment. Witliin  that  rule  and  subject  to  that  exception,  inventors  may  delay 
t(j  a])ply  for  a  |)aU'nt. 
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See  also  1  Robinson  on  Patents,  Section  390. 

In  some  of  the  decisions  the  first  inventor  is  regarded  as  hav- 
ing abandoned  the  field  to  other  inventors,  while  in  others  he  is 
held  to  have  lost  his  right  by  sleeping  too  long  u])on  it. 

Strictly  speaking,  abandonment  after  the  completion  of  an  in- 
ventive act  applies  in  a  case  where  the  right  of  the  public  to  the 
use  is  involved,  and  not  in  one  where  the  contention  is  between 
rival  claimants  merely  of  the  monopoly. 

The  true  ground  of  the  doctrine,  we  apprehend,  lies  in  the 
spirit  and  policy  of  the  patent  laws  and  in  the  nature  of  the 
equity  that  arises  in  favor  of  him  who  gives  the  public  the  ben- 
efit of  the  knowledge  of  his  invention,  Avho  expends  his  time, 
labor,  and  money  in  discovering,  perfecting,  and  patenting  in 
perfect  good  faith  that  which  he  and  all  others  have  lieen  led  to 
believe  has  never  been  discovered  by  reason  of  the  indifference, 
supineness,  or  willful  act  of  one  who  may,  in  fact,  have  discov- 
ered it  long  before.      (C.  A.  D.  C. )  */a. 

9.  One  who  has  made  an  invention  and  who  has  locked  it  up 
in  the  secrects  of  his  own  exclusive  knowledge  and  who  pro- 
duces it  only  when  a  rival  inventor  has  entered  the  field  cannot 
be  held  to  have  acted  in  accordance  with  the  policy  of  the  law 
or  with  the  spirit  and  i)urpose  of  the  Constitutional  provision 
relating  to  promoting  "  the  progress  of  science  and  useful  arts." 
Such  inaction  not  only  contravenes  the  interests  of  the  public, 
but  also  operates  to  injure  a  rival  inventor  who  in  the  meantime 
enters  the  field  of  invention  upon  the  faith  of  the  conditions  as 
they  appear  to  exist  and  upon  Avhich  he  is  entitled  to  rely.  (C. 
A.  b.  C.) 

*  Warner  V.  Smith,  84  0.  G.  311;  C.  D.  1898. 

10.  Probably  one  who  makes  an  invention  and  keej^s  it  within 
his  knowledge  and  fails  to  lay  claim  to  it  until  a  rival  has  en- 
tered the  field  is  not  barred  by  any  statute  from  making  his 
claim,  and  if  he  proves  his  case  he  and  not  his  rival  will  be  en- 
titled to  a  patent;  but  such  conditions  make  it  imperative  upon 
him  that  he  should  prove  his  case  beyond  all  reasonable  doubt, 
and  the  Patent  Office  and  the  courts  are  justified  in  j^resuming 
in  such  cases  that  what  is  claimed  to  be  reduction  to  practice  is 
no  more  than  mere  experiment  until  the  contrary  is  clearly 
shown.      (C.  A.  D.  C.)  "         */d  " 
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11.  ^Mlere  Smith  claims  to  have  reduced  the  invention  to 
practice  in  January,  1892,  and  thereafter  did  nothing  and  re- 
mained silent  for  three  years  and  nine  months,  although  there 
were  several  occasions  when  he  might  and  should  have  spoken 
if  his  invention  was  such  as  he  now  claims  it  to  have  been,  and 
he  made  no  movement,  either  through  the  Patent  Ofhce  or 
otherwise,  to  give  the  public  the  benefit  of  it  in  any  way,  and 
during  this  tinje  there  was  a  demand  for  the  invention,  and 
there  is  no  explanation  of  the  delay  in  filing  an  application, 
Held^  that  under  these  circumstances  the  presumption  is  in 
favor  of  the  theory  that  he  did  not  have  a  completed  invention 
in  January,  1892,  or  at  any  time  prior  to  the  filing  of  his  appli- 
cation in  the  Patent  Office.     (C.  A.  D.  C.)  */d 

12.  A  motion  to  define  the  status  of  the  parties  as  to  seniority 
in  advance  of  final  hearing,  denied.  It  is  simply  an  attempt  to 
induce  the  Office  to  decide  the  question  of  seniority  off  hand. 
An  interference  proceeding  is  for  the  purpose  of  reaching  a  con- 
clusion respecting  such  question. 

Converse  ct  al.  v.  Kerst,  84  0.  G.  1146;  C.  D.  1898. 

13.  It  is  well  settled  that  wliile  the  law  accords  the  right  to 
a  patent  to  the  later  applicant  who  connects  by  due  diligence  a 
prior  conception,  the  reduction  to  practice  must  be  by  the  appli- 
cant himself  or  by  his  authorized  agent  and  not  by  some  other 
third  party.  It  is  not  enough  to  entitle  the  ai)plicant  to  a  patent 
that  some  one  else  has  shown  the  i)racticability  of  the  invention 
by  reducing  it  to  practice.      (C.  A.  D.  C. ) 

*  Hunter  v.  Stikeman,  85  0.  G.  610;  C.  D.  1898. 

14.  It  is  a  manifest  inconsistency  that  parties  should  under 
oath  set  up  claim  to  the  invention  themselves  if  they  were  in 
fact  acting  for  and  in  behalf  of  another  party  to  the  interference 
in  merely  perfecting  his  invention  and  placing  him  in  position 
to  assert  his  rights.  ^Id. 

XVl.     PlMOUlTY. 

(/;)  Foreign  Patents. 
1.  A.  took  no  testimony,  but  relied  ujion  a  French  Patent, 
dated  October  19,  18*-):),  wbidi  was  issued  and  published  on 
on  January  12,  1894.  S.  proved  conception  on  January  10, 
1894,  and  reduction  to  practic(!  on  January  17,  1894:  Held,  that 
A.'s   date  of  invciiti.ni   is    .binuarv  12,    18i)-l,    tbe   date  of  the 
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j^ublicalion  of  his  foreign  j)atent,  and  as  tliere  was  no  delay  on 
S.'s  part  between  tlie  date  of  his  conception  and  the  date  of  his 
reduction  to  practice,  priority  is  awartled  to  8. 

Schmertz  v.  Appert,  83  0.  G.  1511;  C.  D.  1898. 
2.  It  is  the  settled  rule  of  the  Oflice  that  it  is  the  date  of  })ub- 
lication  of  the  foreign  patent,  and  not  the  date  of  application 
therefor,  which  controls  in  interference  proceedings.  (De 
Farranti  v.  Westinghouse,  Jr.,  52  O.  G.  457;  Appert  v.  Par- 
ker, 74  0.  G.  1587.  )  This  is  also  the  rule  of  the  courts.  (Am. 
Bell  Tel.  Co.  v.  Cushman,  et  cd.,  "65  0.  G.  135).  The  case  of 
Hanifen  v.  Godshalk  (79  0.  G.  510),  seems  to  hold  the  con- 
trary; but  the  weight  of  authority  is  clearly  as  first  above 
stated.  Id. 

XVI.  Priority. 

(r)  Prior  Reduction. 

1.  Although  F.  was  the  first  to  conceive,  D.  was  the  first  to 
reduce  to  proctice,  and  as  F.  did  not  use  due  diligence  in  per- 
fecting the  invention,  Held,  that  D.  should  be  awarded  priority. 
Decision  of  the  Commissioner  of  Patents  reversed.    (C.  A.  D.  C. ) 

*  Dodge  V.  Fowler,  82  0.  G.  595. 

2.  Where  the  testimony  showed  that  F.'s  delay  was  occasioned 
only  by  the  fact  that  some  one  to  whom  he  had  made  applica- 
tion refused  or  declined  at  the  time  to  construct  a  machine  for 
him,  Held,  that  if  such  a  cause  were  allowed  to  excuse  total 
inaction  in  regard  to  the  invention  and  the  discarding  of  it  for 
the  time  for  other  and  more  immediately  profitable  enterprises, 
it  is  difiicult  to  see  why  inaction  might  not  be  justified  forever 
and  all  rival  inventors  effectually  barred  out  of  the  field  of  in- 
vention.     (C.  A.  D.  C.)  ^  */(i. 

3.  After  reviewing  the  testimony.  Held,  that  while  Schmertz 
may  have  come  very  near  to  developing  the  process  of  the  issue 
prior  to  the  date  of  Appert' s  constructive  reduction  to  practice, 
he  lacked  at  least  the  final  step  that  would  have  demonstrated 
the  thoroughness  of  his  conception  and  crowned  his  labors  with 
success,  and  priority  awarded  to  Appert.      (C.  A.  D.  C. ) 

*Apperti;.  Schmertz,  84  0.  G.  508;  C.  D.  1898. 

XVII.  Reduction  to  Practice. 
(a)  Aciiud. 

1.   What  is  a  successful  construction  is  a  matter  the  determi- 


84  INTERFEREN'CE. 

nation  of  which  must  largely  depend  upon  the  nature  and  pur- 
pose of  the  device  in  the  particular  case,  as  well  as  upon  the 
special  circumstances  surrounding  the  alleged  construction  and 
use.  Some  devices  are  so  simple  and  their  purpose  so  obvious 
that  the  complete  construction  of  one  of  a  size  and  form  cap- 
able of  practical  use  might  be  regarded  as  a  sufficient  reduction 
to  practice,  without  actual  use  or  test  in  an  effort  to  demon- 
strate their  complete  success  or  probable  commercial  value. 
(C.  A.  D.  C.) 

*  Mason  v.  Hepburn,  84  0.  G.  147;  C.  D.  1898. 

2.  A  device  that  could  be  used  and  might  to  some  extent 
serve  the  jiurpose  for  which  it  was  designed,  Held,  to  be  not 
necessarily  a  reduction  to  practice.      (C.  A.  D.  C. ) 

*  Warner  r.  Smith,  84  0.  G.  311;  C.  D.  1898.     . 

3.  Complete  invention  must  amount  to  demonstration.  It 
must  be  shown  'to  have  passed  the  region  of  experiment — of 
possible  or  probable  failure — and  to  have  arrived  at  certainty 
by  being  embodied  in  the  form  intended,  capable  of  producing 
the  desired  result.  A  model  alone,  no  matter  how  complete  in 
detail  of  construction,  does  not  come  within  the  operation  of 
such  a  rule.  (Stephenson  r.  Goodell,  9  0.  G.  1195,  cited.) 
(C.  A.  D.  C.) 

*  Hunter  v.  Stikeman,  So  0.  G.  610;  C.  D.  1898. 

4.  A  device  which  has  all  the  essential  parts,  and  elements  of 
com[)leteness  and  which  was  used  in  fact,  is  entitled  to  be  con- 
sidered a  reduction  to  practice.      (C.  A.  D.  C. )  */(/. 
XVII.   Reduction  to  Practice. 

(b)  Diligeuce. 

1.  The  decision  of  the  Connnissioner  of  Patents  awarding 
priority  of  invention  to  S.  and  H.  affirmed  for  the  reason  that 
although  P.  was  the  first  to  conceive  he  was  the  last  to  reduce 
the  invention  to  practice  and  did  not  use  due  diligence  in  such 
reduction  to  ))ractice.      (C.  A.  D.  C. ) 

*  Piatt  r.  Shipl.'v  rt  al,  82  0.  G.  461;  C.  D.  1898. 

2.  A  person  caiiiiot  l)e  charged  in  law  with  an}'-  want  of  due 
diligence  before  the  advent  of  a  rival  inventor  upon  the  field; 
but  at  and  aTlci-  tliat  time  he  licconics  liable  to  lose  the  benefit 
of  bis  pr<'\'ioiis  conrciil ioiij  unless  he  uses  dm;  diligence.  De- 
lay foi'  llic  jiurposc  of  clwlioratiiin  and  pcrlVction  of  a  crude  con- 
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ception  may  well  be  commended;  but  it  will  not  be  excused 
where  no  such  end  is  in  view.      (C.  A.  J).  C. )  '■^''■Id. 

3.  The  fact  that  a  party  does  not  know  that  a  rival  has 
entered  the  field  is  no  excuse  for  delay,  since  tlie  risk  that  a  rival 
may  appear  at  any  time  is  something  which  every  inventor  is 
bound  to  contemplate  and  to  anticipate,  and  in  this  lies  the 
fundamental  reason  for  the  requirement  of  due  diligence. 
(C.  A.  D.  C.)  -/r/. 

4.  A  mistake  by  a  party  in  supposing  that  the  invention  was 
covered  by  a  prior  patent  granted  to  him  cannot  under  any 
known  principle  of  law  be  considered  a  good  excuse  for  delay 
in  perfecting  an  invention  or  filing  an  application  covering  the 
same.  Under  the  circumstances  of  this  case  the  applicant  is, 
furthermore,  chargeable  with  the  knowledge  possessed  by  his 
agent  or  attorney  as  to  the  scope  of  the  former  patent.  (C.  A. 
D.  C. )  */d 

5.  The  question  of  dilligence  cannot  be  determined  by  any 
general  rule  applicable  to  all  cases,  but  necessarily  depends  upon 
the  special  circumstances  of  each  case  as  it  rises.      (C.  A.  D.  C. ) 

=^McCormick  v.  Cleal,  83  0.  G.  1514;  C.  D.  1898. 

6.  In  granting  patents  the  interests  of  the  public  are  the  pri- 
mary consideration,  and  to  these  the  privileges  granted  to  in- 
ventors are  secondary  and  subordinate. 

When  an  inventor  in  any  manner  or  for  any  reason  refuses  to 
give  to  the  public  the  benefit  of  his  invention,  the  public  are 
entitled  to  withdraw  from  him  the  special  protection  accorded 
to  him  for  his  invention.  On  this  principle  an  inventor  is  re- 
quired to  be  diligent  in  reducing  his  conception  or  invention 
to  practice.      (C.  A.  D.  C. ) 

*  Warner  V.  Smith,  84  0.  G.  311;  C.  D.  1898. 
XVn.   Reduction  to  Practice. 
{(■)  Drawings  and  Sketches. 

1.  Where  Y.  offerered  in  evidence  a  drawing  said  to  have 
been  made  during  a  certain  time  wdiich  is  fixed  by  dates  written 
on  the  drawing,  and  there  is  only  Y.'s  unsupported  allegation 
that  he  made  the  drawing  at  that  time,  Held,  that  such  testi- 
mony is  insufficient  to  establish  these  dates.  (Dickson  v.  Kins- 
man, 18  0.  G.  1224,  considered.) 

Young  r.  Donnelly,  82  0.  G.  1417;  C.  D.  1898. 
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2.  In  an  interference  proceeding,  the  unsupported  testimony 
of  a  party  to  such  an  interference  is  not  sufficient  to  warrant  a 
finding  that  drawings  made  and  offered  in  evidence  by  such 
party  were  made  at  the  claimed  date.  Id. 

3.  Perfected  drawings  showing  an  invention  cannot  be  re- 
garded as  a  reduction  to  practice  of  the  invention.  (C.  A. 
D.  C.) 

*McCormick  v.  Cleal,  83  0.  G.  1514;  C.  D.  1898. 

4.  A  drawing  perfect  in  every  detail  and  plainly  demonstrat- 
ing the  principle  and  practical  utility  of  an  invention  is  not  re- 
duction to  practice,  nor  is  a  model  designed,  constructed  and 
intended  merely  as  a  model.      (C.  A.  D.  C. ) 

*  Mason  v.  Hepburn,  84  0.  G.  147;  C.  D.  1898. 

XVII.   Reduction  to  Practice. 

(d)  Experiments  Abandoned  and  Unsuccessful. 
Killinger  stood  on  his  record  date  of  July  25,  1892.  Guilbert 
clainied  to  have  conceived  the  invention  and  reduced  it  to 
practice  in  November,  1891.  Held,  that  the  exhibit  offered  by 
Guilbert  to  show  reduction  to  practice  was  at  best  nothing  more 
than  a  mere  experimental  model  abandoned  or  laid  aside  and 
recalled  afterward  by  the  publication  of  Killinger' s  patent. 
The  decision  of  the  Commissioner  awarding  priority  to  Killinger 
affinned.     (C.  A.  D.  C.) 

*  Guilbert  v.  Killinger,  84  0.  G.  313;  C.  D.  1898. 

XVII.   Reduction  to  Practice. 
(c)    Working  Model. 
A  small  experimental  model  of  a  size  not  calculated  to  1)6 
of  any  practical  value,  never  intended  to  be  more  than  an  illus- 
tration, put  away  after  it  was  made  and  of  which  no  use  Avas 
attempted  to  be  made  until  after  the  declaration  of  interference, 
does  not  constitute  a  reduction  to  })ractice.      (C.  A.  D.  C. ) 
^Ilunicr  r.  Stikcuinn,  85  0.  G.  GIO;  C.  D.  1898. 

X\'I1.     IvEDUCTION  to   I*1;.\(   IK  )•;. 

(/)   Exhibits. 

Cards  attached  to  exhibits  mid  bearing  signatures  subsecpiently 

identified  by  the  signers  and  staletl  by  tbcin  to  have  been  made 

on  the  dates  specified  upon  th(>  cards,  aic  not,  in  the  absence  of 

identification  by  the  signers  of  the  exliibits  thtinselves,  sufficient 
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proof  of  the  existence  of  the  exhibits  themselves  on  the  dates 
mentioned. 

Guilbert  t:  Kilhnger,  82  0.  G.  1561;  C.  D.  1898. 
2.  The  rules  of  the  Patent  Office  do  not  require  that  paper 
exhibits  should  be  reproduced,  so  that  copies  may  be  furnished 
for  the  convenience  of  the  various  tribunals  of  the  Office  and  for 
the  attorneys  for  the  adverse  parties.  In  the  absence  of  such  a 
rule  it  is  not  within  the  discretion  of  the  Commissioner  of  Pat- 
ents to  make  such  a  requirement. 

Freeman  v.  Bernstein  et  al,  83  0.  G.  155;  C.  D.  1898. 

XVIII.  Service  of  Notice. 

The  death  of  the  applicant,  Woodworth,  necessarily  operated 
as  a  revocation  of  the  i)ower  of  attorney  originally  given  by  him. 
There  was  no  one  in  the  case  at  the  time  the  interference  was 
declared  to  whom  notice  of  the  declaration  could  be  sent.  The 
decision  in  the  case  of  Decker  r.  Loosley  (77  0.  G.  2140)  indi- 
cates the  manner  in  which,  in  case  of  the  death  of  an  inventor, 
legal  notice  may  be  given  of  interference  proceedings.  No  such 
notice  was  in  fact  given  in  this  case.  The  legal  representative  of 
the  deceased  inventor,  not  having  received  legal  notice  of  the 
proceedings,  is  not  bound  by  them.  The  administratrix  could 
no  doubt  legalize  the  proceedings  in  the  interference  by  waiving 
notice.  As  she  does  not  waive  notice,  but  insists  that  by  reason 
of  lack  of  notice  to  her  the  proceedings  are  null  and  void,  they 
must  be  so  declared. 

The  decision  awarding  priority  to  Heinn  in  the  interference 
and  the  subsequent  rejection  of  the  claims  of  Woodworth' s  ap- 
plication must  be  and  are  hereby  set  aside. 

^x  par^e  Woodworth,  84  O.'g.  811;  C.  D.  1898. 

XIX.  Statutory  Bar. 

1.  Although  priority  of  invention  is  awarded  to  D.  over  F. , 
yet  it  is  not  to  be  understood  by  the  decision  in  awarding  priority 
to  D.  that  he  is  entitled  to  a  patent  for  his  invention,  for  from 
the  statements  of  the  Commissioner  and  the  Board  of  Examiners 
the  inference  to  be  drawn  would  seem  to  be  that  D.'s  device  is 
found  to  he  wanting  in  patental)ility  and  therefore  that  the 
declaration  of  interference  was  leased  ujxni  mistake  or  inadvert- 
ence.    (C.  A.  D.  C.) 

*  Dodge  r.  Fowler,  82  0.  G.  595. 
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2.  While  no  motion  was  made  by  F.  to  dissolve  the  interfer- 
ence, 3'et  if  under  the  law  and  the  rules  of  the  Patent  Office  it  is 
not  improper  after  adjudication  of  priority  of  invention  to  refuse 
a  patent  to  the  successful  party  in  the  interference  proceedings 
upon  grounds  that  have  first  been  developed  in  those  proceed- 
ings or  upon  grounds  manifested  at  any  time  after  the  declara- 
tion of  interference,  the  court  in  its  decision  on  priority  is  not  to 
be  understood  as  precluding  such  action  by  the  Office.  (C.  A, 
D.  C.)  */f/. 

3.  The  question  of  apparent  grounds  for  refusing  Letters 
Patent  to  a  party  in  interference  is  not  directly  a  part  of  the 
question  of  priority,  and  failure  on  the  part  of  the  Examiners- 
in-Chief  to  call  attention  to  such  grounds  is  not  reviewable  by 
the  Commissioner. 

Stupakoff  V.  Johnson,  84  0.  G.  982. 
XX.  Suspension. 

(rt)  In  General. 

1.  While  under  rule  126  the  Commissioner  may  before  judg- 
ment on  the  question  of  priority  suspend  the  interference  and 
remand  the  case  to  the  Primary  Examiner  for  consideration  of 
any  matter  to  which  his  attention  is  called  by  the  Examiners- 
in-Chief  as  establishing  the  fact  that  no  interference  in  fact 
exists,  neither  the  rule  nor  the  practice  contemplates  such  action 
unless  the  ground  therefor  is  entirely  clear. 

O'Rourke  r.  Gillespie,  84  0.  G.  984;  C.  D.  1898. 

2.  A  separate  motion  for  suspension  should  be  filed  and 
should  be  supported  by  a  showing  as  to  why  a  suspension  is 
necessary  during  the  consideration  of  the  other  motion  filed. 
Unless  and  until  an  order  suspending  proceedings  is  made  the 
retjuiremeut  tlmt  testimony  be  taken  remains  in  force.  (Birrell 
V.  Regan,  02  MS.  Dec.  149.) 

Leonard  v.  Chase,  84  0.  G.  1727;  C.  D.  1898. 

3.  Wlien  a  party  relies  on  his  motion  being  granted  and  thus 
fails  to  take  testimony  within  tlic  time  set,  he  does  so  at  his 
own  risk,  since  he  Ims  no  right  to  an  extension  of  time  if  his 
motion  is  denied.  Id. 

4.  Rule  120  does  not  authorize  llie  ( 'ommissioner  to  suspend 
an  infei-l'ereni'e  only  when  his  nttention  has  been  called  to 
certain  mutters  l-y  the  lv\:iniiner  of  Interferences  or  the  Exam- 
in(;rK-in-('hiel',  hiil  he  ni;iy  suspend  ;in(l  dissolve  an  interference 
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on  his  own  motion  whenever  he  considers  tliat  justice  and 
equity  require  it.  (Fowler  et  aL  v.  Benton,  17  O.  Ci.  266;  Von 
Welsbach  v.  Lungren,  48  0.  G.  537,  and  Bechnian  r.  AVood,  68 
O.  G.  2088,  cited.) 

Bender  t'.  Hoffmann,  85  0.  G.  1737;  C.  D.  1898. 

XX.  Suspension 

(/;)  For  consideration  of  new  references.      Rule  128. 

1.  Wliere  the  transmission  to  the  Primary  Examiner  of  a 
motion  to  dissolve  is  refused  on  the  ground  of  lack  of  diligence 
in  presenting  it,  but  in  the  decision  of  the  Commissioner  the 
attention  of  the  Primary  Examiner  is  called  to  the  reference 
upon  which  the  motion  is  based  for  action  under  Rule  128,  Held, 
that  if  in  the  opinion  of  the  Examiner  the  reference  does  not 
anticij^ate  the  invention,  he  may  properly  refuse  to  request  a 
suspension  or  grant  a  hearing  to  the  parties. 

Hageman  r.  Young,  82  0.  G.  1049;  C.  D.  1898. 

2.  The  "  reference  "  referred  to  in  Rule  128,  necessarily  means 
one  that  seems  to  the  Examiner  to  anticipate  the  claims  of  at 
least  one  of  the  parties,  since  he  would  not  be  justified  in  sus- 
pending proceedings  and  putting  the  parties  to  the  dela}-  and 
trouble  incident  thereto  in  view  of  any  patent  or  publication 
w'hich  in  his  o])inion  is  not  an  anticijiation.  Id. 

3.  After  a  party,  by  delay,  has  lost  his  right  to  make  a  motion 
for  dissolution,  the  opinion  of  the  Examiner,  and  not  tliat  of  the 
party  himself,  as  to  the  pertinency  of  the  reference  is  to  govern 
in  determining  whether  a  hearing  shall  or  shall  not  be  granted 
on  the  question.  If  it  is  held  to  be  not  pertinent,  the  parties 
have  no  right  to  be  heard  or  to  appeal  from  the  holding.     Id. 

4.  A  letter  written  by  the  Examiner  to  the  Examiner  of  In- 
terferences, informing  him  that  he  has  considered  the  reference 
called  to  his  attention,  but  does  not  consider  it  an  anticipation, 
and  therefore  refuses  to  request  a  suspension  of  the  proceed- 
ings, is  not  an  action  in  the  case  such  as  requires  notice  to  the 
parties.  Id. 

XXI.  Testimony. 
(a)  7/1  Genercd. 

1.  It  is  not  necessary  that  documents  from  which  a  witness 
may  have  refreshed  his  m.emory  as  to  dates  be  produced  at  the 
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examination;  l)iit  the  failure  to  do  so  would  often  cause  the 
facts  to  be  regarded  as  of  little  weight.  When  produced  and 
used  to  assist  the  memory,  they  need  not  be  offered  as  evidence, 
and  in  a  majority  of  instances  they  would  be  inadmissible,  if 
offered.      (C.  A.  D.  C. ) 

*McCormick  v.  Cleal.,  83  0.  G.  1514;  C.  D.  1898. 

2.  Where  it  appeared  that  in  an  interference  proceeding  one 
of  the  ])arties  offered  in  evidence  copies  of  certain  letters  con- 
tained in  certain  letter-books  and  on  objection  by  counsel  for 
the  other  party  the  letter-books  were  themselves  put  in  evidence 
with  the  understanding  that  they  should  remain  in  possession 
of  the  party  oft'ering  them,  subject  to  production  upon  notice, 
and  where  it  further  appeared  that  upon  failure  of  such  party 
to  produce  these  books  on  a  motion  the  Examiner  of  Interfer- 
ences required  him  to  produce  these  books,  but  permitted  him 
to  seal  up  certain  portions  foreign  to  the  case  before  producing 
them  for  the  inspection  of  counsel  for  the  opposing  party,  Held, 
that  the  letter-books  having  been  introduced  into  the  case  as 
evidence  were  in  evidence  in  so  far  as  anything  contained  in 
them  is  relative  to  the  case  for  all  purposes  and  must  be  open  to 
the  inspection  of  the  opposing  counsel  without  restriction. 
The  relevancy  of  matter  contained  in  said  books  cannot  be  left 
to  the  determination  of  the  party  introducing  them. 

Boch  r.  Locke,  85  0.  G.  1226;  C.  D.  1898. 

3.  The  rule  that  if  a  deposition  is  in  any  respect  open  to  ir- 
regularities the  objection  must  be  taken  before  the  cause  goes  to 
hearing  is  as  salutary  and  as  necessary  in  interference  proceed- 
ings in  the  Patent  Office  as  it  is  in  the  ordinary  courts  of  justice. 
(C.  A.  I).  C.) 

'-!=  Meyer  ct  al.  v.  Rothe,  84  O.  G.  649;  C.  D.  1898. 

4.  Rothe,  who  is  a  German,  was  not  conversant  with  the 
Englisli  language.  The  notary  pubHc  before  whom  Rothe's  tes- 
timony was  adduced  acted  as  commissioner  and  took  down  the 
answers  of  Rothe  in  the  English  language,  after  having  inter- 
preted the  iiileiTogatories  to  him  in  German,  without  being 
sworn  as  an  iiilci|iieter,  IlchJ,  lliat  the  d.oposition  so  taken  was 
admissible  ami  that  it  was  not  necessary  to  swear  the  notary  as 
interpreter.      (('.  A.  I).  C.)  "^Id. 

5.  The    uiiirorni  tenor  of   the   ilecisioiis   is   to   the   effect  that 
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when  an  interpreter  is  recjuiretl  he  shall  1)6  sworn  as  a  witness, 
but  that  no  interpreter  is  required  when  the  officer  taking  the 
deposition  is  himself  conversant  with  the  language  of  the  wit- 
ness, and  when  no  interpreter  is  required  there  can  be  no  re- 
c^uirernent  of  an  oath  to  interpret  faithfully.  Unless  error  or 
unfairness  is  affirmatively  shown  the  official  character  of  the 
officer  taking  the  deposition  and  his  official  certificate  thereto 
conformably  with  the  requirements  of  law  are  sufficient  guaran- 
tee that  the  duty  imposed  upon  him  by  law  has  been  faithfully 
performed.     (C.  A.  D.  C.)  ^  */(/. 

6.  While  there  may  be  cases  where  it  would  be  proper  that 
the  officer  should  be  specially  sworn  as  an  interpreter,  yet  a  de- 
position should  not  be  rejected  merely  because  it  does  not  ap- 
pear affirmatively  that  the  officer  has  been  sworn  to  report 
correctly  the  answers  of  a  witness  given  in  a  foreign  language 
with  which  the  officer  is  himself  familiar.    (C.  A.  I).  C. )    */d. 

7.  Our  depositions  are  required  to  be  in  the  English  langviage, 
and  in  that  language  alone  is  the  officer  required  to  take  them 
down  and  return  them.  There  can  be  no  objection  to  a  depo- 
sition signed  by  a  witness  not  conversant  with  the  English  lan- 
guage. Such  a  deposition  is  not  different  in  principle  from  one 
signed  by  a  witness  who  cannot  read  or  write  and  who  signs  by 
mark.      (C.  A.  D.  C.)  "^Id. 

8.  Held,  that  the  position  taken  by  Meyer  et  al,  that  the  tes- 
timony on  behalf  of  Rothe  does  not  sufficiently  identify  the  in- 
vention in  issue,  is  not  well  founded,  and  the  decision  of  the 
Acting  Commissioner  awarding  priority  to  Rothe  affirmed.  (C. 
A.  D.  C.)  '  ^Id. 

9.  While  each  tribunal  must  decide  for  itself  what  of  the  evi- 
dence presented  to  it  is  pertinent  and  admissible,  decision  on  a 
motion  to  strike  out  certain  testimony,  coupled  with  a  motion 
for  leave  to  introduce  evidence  in  reply  should  such  testimony 
be  held  pertinent  and  admissible,  should  be  rendered  at  such 
period  in  the  proceedings  that  neither  party  shall  be  dej^rived 
of  rights  which  justly  belong  to  him. 

Valley  r.  Wurts,  84  O.  G.  985;  C.  D.  1898. 

10.  As  the  effect  of  refusing  to  decide  upon  the  pertinency 
and  admissibility  of  evidence  prior  to  final  hearing  would 
deprive  the   party   who   moves   to  strike  out  testimony  taken 
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by  his  opponent  of  the  right  to  ofTer  evidence  in  reply  practi- 
cally without  a  hearing  and  Avithout  possibility  of  appeal,  the 
Examiner  of  Interferences  is  directed  to  determine  the  question 
before  final  hearing.  Id. 

11.  It  is  a  matter  of  grave  doubt  whether  a  junior  party  hav- 
ing before  him  at  the  time  of  taking  his  testimony-in-chief  the 
application  file  of  his  opponent  is  not  bound,  if  he  is  to  attack 
this  in  any  way,  to  attack  it  at  such  period  of  the  proceedings 
that  his  opponent  may  have  an  opportunity  to  reply.  When 
the  senior  party  relied  on  his  application  file  and  introduced 
no  additional  evidence  after  the  closing  of  the  tcstimony-in- 
chief  of  the  junior  party,  it  is  difficult  to  see  what  there  was 
for  the  junior  party  to  rebut.  Id. 

12.  Appeal  from  decision  of  Examiner  of  Interferences  deny- 
ing motion  to  strike  out  testimony  dismissed,  the  moving  party 
having  been  given  opportunity  to  introduce  evidence  in  reply, 
the  question  having  been  decided  prior  to  final  hearing  only 
because  if  deferred  until  such  hearing  the  moving  party  would 
then  be  unable  to  offer  evidence  in  reply.  It  being  necessary  to 
the  independent  judgment  of  each  tribunal  that  it  should  de- 
termine such  questions  for  itself,  its  decision  is  not  reviewable 
in  advance  of  final  hearing. 

Valley  v.  Wurts,  84  O.  G.  986;  C.  D.  1898. 
XXI.  Testimony. 

(h)  Admissibility  of  Records  in  Former  Cases. 

1.  In  considering  a  motion  by  a  party  after  his  time  for  tak- 
ing testimony  has  expired  that  he  be  permitted  to  use  in  one 
interference  testimony  taken  in  another,  it  must  be  decided  not 
only  whether  the  testimony  itself  is  admissible,  but  whether  the 
party  lias  any  right  at  that  time  to  introduce  any  evidence, 
whether  in  the  form  rc(iucsted  or  any  other  form. 

Stone  r.  Hutin  cl-  Eel.lanc,  84  6.  G.  1731;  ('.   D.  1898. 

2.  Rule  157  i-clates  lucrcly  to  the  foi'ni  of  the  evidence  and 
docs  not  modify  in  any  way  the  other  rules  in  reference  to  the 
time  within  which  testimony  must  be  taken  and  therefore 
evidence  wliidi  is  not  ndniissiMf  under  such  otlici-  rules  cannot 
l)e  admitted,  merely  Itecause  presented  in  a  dilTerent  form  under 
Rule  157.  "  Id. 

?).    A  parlv  must  eoiit(iii|(late  and   guaivl   against  all  ordinary 
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attacks  on  his  evidence,  and  ^vhere  he  introduces  t'oi'eiirn  patents 
and  i)ublications  as  disclosing  the  invention  they  arc,  Hke  other 
evidence,  open  to  consideration  and  explanation  by  his  oppo- 
nent in  his  rebuttal  testimony,  and  the  fact  that  he  introduces 
evidence  to  show  that  they  do  not  disclose  the  invention  is  no 
ground  for  the  allegation  of  surprise.  It  furnishes  no  good 
reason  for  taking  more  testimony.  Id. 

XXI.  Testimony. 

(c)   Extension  of  time  f 07-  taking. 

1.  An  affidavit  by  an  attorney  in  support  of  a  motion  to  ex- 
tend the  time  for  taking  testimony,  setting  forth  merely  that  he 
is  informed  that  a  certain  witness  is  now  absent  from  his  place 
of  residence  and  is  at  such  a  distance  therefrom  that  he  cannot 
be  communicated  with  by  mail  in  less  than  fifteen  days,  and 
that  a  letter  and  a  telegram  addressed  to  him  have  brought  no 
reply,  is  not  such  showing  as  is  required  in  Rule  154  (4)  and 
does  not  w^arrant  the  granting  of  the  motion. 

Cirkel  and  Killing  v.  Kilhng,  85  0.  G,  1224;  C.  D.  1898. 

2.  Since  a  party  to  the  interference  has  a  knowledge  of  the 
time  within  which  testimony  must  be  taken  and  has  control 
over  his  own  movements,  his  voluntary  absence  during  the  time 
of  taking  testimony  is  a  Avaiver  of  his  right  to  testify.  Such 
absence  therefore  furnishes  no  ground  for  an  extension  of  time 
unless  it  shall  be  clearly  shown  tliat  his  absence  without  having 
testified  was  unavoidable.  Id. 

XXI.  Testimony. 

((/)  Irrelevant. 
Where  the  questions  presented  by  a  motion  to  suppress  testi- 
mony involve  a  consideration  of  the  entire  record,  such  as  is 
necessarily  given  on  the  merits  of  the  case,  it  is  the  establis-hed 
practice  to  postpone  such  consideration  until  the  case  comes  up 
regularly  for  final  decision  on  the  question  of  priority. 
Knight  v.  Morgan,  82  0.  G.  187;  C.  D.  1898. 

XXXII.  Vacating  Judgment. 

1.  Where  after  the  decision  of  the  Court  of  Appeals  of  the 
District  of  Columbia  a  petition  was  made  praying  that  the 
award  of  priority  be  set  aside  upon  the  ground  that  no  interfer- 
ence in  fact  existed  between  the  claims  of  the  parties,  Held,  that 
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after  an  award  of  priority  by  the  Court  of  Appeals  in  an  inter- 
ference i^roceeding  the  Commissioner  of  Patents  has  no  power 
to  vacate  the  court's  decision.  To  do  so  would  be  in  effect  to 
hold  that  an  inferior  tribunal  can  nullify  the  decision  of  a 
higher  tribunal. 

Ex  parte  Guilbert,  85  0.  G.  454;  C.  D.  1898. 

2.  In  an  interference  proceeding  after  testimony  has  been 
taken  thereon  and  the  various  tribunals  of  the  Patent  Office  and 
the  Court  of  Appeals  of  the  District  of  Columbia  have  passed 
upon  the  issue  and  made  an  award  of  priority,  Held,  that  it  is 
too  late  to  vacate  the  proceedings  on  the  ground  that  no  inter- 
ference in  fact  exists.  Id. 

3.  A  motion  to  vacate  a  judgment  of  priority  cannot  be 
granted  upon  the  ground  of  deceit  on  the  part  of  his  attorney 
when  it  appears  that  the  party  bringing  the  motion  asserted  in 
a  letter  that  he  had  made  no  opposition  and  asked  the  price  of 
his  opponent's  right.  An  affidavit  of  such  party  that  such  let- 
ter was  written  at  the  instigation  of  his  attorne}'  and  was  copied 
from  a  draft  furnished  by  said  attorney  cannot  overcome  the 
presumption  raised  by  the  letter. 

Corson  v.  Houser,  85  0.  G.  1225;  C.  D.  1898. 

Interfering  Patents. 

I.  Same  Inventor. 
II.  Different  Inventors. 

I.   Same  Inventor. 

1.  Where  a  ])atentee,  in  order  to  secure  minor  improvements 
and  limited  combinations,  is  compelled  to  describe  his  broad 
invention  in  an  application  which  became  a  patent  prior  to  the 
])atcnt  in  suit,  the  latter  patent  being  delayed  in  the  Patent 
Oflice  by  interference  ]»ro('eedings,  Held,  that  the  latter  patent  is 
not  invalid  inidcr  the  doctrine  of  Miller  v.  Eagle  Co.  (151  U.  S. 
186).      (C.  C.) 

*  Allington  &  Curtis  M'f'g  Co.  v.  Glor  et  a/.,  82  0.  G.  189; 

C.  D.  1898. 
•-^^Allington  &  Curtis  WPg  Co.  r.  Globe  Co.,  89  Fed.  Rep. 

8(;5. 

2.  Will  re  two  palciils  are  grantccl  to  the  same  person  on  the 
snnic  diilr  for  sulisl;iiiti;ill v  flic  siniic  invention,  because  of  some 
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arbitrary  rule  of  the  Patent  Otllce  or  other  reason,  tlie  rule  of 
Accumulator  Co.  v.  Electric  Co.,  61  0.  G.  886,  C.  D.  1892,  may 
be  api)liecl,  and  upon  the  finding  of  the  validity  of  one  the 
assignment  or  sale  of  the  other  should  be  jtrohibited.  (C.  C.) 
*H.  W.  Johns  M'f'g  Co.  v.  Robertson  et  uL,  89  Fed.  Rep. 
504. 
II.   Different  Inventors. 

A  proceeding  under  §  4918  of  the  Revised  Statutes  involves 
no  other  question  than  that  of  priority  between  interfering  pat- 
ents. (Electric  Co.  v.  Brush  Electric  Co.,  44  Fed.  Rep.  602- 
608.)     (C.  C.) 

*  Palmer  Pneumatic  Tire  Co.  v.  Lozier,  84  Fed.  Rep. ,  654. 

Judicial  J^otice. 

The  court  cannot  presume  to  have  such  judicial  knowledge  of 
the  state  of  the  art  ten  years,  or  even  eight  years,  prior  to  the 
filing  of  the  demurrer,  with  reference  to  so  special  a  matter  as 
that  to  which  this  patent  relates,  as  to  enable  it  to  foresee  that 
no  possible  state  of  proofs  would  sustain  the  demurrer  for  want 
of  invention.      (C.  C. ) 

*  Patent  Button  Co.  v.  Consolidated  Fastener  Co. ,  84  Fed. 
Rep.  189. 

Jurisdiction. 

I.   Examiner  of  Interferences. 
II.  Examiners-in-Chief. 

III.  Commissioner. 

IV.  Federal  Courts. 

(a)  Court  of  Appeals,  Dist.  of  Columbia. 

(b)  District  and  Circuit  Courts. 
I.  Examiner  of  Interferences. 

The  transmission  of  a  motion  provided  for  b}'  the  rules  by  the 
Examiner  of  Interferences  to  the  Primary  Examiner  for  his 
decision  does  not  give  the  Primary  Examiner  jurisdiction  for  all 
purposes,  l)ut  onl}"  for  consideration  of  the  motion  transmitted. 
Jurisdiction  as  to  all  other  matters  respecting  the  interference 
clearly  remains  with  the  Examiner  of  Interferences,  and  he  has 
authority  to  entertain  motions  to  dissolve  or  any  other  motions 
which  may  under   the  rules  be  made.      (Hutt  &  Phillips  v. 
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Fogelsong,  60  0.  G.  1477,  and  Jenne  and  Brown  v.  Booth,  45 
MS.  Dec.  88  cited. ) 

Crocker  v.  Allderdice,  84  0.  G.  1434;  C.  D.  1898. 

II.  Examikers-in-Chief. 

1.  When  the  Examiners-in-Chief  refused  to  consider  claims 
rejected  by  the  Primary  Examiner  and  appealed  to  them,  on 
the  ground  that  the  Examiner  had  no  authority  to  re-open  the 
case  after  a  decision  by  the  Commissioner  on  the  merits,  and 
that  therefore  the  Examiners-in-Chief  are  without  juris- 
diction to  consider  claims  rejected  by  the  Examiner,  Held,  that 
the  record  shows  that  the  case  was  re-opened  by  the  Assistant 
Commissioner  under  Rule  142,  and  when  so  re-opened  it  was 
re-opened  for  all  purposes — for  the  presentation  of  such  claims 
as  the  applicant  saw  fit  to  ofTer  and  for  consideration  and  re- 
examination by  the  Examiner  de  novo,  just  as  was  done.  The 
Examiner  did  not  exceed  his  authority,  but  acted  within  the 
practice  and  clear  intent  of  the  Assistant  Commissioner's  de- 
cision. The  Examiner,  having  the  second  time  rejected  certain 
claims,  and  appeals  having  been  taken  to  the  Examiners-in- 
Chief,  the  case  Avas  within  their  jurisdiction,  and  they  should 
have  considered  the  ayjpealed  claims  on  their  merits. 

Exj)arte  Lynch  and  Hough,  83  0.  G.  1209;  C.  D.  1898. 

2.  The  question  as  to  the  operativeness  of  D. 's  device  clearly 
involves  the  merits,  and  if  an  appeal  was  proper  at  all  it  should 
have  been  taken  to  the  Examiners-in-Chief  rather  than  to  the 
Commissioner. 

Fowler  v.  Dodge,  85  0.  G.  1584;  C.  D.  1898 

III.  Commissioner. 

1.  The  Connnissioner  is  warranted  in  taking  jurisdiction  of 
and  granting  a  petition  to  restrain  an  Examiner  from  declaring 
an  interference,  when  it  clearly  apixars  tliat  the  Examiner's 
intended  action  is  contrary  to  the  practice  of  the  Otlice  as  indi- 
cated by  the  decisions  of  the  Commissioner.  (Citing  ex  parte 
Baker,  G4  MS.  Dec.  71.) 

E.r  parte  Whiinoy,  83  0.  G.  1059;  C.  D.  1898. 

2.  W'hatcncr  may  be  the  individual  oi)inionsof  an  p]xamin('r, 
(lie  oidi  rlv  course  of  liusiness  re(iuir('S  that  the  decisions  of  the 
Coiiiiiiissioiiir  lie  rolloucd.  Id. 
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IV.  Federal  Courts. 

(a)   Court  of  Appeals,  D.  C. 

1.  Where  each  party  to  an  interference  attacks  the  invention 
of  the  other  as  impracticable  and  therefore  devoid  of  patentable 
novelty,  Held,  that  that  is  a  question  which  the  Court  of  Ap- 
peals of  the  District  of  Columbia  cannot  consider  in  an  inter- 
ference proceeding.  That  tliere  may  be  extreme  cases  in  which 
it  would  be  proper  in  interference  proceedings  to  raise  and 
determine  the  question  of  the  patentability  of  the  device  in 
controversy  may  be  conceded,  but  ordinarily  no  such  question 
can  arise  in  this  court  in  such  proceedings.      (C.  A.  D.  C. ) 

*  Dodge  V.  Fowler,  82  0.  G.  595;  C.  D.  1898. 

2.  The  practice  of  the  Patent  Office  is  not  a  matter  for  regu- 
lation by  the  Court  of  Appeals  of  the  District  of  Columbia,  and 
irregularities  therein,  even  if  patent  on  the  record,  would  only 
be  considered  by  this  court  when  some  substantial  right  of  a 
party  has  been  denied,  and  the  point  saved  for  presentation  on 
appeal.     (C.  A.  D.  C. ) 

*Neill  V.  Com'r  of  Patents,  82  0.  G.  749;  C.  D.  1898. 

3.  Where  appellant  claimed  that  patents  were  Avrongly  granted 
to  E. ,  and  that  after  he  had  adopted  E.'s  claims  his  application 
should  have  been  placed  in  interference  with  E.,  Held,  that 
whether  the  grant  of  E.'s  patents  was  right  or  wrong  or  capable 
of  satisfactory  explanation  and  whether  an  interference  should 
be  declared  are  matters  not  within  the  jurisdiction  of  the  Court 
of  Appeals  of  the  District  of  Columbia.      (C.  A.  D.  C. )    ^^Id. 

4.  If  the  Court  of  Appeals  of  the  District  of  Columbia  had  a 
right  to  inquire  into  the  propriety  of  the  issue  of  patents  to  E., 
and  it  was  plain  that  an  error  had  been  committed  therein,  that 
would  not  excuse  a  similar  error  in  favor  of  the  applicant  in 
order  that  he  might  be  put  in  interference  with  him  (E. ). 
(C.  A.  D.  C.)  */rf. 

5.  The  rulings  on  questions  of  mere  practice  in  the  Patent 
Office  will  not  be  reviewed  in  this  court  unless  it  appears  that 
there  has  been  an  abuse  in  the  exercise  of  discretion  and  that 
substantial  rights  have  been  thereby  affected  or  denied.  The 
practice  of  refusal  by  the  Commissioner  to  remand  a  case  to  the 
Primary  Examiner  is  settled  by  the  decisions  of  the  Patent 
Office.     (C.  A.  D.  C.) 

^Marshutz  v.  Com'r  of  Patents,  ^b  0.  G.  778;  C.  D.  1898. 
7 
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IV.  Federal  Courts. 

(h)   District  and  Circuit  Courts. 

1.  The  j^leas  dispute  the  jurisdiction  of  the  court  on  the 
ground  that  neither  of  the  defendants  served  with  process  within 
this  district  was  at  the  time  of  such  service  a  citizen  of  this  state 
or  resident  of  this  district.  The  question  thus  presented,  which 
has  been  variously  decided  by  the  circuit  courts,  must  now  be 
determined  in  favor  of  the  complainants,  so  far  at  least  as  this 
court  is  concerned,  upon  the  authority  of  Southern  Pacific  Co. 

V.  Earl,   82  Fed.    Rep.   690,   694,   affirming  Earl  v.   Southern 
Pacific  Co.,  75  Fed.  Rep.  609.      (C.  C.) 

*  Westinghouse  Air  Brake  Co.   v.    Gt.    Northern  Ry.   Co. 

etal,  84  Fed.  Rep.  9. 

2.  The  i3rovision  in  the  judiciary  act  of  1887-8,  that  no  civil 
suit  of  which  Federal  courts  have  jurisdiction  concurrently  with 
the  courts  of  the  several  States  shall  be  brought  against  any  per- 
son in  any  other  district  than  that  whereof  he  is  an  inhabitant, 
does  not  apply  to  i^atent  suits,  and  hence  prior  to  the  Act  of 
March  3,  1897,  defining  the  jurisdiction  of  the  Federal  courts  in 
patent  suits,  a  suit  for  infringement  by  a  citizen  of  a  State  of  the 
Union  could  be  brought  in  any  district  where  valid  service  could 
be  made  upon  the  defendant.      (C.  C.  A.) 

*  Westinghouse  Air  Brake  Co.  v.  Great  Northern  Ry.  Co. 

etal,  85  0.  G.  455;  C.  D.  1898.' 

3.  The  Act  of  March  3,  1897,  defining  the  jurisdiction  of  the 
Federal  courts  in  patent  suits  and  authorizing  the  bringing  of 
such  suits  in  the  district  of  which  defendant  is  an  inhabitant  or 
in  which  he  "shall  have  committed  the  acts  of  infringement  and 
have  a  regular  established  place  of  business,"  did  not  repeal 
prior  statutes,  so  as  to  oust  the  courts  of  jurisdiction  in  pending 
cases  not  falling  witliin  the  jurisdictional  limits  j)rescrilK>d  in  the 
new  act.     (C.  C.  A.)  */d 

Ijabels. 

1.  A  piiiil  111' l;il)cl  consisting  of  a  "  rc])rcscnt;iti()n  of  the  in- 
terior of  ;i  lirlily  I'liinislicd  room,  witli  two  men  in  evening 
dress,  sitting  ;it  a  tnbic  on  which  is  displayed  an  open  box  of 
cigars;  each  miin  is  smoking  a  cigar  and  the  smoke  is  fancifully 
wreat]ic<l   :in<l    lornicd    inio   tlic   words  'A   Nigbt    Oil' '  witli   the 
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words  '  Columbia  Clul) '  hencatli  tlic  picture,"  is  siK'li  a  label 
as  is  registerable  under  tlie  statute  (Trade-Mark  Cases,  10  0.  G. 
999;  Higgins  v.  KoufTel,  55  0.  G.  1139). 

Ex  parte  Mahn,  82  0.  G.  1210',  C.  D.  1898. 

2.  The  rule  against  the  registration  of  a  label  "if  it  bear  a 
device  capable  of  sequestration  as  a  trade-mark  until  after  such 
device  is  registered  as  a  trade-mark  "  has  been  held  applicable 
and  registration  refused  although  the  device  could  not  be  first 
registered  as  a  trade-mark  for  the  reason  that  it  had  not  been 
used  as  a  trade-mark;  but  there  is  no  authority  of  the  law  for 
requirement  for  the  registration  of  the  trade-mark  matter  in  a 
label  as  a  condition  precedent  to  the  registration  of  the  label. 
The  law  was  designed  to  give  protection  to  the  maker  of  a  new 
creation  possessing  artistic  merit,  and  he  cannot  be  deprived  of 
this  protection  merely  because  it  is  possible  that  some  device 
contained  in  it  might  be  protected  in  a  different  manner  under 
a  different  law  and  different  clause  of  the  Constitution.        Id. 

3.  A  label  of  artistic  merit  indicating  pictorically  or  otherwise 
the  article,  or  the  contents  of  the  article  to  which  it  is  intended 
to  be  applied  and  otherwise  complying  with  the  requirements  of 
law,  is  registrable  regardless  of  the  fact  that  it  may  include 
matter  capable  of  sequestration  as  a  trade-mark,  so  long  as  it  is 
not  a  trade-mark.  Id. 

4.  A  label  which  is  merely  descriptive  in  words  of  the  article 
or  the  contents  of  the  article  to  which  it  is  applied  and  involves 
in  its  creation  nothing  beyond  the  expected  skill  of  an  exper- 
ienced type-setter  is  not  registrable  under  the  law.  /(/. 

lilcense. 

I.   Defined. 
II.   In  General. 
III.  To  Make,  Sell  and  Use. 
I.   Defined. 

Where  E. ,  an  employee  of  a  cable  railway  company,  was  as- 
signed to  the  duty  of  devising  an  improved  grip  mechanism 
under  an  agreement  that  lie  would  assign  to  the  said  company 
the  right  to  use  said  improved  mechanism  when  patented; 
Held,  that  the  agreement  is  an  agreement  for  a  license  to  use  the 
mechanism  on  the  line  then  owned  or  under  construction  bv  the 


100  LICENSE. 

company,  as  determined  by  its  existing  franchises,  and  not  for 
an  unlimited  use  on  lines  of  other  companies,  tlie  control  of 
which  was  acquired  by  j^urchase,  consolidation,  or  otherwise  at 
a  later  date.      (C.  C.) 

*Ear]l  v.  Metropolitan  St.  Ry.  Co.,  85  Fed.  Rep.  214. 

II.  In  General. 

Where  a  patented  device  was  used  by  the  defendant  under  a 
license  acquired  b}^  contract,  it  cannot,  when  asked  to  pay  the 
royalty  provided  therein,  set  up  the  invalidity  of  the  claim  of 
the  patent.  The  validity  of  a  patent  cannot  be  determined  in  a 
suit  against  a  licensee  for  royalties,  nor  can  the  holder  of  a 
license  deny  the  validity  of  a  patent  which  he  enjoys  under  it. 
(C.  C.) 

*:\[oore  r.  Nat'l  Water  Tube  Boiler  Co.,  84  Fed.  Rep.  346. 

III.  To  Make,  Sell  and  Use. 

1.  "Where  a  patentee  gave  an  exclusive  license  to  make  and 
sell  in  consideration  of  the  licensee's  agreement  to  pay  certain 
sums  of  money  to  the  patentee  within  a  certain  time  ;  "other- 
wise this  agreement  to  be  forfeited  within  ten  days  after  such 
default."  Provision  was  then  made  for  a  stipulated  roj-alty  on 
each  article  made  by  the  licensee,  the  minimum  amount  of 
royalties  per  annum  to  be  a  certain  sum  :  Held,  that  the  pro- 
vision relating  to  forfeiture  applied  only  to  the  preliminary 
payments,  and  the  license  could  not  be  forfeited  for  non-pay- 
ment of  rovaltics,  in  the  absence  of  express  provision  therefor. 
(C.  C.) 

^' Wagner  Typewriter  Co.  v.  W atkim  et  al . ,  84  Fed.  Rep.  57. 

2.  A  license  limited  to  make  without  the  right  to  sell  would 
not  impair  the  right  of  the  owner  of  a  patent  to  sue,  either  at 
law  or  in  equity,  for  an  infringement  outside  the  license  (Walk. 
Pat.  §  400),  nor  justify  sufh  infringement.  And  the  purchase 
of  tools  and  materials  wliich  the  seller  liad  a  liglit  to  use  (for 
niaking  wliat  would  lie  an  inri-iiigcnicnl  )  without  the  right  to 
sell,  would  not  carry  the  right  to  sell  tlic  product,  nor  any 
greater  right  than  the  seller  of  the  tools  and  materials  had. 
(C.  C. ) 

*  American  ( liaphophonc  Co.  r.  ^^"aI(■utt,  87  Fed.  Rep.  550. 
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Mandamus. 

Where  a  inandamiis  proceeding  against  an  officer  of  the  Gov- 
ernment abated  on  the  death  of  the  officer,  and  a  motion  was 
made  for  leave  to  substitute  his  successor,  who  consented  to  be 
substituted,  Held,  that  in  the  absence  of  statutory  authority  after 
such  cause  had  abated  the  Court  cannot  bring  a  new  party  into 
the  case.  Nor  is  the  want  of  such  authority  supphed  by  the 
consent  of  a  person  not  a  party  in  the  cause.  (Justices  Harlan, 
Brewer  and  Peckham  dissented. )     (Sup.  Ct.  U.  S. ) 

*  U.   S.   ex  rel.  A.   S.    Bernardin  v.  Butterworth,   Comr.  of 

Patents,  82  0.  G.  1991;  C.  D.  1898. 

Marking  Articles  Patented. 

Section  4900  of  the  Revised  Statutes  is  not  applicable  to  a 
patent  exclusively  for  a  process,  which  is  neither  within  the  let- 
ter nor  the  spirit  of  the  statute.      (C.  C. ) 

*  United  States  Mitis  Co.  v.  Carnegie  Steel  Co.  Lim.,   89 

Fed.  Rep.,  206. 

Oath  to  Application. 
I.  Original. 
II.  Supplemental. 
I.  Original. 

1.  The  act  of  Congress,  approved  March  3,  1897,  amending 
sections  4886  and  4887,  Revised  Statutes,  so  that  an  invention 
which  has  been  described  in  a  patent  or  printed  publication  more 
than  two  years  prior  to  the  application  for  a  patent,  or  which  has 
been  patented  in  a  foreign  country  on  an  application  filed  in  the 
foreign  countr}^  more  than  seven  months  prior  to  filing  the  ap- 
plication in  this  countr}',  cannot  be  patented,  apply  to  design 
inventions,  and  an  oath  to  a  design  application  must  comply 
with  the  statute  as  amended. 

Exixirte  Hartman,  84  0.  G.  648;  C.  D.  1898. 

2.  The  statement  by  an  applicant  in  his  oath  that  he  does 
not  hmiv  that  the  invention  was  ever  before  known  or  used  and 
that  it  has  not  to  his  knoivlcdge  been  in  public  use  for  more  than 
two  years  prior  to  the  filing  of  his  application  is  not  sufficient, 
since  the  statute  and  rule  re(iuire  that  these  statements  be  made 
upon  belief  as  well  as  upon  knowledge. 

ExjMTfe  Buddington,  84  0.  G.  1728;  C.  D.  1898. 


102  PATENTABILITY. 

3.  The  oath  must  state  that  no  foreign  application  lias  been 
filed  before  the  filing  of  this  application,  or  give  the  date  of  any- 
such  applications  Avhich  have  been  filed  as  required  in  Rule  46, 
and  it  is  not  sufficient  to  state  that  no  foreign  application  has 
been  filed  more  than  seven  months  before  this  application.    Id. 

4.  The  forms  given  in  the  Rules  of  Practice  for  adoption  by 
apj^licants  are  merely  suggestive,  and  a  mistake  in  them  fur- 
nishes no  ground  upon  -which  the  requirements  of  the  rules  may 
be  disregarded.  Id. 

5.  An  oath  executed  before  a  judge  of  the  Imperial  Royal 
District  Court  of  Austria  and  filed  in  this  Office  as  part  of  an 
application  for  patent  cannot  be  accepted,  as  it  is  not  a  legal 
oath  under  the  statutes.  {Ex  jjarte  Gruson  and  Schumann,  26 
0.  G.  274,  cited.) 

Exjxirte  Wolski  et  al,  84  0.  G.  2022. 
II.  Supplemental. 

The  question  as  to  whether  a  sui)i)lemental  oath  should  or 
should  not  be  furnished  is  an  ex  parte  matter  not  open  to  argu- 
ment in  interference  proceedings. 

Kane  v.  Brill  &  Adams,  84  0.  G.  1142;  C.  D.  1898. 
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I,  In  General. 

1.  In  every  new  manufacture  many  improvements  are 
naturally  suggested,  and  made  from  time  to  time  as  a  matter  of 
course.  The  patent  law  is  not  intended  to  secure  a  monopoly 
of  all  the  natural  developments  of  a  general  principle  to  the  one 
Avho  happens  to  make  some  special  construction  embodying  it  a 
few  weeks  in  advance  of  others,  when  it  appears  that  such  im- 
provements were  certain  to  be  made  in  a  short  time.      (C.  C. ) 

*N.  B.  Rubber  Co.  v.  Jandorf  etal,  82  0.  G.  463;  C.  D. 
1898. 

2.  When  many  applications  covering  the  same  general  princi- 
ple are  in  the  Patent  OflEice  at  the  same  time,  it  furnishes  per- 
suasive evidence  that  in  the  then  state  of  the  art,  the  discovery 
that  tires  might  be  so  fastened  would  not  be  of  such  a  character 
that  one  who  has  formulated  it  a  few  days  or  weeks  in  advance 
of  others  should  be  allowed  to  levy  tribute  for  seventeen  years 
upon  the  millions  using  tires  of  this  kind.      (C.  C. )  */fZ. 

3.  Although  the  necessity  of  refusing  to  one  applicant  what 
has  been  allowed  to  another  is  always  to  be  regretted,  the 
question  as  to  whether  the  claims  in  one  case  are  allowable 
over  the  prior  state  of  the  art  must  be  decided  without  regard 
to  the  fact  that  similar  claims  have  been  allowed  and  patented 
to  another  on  a  co-pending  application.  From  a  rejection  in 
such  case  appeal  lies  to  the  Examiners-in-Chief. 

Ex  parte  Russell.  84  0.  G.  2021;  C.  D.  1898. 

4.  Elasticity  is  a  known  law  of  nature,  and  the  use  of  it  in  a 
known  manner  does  not  constitute  an  inventive  act.      (C.  C. ) 

*  American  Strawboard  Co.  v.  Elkhart  Egg  Case  Co.,  84 

Fed.  Rep.  960. 

5.  It  is  no  part  of  the  intention  of  the  patent  law  to  foster 
attempts  to  appropriate  and  monopolize  things  of  commonplace 
character,  and  of  familiar  use,  on  the  ground  that  though  fre- 
quently employed  even  in  patented  devices,  they  have  not  been 
claimed  as  inventions,  and  their  uses  and  benefits  exploited. 
(C.  C.  A.) 

*  Fuller- Warren  Co.  v.  Michigan  Stove  Co.,  86  Fed.  Rep. 

463. 

6.  It  is  not  the  result  attained  by  a  patentable  device  or 
mechanism  that  is  patentable,    but  the  device  or  mechanical 
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means    ])y  which   the  desired   result   is   secured.      (Knapp  v. 
Morss,  150  U.  S.  221;  14  Sup.  Ct.  81.) 

^' Union  Gas-Engine  Co.  ct  nl  v.  Doak.,  88  Fed.  Rep.  86. 
7.  The  test  of  novelty  is  essentially  the  same,  -whether  within 
the  meaning  of  the  patent  law  a  device  should  be  deemed  a 
machine  or  an  article  of  manufacture.  Nothing  short  of  in- 
vention or  discovery  will  supj^ort  a  patent  for  a  manufacture 
any  more  than  for  an  art,  machine  or  composition  of  matter, 
(d  C.  A.) 

*Antisdel  v.  Chicago  Hotel  Cabinet  Co.,  89  Fed.  Rep.  308. 
II.   Combination. 

1.  Tlie  fact  that  each  and  every  element  of  a  combination  was 
old  and  well  known  at  the  date  of  the  patent,  is  not  sufficient  to 
dej^rive  the  invention  claimed  of  novelty,  for  most  of  the  inven- 
tions of  the  present  daj'-  consist  of  the  utilization  and  adaptation 
of  mechanical  appliances  that  are  themselves  old  and  well- 
known.     (C.  C.  A.) 

*  American  Tobacco  Co.  v.  Streat,  82  0.  G.   1212;   C.  D. 

1898;  83  Fed.  Rep.  700. 

2.  An  article  manufactured  in  a  machine  in  the  manner  and 
for  the  purposes  contemplated  when  the  machine  itself  was 
made,  cannot  be  held  to  be  a  part  of  the  machine  which  so  pro- 
duces it,  so  as  to  constitute  an  element  in  the  combination  cov- 
ered by  the  machine  patent.      (C.  C.  A.)  */rf. 

3.  A  new  result  of  a  j^atentable  combination  is  a  result  which 
is  new  and  distinguishable  as  compared  with  results  produced 
l>y  the  elements  in  their  separated  state,  or  as  assembled  in  a 
mere  aggregation,  without  functional  relations  to  each  other.  A 
combination  is  not  unpatentable  merely  because  its  results  may 
also  have  been  produced  by  other  combinations.      (C.  C.  A.) 

*  Deere  &  Co.   r.   Rock  Island  Plow  Co.,  82  0.  G.  1561; 

C.  D.  1898. 

4.  A  ])ill  dii)ping  ])ar  witl)  nipples  against  which  tlie  i>ills  are 
held  by  suction  ci'eatcd  by  exhaustion  of  the  air  from  the  interior 
of  tbc  biiraiid  which  is  iii;nii])iilat('d  by  hand  in  (hi)])ing  the  i)ills, 
has  no  such  rehition  to  tlie  ))i]ls  and  gelatin  bath  as  to  form 
with  tliem  a  patentable  combination  or  mechanism.     (C.  C.  A.) 

*Fred'k  It.  Stearns  &  Co.  v.  Russell,  84  0.  G.  1434;  C.  D. 
1898. 
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5.  The  principle  is  well  settled  that  a  claim  for  a  combina- 
tion must  in  order  to  be  patentable,  clearly  define  the  construc- 
tion of  the  several  elements  by  which  they  are  adapted  to 
co-operate  to  effect  a  unitary  result. 

Ex  f  arte  Russell,  84  0.  G.  1871;  C.  D.  1898. 

6.  The  decision  of  the  Examiners-in-Chief  that  a  valid  com- 
bination does  exist  in  a  certain  claim  in  a  particular  case  be- 
tween a  cartridge  clip  and  the  magazine  of  a  gun,  is  not  a  ruling 
that  such  combination  exists  in  all  cases  where  they  are  made 
elements  of  a  claim,  and  the  holding  of  an  Examiner  that  a 
particular  claim  in  another  case  covering  them  does  not  define 
a  valid  combination,  does  not  show  any  disposition  on  his  part 
to  disregard  the  rulings  of  the  Examiners-in-Chief.  Id. 

7.  A  combination  to  be  patentable  must  produce  a  different 
force,  effect  or  result  in  the  combined  forces  or  processes  from 
that  given  by  their  separate  parts.  There  must  be  a  new  result 
produced  by  tlieir  union;  if  not  so,  it  is  only  an  aggregation  of 
the  separate  elements.      (C.  C.  A.) 

*  Clisby  et  nl.  v.  Reese,  88  Fed.  Rep.  645. 

8.  It  is  not  necessary,  in  order  to  destroy  the  novelty  of  a 
combination,  that  all  of  its  elements  shall  have  been  used  to- 
gether, and  in  the  same  relation  before.      (C.  C.  A.) 

*  Kelly  d  al.  v.  Clow  ct  al,  89  Fed.  Rep.  297. 

9.  In  determining  whether  a  new  combination  of  old  elements 
constitutes  invention,  the  most  important  and  controlling  con- 
siderations are  the  intrinsic  novelty  and  utility  of  the  concrete 
invention.      (C.  C.  A.)  */f/. 

10.  To  combine  old  elements  so  that  they  accomplish  a  new 
and  useful  result — something  which  no  one  ever  before  con- 
ceived they  could   accomplish — constitutes  invention.      (C.  C.) 

*Allen  V.  Grimes,  89  Fed.  Rep.  869. 
II.  Invention  and  Skill  Distinguished. 

1.  To  a  mechanic  skilled  in  the  art,  the  use  of  a  spring  or  its 
equivalent  for  returning  the  switch  to  its  initial  position  would 
have  occurred  as  soon  as  the  advantage  of  such  automatic  return 
was  suggested.     (C.  C. ) 

*  Detroit  Motor  Co.  v.  Jenney  Electric  Motor  Co.,  84  Fed. 

Rep.  180. 

2.  The  tapering  shaft  and  cylindrical  bearing  being  old  in 
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fact  as  well  as  l)y  implied  admission,  the  desirability  and  prac- 
ticability of  producing  a  continuous  line  of  contact  in  the  bearing 
were  obvious  and  cannot  be  deemed  to  have  involved  invention, 
and  where  the  shaft  is  a  gyrating  one  but  a  single  line  of  contact 
is  possible,  to  effect  the  adjustment  of  which  could  never  have 
required  more  than  mechanical  skill.      (C.  C.  A.) 

^Frazer  v.  Gates  Iron  W'ks  Co.,  85  Fed.  Rep.  441. 

3.  Success  or  failure  in  mechanical  devices  requiring  such 
nice  adjustment,  and  subjected  to  so  many  contrary  influences, 
may  depend  upon  some  apparently  trilling  alteration  in  the 
structure;  but  if  the  trifling  alteration  has  gone  unheeded 
through  years  of  constant  demand  for  its  disclosure,  there  is 
no  reason  why  the  person  fortunate  enough  to  finally  hit  upon 
it,  should  not  be  given  the  benefits  of  an  inventor.  Retro- 
spectively, the  alteration  may  seem  simple,  such  as  any  me- 
chanic Avould  have  suggested;  but  the  fact  remains  that  pros- 
pectively, ii  remained,  even  in  the  face  of  a  strong  demand  for 
its  disclosure,  securely  concealed.      (C.  C. ) 

^Hinson  M'f'g.  Co.  v.  Williams,  86  Fed.  Rep.  128. 

4.  The  question  of  novelty  or  invention  is  one  of  fact,  and 
the  line  which  separates  what  is  termed  "judgment"  or  "  me- 
chanical skill"  from  that  Avhich  may  be  regarded  as  an  act  of 
invention  is  sometimes  difficult  to  discern  in  a  given  case.  The 
solution  of  the  question  is  not  to  be  sought  by  considering  sepa- 
rately the  different  elements  entering  its  structure,  but  the  alleged 
invention  is  to  be  considered  as  a  whole,  and  with  reference  to 
what  may  be  accomplished  by  its  use.      (C.  C. ) 

*^^'estcrn  Electric  Co.  v.  Capital  Tel,  and  Tel.  Co.  et  al,  86 
Fed.  Rep.  769.  ' 

5.  The  ])atentee  in  his  specification  land  drawings  shows  that 
his  invention  consists  in  cutting  the  under  surface  of  the  old 
molding  section  so  as  to  drive  the  nails  below  instead  of  above. 
It  is  imi)Ossible  to  conceive  of  any  evidence  which  would 
dignify  such  a  manifestly  mechanical  expedient  with  the  name 
of  invention.      (C.  C.  ) 

^Mngraliam  Co.   v.   E.    N.  \\\'lcli   M'f'g  Co.,  87  Fed.    Rep. 
1  ()()(). 
(').    It  i(  <niir(s  oiil\-  tlic  skill  of  the  lucclianic  in  the  ])ai1icular 
art    to    niiikc   the   tr.Mii.'^l'ci-   IVoni  one   branch   to   the   other.      An 
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engineer  who  has  used  his  engine  to  operate  a  series  of  looms 
knows  enough  to  connect  his  driving  wheel  with  a  series  of 
knitting  machines,  and  a  competent  electrician  who  has  used  a 
dynamo  successfully  Avith  one  scries  of  translating  devices 
should  be  able  to  use  it  in  connection  with  another  series  of 
translating  devices.  In  other  words  the  character  of  the  trans- 
lating devices  does  not  change  the  character  of  the  dynamo, 
and  an  electrician  does  not  become  an  inventor  because  he 
attaches  a  series  of  lamps  to  a  dynamo  which  had  been  used  in 
connection  with  a  series  of  heaters.     (C.  C. ) 

*  Edison  Electric  Light  Co.  v.  E.  G.  Bernard  Co.,  88  Fed. 
Rep.  267. 

IV.  Invention  and  Suggestion  Distinguished. 

Given  the  three  independent  steam  motors  imparting  the 
three  independent  motions  necessary  in  a  travelling  crane,  and 
given  the  suggestion  that  electric  motors  be  used  to  do  the  work, 
the  locating  of  each  directly  on  the  part  which  it  is  to  move 
would  suggest  itself  to  those  familiar  with  the  art,  and  not 
amount  to  invention.      (C.  C.  A.) 

*Shaw  Electric  Crane  Co.  v.  Shriver,  86  Fed.  Rep.  466. 

V.  Evidence  of  Extensive  Use. 

1.  Where  it  is  proposed  to  rely  on  proof  of  reduction  of  cost, 
improved  appearance,  increased  strength,  large  sales  and  in- 
equitable conduct  on  the  part  of  defendants,  in  support  of  a 
claim  to  a  monopoly  under  a  patent.  Held,  that  these  facts,  if 
shown,  would  be  relevant,  only  when  the  question  of  patentabilily 
is  in  doubt.     (C.  C.) 

*lngraham  Co.  v.  Welch  M'f'g  Co.  et  nl,  87  Fed.   Rep. 
1000. 

2.  The  fact  that  the  patented  article  has  supplanted  every 
similar  article  in  the  market,  while  not  conclusive  as  to  the 
patentability  of  the  article  and  the  novelty  involved  in  its 
manufacture,  yet  it  is  quite  persuasive  when  the  question  of 
invention  is  a  doubtful  one.      (C.  C. ) 

*Allington  and  Curtis  M'f'g  Co.  ct  al  v.  Globe  Co.;  Same 
V.  Lee,  89  Fed.  Rep.  865. 

VI.  Evidence  of  Result. 

1.   The  new  result  of  a  patentable  combination  is  a  result 
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which  is  new  and  distinguishable  as  compared  with  the  results 
produced  by  the  elements  in  their  separated  state,  or  as 
assembled  in  a  mere  aggregation,  without  functional  relations 
to  each  other.  A  combination  is  not  unpatentaljle  merely  be- 
cause its  results  may  also  have  been  produced  by  other  combi- 
nations.    (C.  C.  A.) 

*  Deere  &  Co.  v.  Rock  Island  Plow  Co.,  84  Fed.  Rep.  171. 
2.   Although  the  patentees  have  borrowed  in  part  from  the 

earlier  art,  they  have  so  arranged  the  various  jDarts  as  to  tend 
toward  simplicity  and  have  doubled  the  speed  of  the  overseam- 
machine,  and  therefore  the  court  is  disposed  to  consider  the 
changes  in  parts  and  arrangement  of  jiarts  as  shoM'ing  meri- 
torious invention.      (C.  C.  A.) 

*Willcox  and  Gibbs  Sewing  Machine  Co.  v.  The  Merrow 
Machine  Co.,  85  0.  G.  1078;  C.  D.  1898. 

VII.  Utility. 

While  the  superior  utility  of  a  device  does  not  show  that  it 
possesses  patentable  novelty,  yet  that  superior  utility  is  always 
a  circumstance  entitled  to  some  weight  on  the  question  of 
novelty.     (C.  C.) 

*  Allen  V.  Grimes,  89  Fed.  Rep.  869. 

VIII.  Novelty  and  Invention. 

(a)  ProccM  or  Method. 

A  process  of  treating  corn  in  the  manufacture  of  starch,  glu- 
cose, etc.,  consisting  in  the  automatic  and  continuous  separation 
of  crushed  corn  into  germs,  hulls  and  starch  by  means  of  starch 
milk,  itself  continuously  and  automatically  formed  in  the  course 
of  the  operation  and  being  of  such  specific  gravity  as  to  cause 
the  germs  to  rise  to  the  top  so  that  they  may  be  carried  off 
through  a  chute,  is  a  patentable  process.     (C.  C.  A.) 

*  Chicago  Sugar  Refining  Co.  v.  C.  Pope  Glucose  Co.,  ct  al, 
84  Fed.  Rep.  977. 

VIII.   Novelty  and  Invention. 

(b)  Particular  CoMfi. 

1.  The  substitutif)n  of  an  internal-toothed  spur  wheel  for 
external-toothed  spur  gear  in  the  machinery  of  wind-mills,  by 
combining  the  same  with  the  ])inion,  ])itman  and  pump.  Held, 
to  involve  )i;i1(iitalilc  invention  in  view  of  tlic  didiculties  therel)y 
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overcome,  and  the  fact  that  the  improvement  immediately  went 
into  general  use  though  internal-toothed  spur  wheels  had  long 
been  used  in  many  other  machines.      (C.  C.  A.) 

*Mast,   Foos  &  Co.  v.  Dempster  Mill  M'f  g.  Co.,  82  0.  G. 
338;  C.  D.  1898. 

2.  Because  an  inventor  first  made  a  claim  so  broad  as  to  in- 
clude earlier  machines,  as  well  as  his  own,  it  does  not  follow 
that  his  machine  did  not  involve  patentable  invention.  Al- 
though the  original  claim  failed  to  indicate  them  by  its  terms, 
as  a  matter  of  fact  differences  did  exist,  the  importance  of  which 
should  be  determined  by  referring  directly  to  the  prior  art,  rather 
than  to  the  language  of  a  rejected  and  abandoned  claim  that  fails 
to  describe  with  requisite  particularity  either  the  mode  of  oper- 
ation of  the  said  machine,  or  that  of  the  alleged  anticipating 
patents.     (C.  C. ) 

^Campbell  Mach.  Co.  v.  Eppler  Welt  Mach.  Co.,  83  Fed. 
Rep.  208. 

3.  A  mandrel,  which  has  a  rubl^er  rim  about  one  end  of  it 
serving  to  break  off  and  push  or  sweep  ahead  of  it  all  the  parti- 
cles of  cement  that  stick  to  the  conduit  for  electric  wires  in  lay- 
ing it,  possesses  patentable  novelty,  for  by  its  use  the  interior  of 
the  conduit  was  made  smooth  and  passable,  and  the  problem  of 
an  easy  use  of  hollow  tiling  was  solved.      (C.  C. ) 

*Camp  V.  Branham  et  al.^  88  Fed.  Rep.  485. 
IX.   Novelty  without  Invention. 
(a)  Aggregation. 

1.  If  the  elements  covered  Ijy  a  claim  do  not  co-operate  in  such 
manner  as  to  come  within  the  definition  of  a  true  combination,  it 
may  he  rejected,  since  a  claim  covering  an  aggregation  of  ele- 
ments is  not  patentable,  although  some  or  all  of  those  elements 
are  separately  new  and  patentable. 

Ex  parte  Griffith,  85  0.  G.  936;  C.  D.  1898. 

2.  The  doctrine  of  aggregation  is  not  restricted  in  its  applica- 
tion to  machines  as  distinguished  from  articles  of  manufacture, 
but  applies  to  each  of  such  classes  of  invention.      (C.  C.  A.) 

*  Antisdel  v.  Chicago  Hotel  Cabinet  Co.,  89  Fed  Rep.  308. 
IX.  Novelty  without  Invention. 
(^)  Degree. 
1.   A    mere    carrying    forward    of    an    original    conception 
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patented,  a  new  and  more  extended  application  of  it  involving 
change  only  of  form,  proportions,  or  degree,  the  substitution 
of  equivalents  doing  the  same  thing  as  the  original  invention  by 
substantially  the  same  means  with  better  effects,  is  not  such  in- 
vention as  will  sustain  a  patent.  It  is  only  the  invention  of 
what  is  new  and  of  practical  utility,  and  not  the  arrival  at  com- 
parative superiority  or  greater  excellence  in  that  which  was  al- 
ready known,  which  the  law  protects  as  exclusive  property  and 
which  it  secures  by  patent.      (C.  A.  D.  C. ) 

^Marshutz  v.  Com'r  of  Patents,  85  0.  G.  778;  C.  D.  1898. 
2.  The  Office  has  no  nght,  except  where  the  right  of  the  ap- 
plicant is  clearly  shown,  to  create  a  necessity  or  make  it  incum- 
bent upon  a  prior  inventor  and  patentee  to  go  into  court  to 
vindicate  his  patent  as  against  a  subsequent  patentee  for  sub- 
stantially the  same  invention,  and  therefore  it  should  not  allow 
claims  merely  because  they  contain  apparent  structural  differ- 
ences over  those  of  the  patentee  upon  the  theory  that  no  great 
harm  could  be  done  by  such  course.  (C.  A.  D.  C. )  */<i. 
IX.  Novelty  without  Invention. 
(c)  Double  or  Analogous  Use. 

1.  There  is  no  invention  in  making  a  well-known  article  such 
as  an  artificial  tooth-crown  by  the  well-known  process  of  strik- 
ing up  metals  by  the  use  of  a  series  of  male  and  female  dies. 
Such  process  was  archaic  at  the  date  of  the  application  for  the 
patent.  Thimbles,  buttons,  capsules,  cartridges,  etc.,  etc.,  are 
examples.      (C.  C. ) 

*  Rynear  Co.  v.  Evans,  83  Fed.  Rep.  696. 

2.  It  is  now  settled  that  Potts  v.  Creagcr  (70  0.  G.  494;  155 
U.  S.  597),  did  not  announce  any  new  doctrine  or  modify  the 
existing  rules  of  law.  The  same  principle  had  alread}^  been 
stated  and  applied  in  Bloch  r.  City  of  San  Francisco  (113  U.  S. 
679);  Pa.  R.  R.  Co.  v.  Locomotive  Co.  (27  0.  G.  207;  110  U.  S. 
490);  Aron  v.  R.  R.  Co.  (49  0.  G.  1365;  132  U.  S.  186),  and 
in  Rriggs  v.  Central  Ice  Co.  (54  Fed.  Rep.  376,  and  60  Fed.  Rep. 
87).     (C.  C.) 

*Briggs  V.    Buttcrwcrtli,    Com'r  of  Pats.,    83  0.   G.    159. 
C.  ]).  1898. 

3.  Letters  I':i1.iit  349,485,  granted  Sciitcmber  11,  1888,  to 
Jobii   l>.  lIus.scU,  l'(»r  a  (lc\icc  Inr  lioldiiig  and  (liii[»ing  pills,  con- 


PATENTABILITY.  Ill 

sisting  of  a  hollow  bar  having  a  number  of  seats  for  the  reception 
of  pills  and  adapted  to  have  the  air  exhausted  from  the  interior 
so  as  to  hold  the  pills  to  the  seats  by  atmospheric  pressure,  is 
void  for  want  of  invention,  in  view  of  the  prior  use  of  similar  de- 
vices for  analogous  purposes.      (C.  C.  A.) 

*Fred'k  R.  Stearns  &  Co.  v.  Russell,  84  0.  G.  1434;  C.  D. 
1898. 

4.  The  application  of  a  device  designed  for  lifting  sheets  of 
paper,  liy  exhausting  the  air  in  hollow  points  of  contact  there- 
with to  the  lifting  and  holding  of  i)ills  while  dipping  them  in  a 
gelatin  bath,  considered  to  be  a  mere  analogous  use  where  no 
substantial  change  in  the  device  was  necessary.  (Potts  &  Co.  v. 
Creager,  70  0.  G.  494,  distinguished.)     (CCA.)  ^=/f/. 

5.  Where  it  requires  substantially  no  change  in  an  old  device 
to  adapt  it  to  a  new  use,  such  adaptation  cannot  be  the  subject 
of  a  patent,  no  matter  how  remote  and  unthought  of  the  new 
use  may  be,  provided  no  new  force  or  mode  of  application  be 
necessary  in  carrying  on  such  use.      (C  C  A.)  -'-/(/. 

6.  It  is  well  settled  that  where  the  public  has  acquired  the 
right  to  use  a  machine  or  device  for  a  particular  purpose,  it  has 
the  right  to  use  it  for  all  like  purposes  to  which  it  can  be  applied, 
unless  a  new  and  different  result  is  obtained  by  a  new  a})plica- 
tion  of  it  (Blake  v.  City  of  San  Francisco,  113  U.  S.  679;  5  Sup. 
Ct.  692).  If  what  the  device  claimed  as  an  improvement  in 
this  case  performs  is  essentially  the  same  as  that  performed  by 
the  gas-jet  referred  to,  and  the  structure,  operation,  idea  and  re- 
sult of  the  latter  are  such  as  would  suggest  to  the  mind  of  an 
ordinary  skilled  mechanic  their  adaptation  to  a  gas  engine  for  the 
same  purpose  and  by  substantially  the  same  means,  this  adap- 
tation is  not  a  new  invention,  nor  such  an  improvement  as 
would  entitle  it  to  be  regarded  as  an  invention,  and  is  not  j)atent- 
able. 

*  Union  Gas-Engine  Co.  et  a/,  v.  Doak,  88  Fed.  Rep.  86. 

7.  A  party  may  invent  an  improvement  on  a  certain  element 
of  an  old  combination  without  in  any  manner  changing  that 
coml)ination  itself,  and  in  such  case  he  is  not  entitled  to  a  claim 
as  the  inventor  of  the  combination,  although  it  includes  the 
thing  which  he  really  has  invented.     Mere  double  use  of  his 


112  PATENTABILITY. 

invention  does  not  give  him  a  right  to  the  combination  in  which 
he  places  it. 

Ex  jKirte  Griffith,  85  0.  G.  936;  C.  D.  1898. 

8.  It  required  no  invention  after  a  machine  had  been  con- 
structed to  cut  veneering  three-sixteenths  of  an  inch  tliick,  to 
change  the  set  or  gauge  of  the  macliine  to  cut  the  veneering  one- 
half  an  inch  thick;  nor  after  the  lumber  was  so  cut  to  make  a 
box  of  it.     (CCA.) 

^i^  Talbot  et  al  v.  Fear  et  al,  89  Fed.  Pvep.  197. 

IX.   Novelty  without  Invention. 
((/)  Mechanical  Method  or  Process. 

1.  Where  the  process  is  mechanical  and  there  is  involved  no 
chemical  or  other  elemental  action  which  is  separable  or  dis- 
tinguishable from  the  functions  of  the  several  mechanical  devices 
which  are  employed  to  effect  the  result,  it  is  not  the  subject  of  a 
patent.      (C  C) 

^American  Strawboard  Co.    v.   Elkhart  Egg-Case  Co.,   84 
Fed.  Rep.  960. 

2.  The  cutting  of  the  strips,  the  forming  of  the  interlocking 
notches  and  points  in  the  same,  the  assembling  of  the  sets  of 
strips,  one  below  and  one  above  obliquely  to  each  other,  and 
then  thrusting  the  upper  set  of  strips  down  upon  the  lower  ones 
so  as  to  form  a  partially  collapsed  (egg)  cell-case,  are  all  purely 
mechanical  })rocesses.  ''^Id. 

3.  Claim  2  of  Letters  Patent  No.  360,070,  which  reads  "in  a 
brake  mechanism,  the  combination  of  a  main  air-pipe,  an 
auxiliary  reservoir,  a  brake-cylinder,  and  a  triple  valve  having 
a  piston,  Avhose  preliminary  traverse  admits  air  from  the  auxil- 
iary reservoir  to  the  brake-cylinder,  and  which  by  a  further 
traverse  admits  air  directly  from  tlie  main  air-i)ipe  to  the  brake- 
cylinder,  substantially  as  set  forth,"  is,  to  a  certain  extent,  for 
a  function — viz.,  the  admission  of  air  directly  from  the  train- 
pipe  to  the  brake-cylinder — and  is  only  limited  to  such  function 
wlien  jjerformcd  by  tlic  further  traverse  of  the  piston  of  the 
triple  valve.  II'  it  be  ix.t  susceptible  of  the  interpretation  that 
it  is  simjily  l^r  ;i  I'unclinii,  tlicn  the  ])crf()rmance  of  that  function 
must  be  bmiti d  to  the  ii:iiticul;ir  lucaiis  dcstrilxd  in  the  speci- 
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fication   for  the  admission  of  air  from   the  train-pipe  to    the 
brake-cyhnder.     (Sup.  Ct. ) 

*Boyden  Power  Brake  Company  ci  al.  v.  Westinghouse  ei  a^. 

Westinghoiise  et  al.   v.    Boydcn  Power  Brake  Company 

etnl.,  83  0.  G.  1067;  170  U.  S. 

4.  If  this  claim  be  interpreted  simply  as  a  claim  for  the  func- 
tion of  admitting  air  to  the  brake-cylinder  directly  from  the 
train-pipe,  it  is  open  to  the  objection  that  the  mere  function  of 
a  machine  cannot  be  patented.  (Citing  Corning  v.  Burden,  15 
How.  252;  Risdon  Locomotive  Works  v.  Medart,  71  0.  G.  751; 
158  U.  S.  68,  and  other  cases.)  */tZ. 

5.  Risdon  Locomotive  Works  v.  Medart  and  other  cases  as- 
sume, although  they  do  not  expressly  decide,  that  a  process  to 
be  patentable  must  involve  a  chemical  or  other  similar  elemental 
action,  and  it  may  be  still  regarded  as  an  open  question  whether 
the  patentability  of  processes  extends  beyond  this  class  of  inven- 
tions. ^Id. 

6.  Where  a  process  is  simply  the  function  or  operative  effect 
of  a  machine,  Corning  v.  Burden,  Risdon  Locomotive  Works  v. 
Medart,  and  other  cases  are  conclusive  against  its  patentability; 
but  where  it  is  one  Avhich,  though  ordinarily  and  most  success- 
fully performed  by  machinery,  may  also  be  performed  by  simple 
manipulation — such,  for  instance,  as  the  folding  of  a  paper  in  a 
peculiar  way  for  the  manufacture  of  paper  bags,  or  a  new  method 
of  weaving  a  hammock — there  are  cases  to  the  effect  that  such  a 
process  is  patentable,  though  none  of  the  powers  of  nature  be 
invoked  to  aid  in  producing  the  result.  (Eastern  Paper  Bag 
Co.  V.  Standard  Paper  Bag  Co.,  41  0.  G.  231;  30  Fed.  Rep.  63; 
Union  Paper  Bag  Machine  Co.  v.  Waterbury,  39  lb.  389; 
Travers  v.  Am.  Cordage  Co.,  70  O.  G.  277;  64  Fed  Rep.  771.) 

*  Id. 

IX.  Novelty  without  Invention. 
(e)  Suhstitution  of  material. 
1.  The  substitution  of  one  material  for  another,  especially  of 
kinds  so  intimately  related  as  those  of  cast  and  wrought  iron  or 
steel,  involves  no  invention,  nor  are  the  products  thereof  patent- 
able for  the  reason  that  one  may  possess  greater  advantages  than 
the  other.      (C.  C.  A. ) 

*  Strom  M'fg  Co.  v.  Weir  Frog  Co.,  83  Fed.  Rep.,  170. 
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2.  There  is  no  patentable  invention  in  swaging  or  striking  up 
by  means  of  a  die  from  a  blank  of  malleable  iron  or  steel,  a  rail 
brace  of  a  form  which  had  been  previously  made  of  cast  metal. 
(C.  C.  A.)  */cZ. 

IX.  Novelty  without  Invention. 
(/)   Particular  Cases. 

1.  A  railwa}^  motor  of  such  an  organization  and  construction 
that  the  armature  and  other  parts  which  need  frecjuent  attention 
can  be  readily  inspected  and  removed,  and  when  in  operation 
the  less  delicate  parts  of  the  motor  protect  those  more  delicate, 
does  not  involve  patentable  invention.      (C.  C. ) 

*  Thomson-Houston  Electric  Co.  v.  Athol  &  Orange  St.  Ry. 
Co.,  83  Fed.  Rep.  203. 

2.  In  a  case  for  the  display  of  decorative  art,  there  is  no  in- 
vention in  so  constructing  the  slots  or  grooves  in  which  the  glass 
cover  is  moved  that  they  may  serve  the  double  purpose  of  hold- 
ing the  glass  in  place  Avhile  admitting  the  water,  that  might  run 
from  the  surface  of  the  glass  to  the  sides  to  pass  off  through  the 
slots  as  a  duct,  nor  in  making  the  supporting  legs  or  stays  out 
of  wire  inserted  in  tin  ears,  so  as  to  work  pivotally  instead  of 
being  of  any  other  metal  or  hung  on  hinges,  or  to  move  up  and 
down  on  a  stationary  rod,  or  other  like  method,  so  as  to  make 
the  legs  capable  of  contraction  and  extension  and  to  be  folded 
up.  It  is  not  invention  to  produce  a  device  wliich  a  skilled 
mechanic  upon  suggestion  of  what  was  required  would  produce. 
(C.  C.  A.) 

=i^Tien)an  v.  Kraatz,  85  Fed.  Rep.  437. 

3.  There  is  no  .invention,  nor  even  mechanical  skill,  but  only 
the  exercise  of  a  moderate  degree  of  good  sense  and  judgment, 
involved  in  the  combination  of  "the  wire  brake  spring  bent 
spirally  around  the  axis  of  the  l)rake,  having  portions  pressing 
on  the  brake  and  head"  of  a  bicycle.     (C.  C.  A.) 

^Gormully  &  Jeffery  M'f'g.  Co.  v.  AVest(>rn   Wheel  Works 
etal.,  84  Fed.  Rep.  908. 

4.  The  use  of  jx-rforatcd  lines  in  paper  for  Ww  jnn-pose  of 
permitting  easy  sej)ai'ati()n  lias  I'or  many  years  been  common  to 
all  the  arts  wh(!re  ])a])er  is  used.  Its  application  to  any  par- 
ticular art  or  subdivision  thei'eol'  cannot  be  regarded  as  involv- 
ing invention  uidess  under  si)eeial  circumstances.      (C.  C  ) 

^'.Safeguard  Acct.  Co.  v.  Wellington,  8G  Fed.  Rep.  146. 
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5.  Dowels  and  (;()uplin<j;s  in  the  nuture  of  dowels  are  connnon 
to  all  the  arts,  and  their  a}){)li(;ation  to  any  particular  art  cannot 
therefore  be  regarded  as  indicating  inventive  faculty,  unless, 
under  circumstances  more  peculiar  than  those  found  in  the  case 
at  bar.  The  presumption  of  the  want  of  inventive  faculty  in 
the  application  of  a  dowel  to  any  particular  art  cannot  be  over- 
come by  mere  proof  of  novelty  or  by  the  i:)resumption  arising 
from  the  issue  of  a  patent,  or  l:)y  proofs  of  indecisive  character 
to  the  effect  that  it  met  a  want  which  had  long  existed,  but 
which  persons  skilled  in  the  art  had  not  been  able  to  overcome, 
or  b}'  all  combined.      (C.  C. ) 

^^ Perry  et  al.  v.  Revere  Rubber  Co.,  86  Fed.  Rep.  6S3. 

6.  To  locate  the  circulating  boiler  of  a  cooking  range  in  a 
horizontal  position  upon  a  supporting  frame  attached  to  the 
top  of  the  range,  and  leading  the  circulating  pipes  from  the 
water-back  in  the  fire  chamber,  or  changing  the  location  of  the 
warming-shelf  and  other  parts,  is  mere  change  of  aggregation, 
and  not  combination,  and  therefore  not  invention.      (C.  C. ) 

*  T.  R.  Stevenson  Co.  v.  McFassell,  88  Fed.  Rep.  278. 

Patents. 

I.   Presumption  of  Validity. 
II.   Defective  or  Void. 

III.  Construction  of. 

(a)  In  General. 

(b)  Liberal  or  Broad. 

(c)  By  Drawings. 
{(1)   By  Specifications, 
(e)   By  State  of  the  Art. 

IV.  Claims. 

(a)  Limited  by  their  Terms. 

(b)  Limited  by  Amendment  in  the  Patent  Office. 

I.   Presumption  of  Validity. 

1.  Where  public  acquiescence  presumably  relates  to  two 
patents  to  the  same  inventor,  combined,  it  does  not  avail  to 
support  the  later  one  alone,  for  it  cannot  be  apportioned  in  its 
behalf.     (C.  C.) 

*  Palmer  et  al.  v.  John  E.  Brown  M'f'g  Co.,  84  Fed.  Rep. 

454. 
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2.  Some  weight  should  ordinarily  be  given  to  the  action  of 
the  Patent  Office  in  granting  letters  patent.  Very  little,  if  any, 
however,  should  be  accorded  where  the  application  was  repeat- 
edly rejected  on  the  ground  that  it  exhibited  nothing  new,  but 
was  finally  obtained,  apparently  through  mere  persistence  of 
the  applicant  and  his  attorneys.      (C.  C. ) 

^-i^Earle  ct  al.  v.  Wanama'ker  ct  al,  87  Fed  Rep.  740. 

3.  The  grant  of  a  patent  is  prima  facie  proof  of  tlie  novelty 
and  patentability  of  the  invention  therein  disclosed,  and  in  the 
absence  of  countervailing  proof  to  the  contrar}^,  its  prima  fades 
must  prevail.      (C.  C. ) 

*  Western   Electric  Co.  v.   Millheini  Electric  Co.,  88   Fed. 

Rep.  505. 

4.  The  presumption  arises  from  the  issuance  of  letters  patent, 
that  the  invention  therein  described  and  claimed  is  the  result  of 
mventive  genius  (that  is,  an  invention  as  understood  in  patent 
law),  is  novel  and  is  useful,  which  includes  the  presumption 
that  the  article  therein  described,  when  manufactured  in  accord- 
ance with  the  terms  of  said  letters  patent,  does  not  infringe 
upon  any  letters  patent  previously  issued  from  the  Patent  Office. 
(C.  C.)' 

^'-Griffith  V.  Shaw  ct  al,  89  Fed.  Rep.  313. 

5.  The  grant  of  the  patent  is  prima  facie  evidence  that  the 
patentee  was  the  inventor  of  what  he  has  described  and  claimed. 
(C.  C.) 

*  Carnegie  Steel  Co.  v.  Cambria  Iron  Co..  89  Fed.  Rep.  721. 

6.  A  patent  is  of  itself  prima  facie  evidence  of  its  validity,  and 
the  defendant  must  show  by  proof  that  the  Patent  Office  has 
erred  in  its  judgment  on  that  score,  and  the  })rc)()f  must  be  con- 
clusively against  any  fair  doubt  on  the  point.      (C.  C.  ) 

*^^'i]kins   Shoe-Button    Fastener   Co.   v.    Webb  ct  al,   89 
I'c.l.    Pvcp.  982. 
II.    l)i:Fi;r'iivi';  ok  \'(»ii). 

Where  what  is  claimed  in  (he  later  patent  was  sim])ly  an  ap- 
plieation  to  an  a))pi-()priate  use  of  what  was  claimed  in  the 
earlier  patent  to  the  same  jiatentee,  williout  the  d('velo))ment  of 
the  inventive  facully  in  in:il-;iiig  tlie  appliralion,  tlie  Inter  patent 
is  void.     (C.  C.) 

*  \'i\\]\\cr  ft  al.  r.  .b.liii    l'',.    Pidwii  M'l'g.  Co.,  84    i^'ed.  Rep. 
454. 


PATENTS.  117 

III.    CONSTEUCTION  OF. 

(a)   In  General. 

1.  The  rule  of  construction  which  usually  obtains  whereby 
the  several  claims  of  a  patent  are  to  be  differentiated  so  that 
effect  may  be  given  to  each,  cannot  be  reasonably  invoked  in 
behalf  of  a  patent  where  so  many  of  the  claims  are  duplicated. 
(C.  C.  A.) 

*  Thompson-Houston  Electric  Co.  v.  Union  Ry.  Co.,  83  0. 

G.  597;  C.  D.  1S98. 

2.  Where  the  manufacturer  of  defendant's  music  boxes  was 
formerly  employed  in  making  complainant's  boxes,  and  left,  to 
manufacture  infringing  boxes  on  his  own  account,  and  the  de- 
fendant handles  most  or  a  large  part  of  the  boxes,  the  complain- 
ant's patent  is  entitled  to  a  favorable  construction  as  against  the 
defendant.  Even  if  the  defendant's  construction  is  an  improve- 
ment on  com})lainant's  device  it  infringes  it.      (C.  C. ) 

*  Rcgina  Music  Box  Co.  v.  Paillard,  85  Fed.  Rep.  644. 

3.  If  interjjretation  of  a  claim  be  requisite,  as  where  it  is  am- 
biguous, the  specification  may  be  resorted  to  for  the  purpose  of 
arriving  at  a  better  understanding  of  its  meaning,  but  this  may 
not  be  done  "  for  the  purpose  of  changing  it  and  making  it  dif- 
ferent from  what  it  is."  (White  v.  Dunbar,  119  U.  S.  47.) 
(C.  C.  A.) 

*Paul  Boynton  Co.  v.  Morris  Chute  Co.  et  al,  87  Fed.  Rep. 
225. 

4.  Where  the  patent  sued  upon  contains  a  large  number  of 
claims,  only  one  of  which  is  in  issue,  it  is  "  necessary  to  make 
sure  that  the  claim  in  issue  does  not  receive  improper  breadth 
and  color  from  those  not  in  issue."      (C.  C. ) 

*MacColl  V.  Knowles  Loom  W'ks,  87  Fed.  Rep.  727. 

5.  It  is  settled  law  that  a  use  not  known  when  a  patent  is  ap- 
plied for  is  ordinarily  as  well  protected  as  one  then  known,  if 
fairly  covered  by  the  claims.  It  is  equally  well  settled  that  a 
claim  cannot  be  broadened  in  its  proper  construction  by  a  func- 
tion afterwards  discovered.  It  must  also  be  the  law  that  a  new 
use  is  not  thus  protected  unless  it  is  inherent  in  the  patent. 
(C.  C.)  *M 

6.  A  patent  is  not  invalidated  by  failure  to  particularly  point 
out  the  functions  of  an  element  included  therein.     The  patentee 
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is  entitled  to  protection  for  any  substantial  advances  made  in  the 
art,  evincing  inventiveness,  irrespective  of  whether  such  partic- 
ular advantage  was  incidental  merely  or  the  main  purpose  in 
view.  The  court  looks  to  the  result,  not  to  the  inventor's  pro- 
cess of  reasoning,  or  his  expectations;  and  where  an  inventor 
has  obtained  a  new  result  by  the  introduction  of  a  hitherto  un- 
tried feature,  he  is  entitled  to  a  property  right  in  what  his  labors 
and  good  fortune  have  thus  brought  forth.      (C.  C. ) 

*  Excelsior  Heater  Co.  v.  Bates  Mach.  Co.,  89  Fed.  Rep.  88. 

7.  "In  construing  a  patent,  it  is  first  pertinent  to  ascertain 
what,  in  view  of  the  prior  state  of  the  art,  the  inventor  has  act- 
ually accomplished;  and  this  having  been  found,  such  construc- 
tion should  be  given  as  will  secure  the  actual  invention  to  the 
patentee,  so  far  as  this  can  be  done  consistently  with  giving  due 
effect  to  the  language  of  the  specification  and  claim."  (Van 
Marter  r.  Miller,  4  Ban.  &  A.  124;  Fed.  Cas.  No.  16,863.) 
(C.  C.) 

*  Huntington  Dry  Pulverizer  Co.  ct  aj.  r.  Whittaker  Cement 

Co:  etaJ.,  89  Fed.  Rep.  323. 

8.  In  construing  the  specification  and  claims  of  a  patent,  it 
is  the  duty  of  the  court  to  read  them  in  the  light  of  the  condi- 
tions and  usages  prevalent,  at  the  time  they  were  written,  in  the 
art  to  which  the  patent  relates.      (C.  C. ) 

--i^  Allen  V.  Grimes,  89  Fed.  Rep.  869. 

9.  If  the  patentee  has  invented  certain  machines  which  are 
capable  of  a  distinct  operation,  and  has  also  invented  a  coml)ina- 
tion  of  these  machines  to  produce  a  connected  result,  the  same 
patent  cannot  at  once  be  for  the  combination  and  each  of  the 
iin])roveil  niacliiiics;  for  tlie  inventions  are  as  different  as  if  the 
subjects  were  entirel}'  different.  And  if  the  patent  could  be  con- 
strued as  a  patent  for  each  of  the  machines  severally  as  well  as 
for  the  combination,  tlicn  it  would  be  void,  because  two  separate 
inventions  cannot  be  })atented  in  one  ])atent.  But  if  the  jiatent 
})e  for  each  machine,  as  a  distinct  and  indejx'ndent  invention  but 
fortbc  same  coiiinioi)  ])Ui"p()S('  and  auxiliary  to  the  same  com- 
mon end,  no  just  objection  can  I)e  made  to  it  if  covered  in  one 
])atent.      (C.  ('. ) 

*Wilkins  Sboe-i;u11oii    l'';istcncr  Co.  r.  Webb  ct  al.,  89  Fed. 
K'en.  9S2. 
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III.   Construction  of. 

(b)   Liberal  or  Broad. 

1.  Every  claim  should  receive  a  liberal  construction,  that  is 
the  awarding  to  the  i)atentee  the  full  measure,  in  letter  and 
spirit,  of  all  he  has  fairly  disclosed  and  clearly  claimed;  but 
when,  under  the  guise  of  liberal  construction,  a  claim  is  made 
to  cover  what  it  might  have  embraced,  but  was  not  made  to 
embrace,  such  liberality  is  not  construction,  but  reconstruction. 
Moreover,  when  a  claim,  read  in  its  common  ordinary  mean- 
ing is  explicit  and  clear,  when  there  is  no  uncertainty,  there  is 
no  room  for  construction.  The  ])rovince  of  construction  is  to 
solve  doubt,  not  to  create  it.  If  the  meaning  is  clear,  construc- 
tion is  not  to  be  resorted  to  to  create  doubt  and  then  a  liberal 
construction  given  to  the  doubt,  which  results  in  presenting  to 
a  patentee  not  what  he  has  claimed,  but  what  he  has  failed  to 
claim.      (C.  C.) 

*U.  S.  Glass  Co.  V.  Atlas  Glass  Co.,  88  Fed.  Rep.  493. 

2.  ^^'here  the  reasonable,  just  and  statutory  ascertainment  of 
the  meaning  of  a  claim  can  be  liad  from  the  four  corners  of  the 
patent,  it  should  be  followed  without  resort  to  the  testimony  of 
expert  witnesses.      (C.  C. ) 

*  Computing  Scale  Co.  r.  Keystone  Store-Service  Co.,  88 
Fed.  Rep.  788. 

3.  If  the  patent  for  a  machine  be  a  pioneer,  the  alleged  in- 
fringer must  have  done  something  more  than  reach  the  same 
result.  He  must  have  reached  it  by  substantially  the  same  or 
similar  means,  or  the  rule  that  the  function  of  a  machine  can- 
not be  patented  is  ,of  no  particular  value.  To  say  that  the 
patentee  of  a  pioneer  invention  for  a  new  mechanism  is  entitled 
to  every  mechanical  device  which  jiroduces  the  same  result,  is  to 
hold  that  he  is  entitled  to  patent  his  function.  Mere  variations 
of  form  may  be  disregarded,  but  the  substance  of  the  invention 
must  be  there.     (Sup.  Ct.,  U.  S. ) 

*Boyden  Power  Brake  Co.  et  al.  r.  Westinghouse,  et  ai, 
Westinghouse  ct  al.  v.  Boyden  Power  Brake  Co.  et  al,  83 
0.  G.  lOGT;  170  U.  S. 

4.  The  word  "i)ioneer"  is  commonly  understood  to  denote 
a  patent  covering  a  function  never  before  performed,  a  wholly 
novel  device,  or  one  of  such  novelty  and  importance  as  to  mark 
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a  distinct  step  in  the  progress  of  the  art,  as  distinguished  from 
a  mere  improvement  or  i:)erfection  of  what  had  gone  before. 
(Sup.  Ct.  U.  S. )  *  Id. 

III.  Construction  of. 

(c)  By  Drawings. 

There  is  no  principle  of  patent  construction  which,  where  the 
improvement  is  novel,  would  require  the  court  to  read  into  the 
claim  the  particular  concrete  form  of  improvement  shown  in  the 
drawings  and  in  the  description  of  the  drawings.      (C.  C.  A.) 

*  Consolidated  Fastener  Co.  v.  Littauer  et  al.,  84  Fed.  Rep. 

1B4. 

III.  Construction  of. 

(d)  By  Specification. 

1.  If  the  claims  are  obscure  and  objected  to  because  not  de- 
scribing a  practicable  combination,  they  should  be  construed  by 
the  specification,  and  if  looking  at  both,  the  court  is  able  to 
understand  the  meaning  of  the  patentee  in  the  language  of  his 
claims,  and,  as  so  understood,  the  combination  is  a  practicable 
one,  it  will  give  effect  to  them  according  to  the  apparent  pur- 
pose.     (C.  C.  A.) 

=5^ Soehner  t;.  Favorite  Stove  &  Range  Co.,  84  Fed.  Rep.  182. 

2.  Although  patents  are  sometimes  defeated  upon  the  con- 
struction of  a  single  immaterial  and  inartistic  word,  they  should 
not  be.  Here  the  language  of  the  specification  leaves  no  ques- 
tion as  to  the  meaning  the  patentee  intended  to  convey.  There 
was  notliing  in  the  prior  art  requiring  him  to  limit  bis  interior 
device  to  the  precise  form  of  a  ring.  He  might  have  used  the 
words  "curved  arms"  or  "annular  sup])ort"  Avith  ecjual  pro- 
I)ricty.  The  defendant  if  it  uses  the  combination  cannot  avoid 
infringement  on  the  narrow  ))retext  that  tlie  essential  element  is 
not  in  tlm  precise  forn)  shown  in  the  specnfication.      (C.  C. ) 

*  Salomon  ct  al.  v.  Garvin  Mach.  Co.,  84  Fed.  Rej).  195. 

3.  For  the  purpose  of  construing  claims  and  saving  to  the 
patentee  what  Ik;  bas  inv('nt(;(l,  reference  may  be  bad  to  the 
8[)eeincation  ff)r  the  purpose  of  helping  out  indefiniteness  and 
ohseurily  in  tin;  claims.  Tliis  rule;  has  been  most  often  ajiplied 
to  [)riinaiv  patents,  or  those  embodying  a  large  and  decisive  ad- 
vance U])on  tbe   former  art.      'i'he  true  I'ule  would  seem  to  be 
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that  the  claims  of  tlic  i^atent  sliould  at  least  state  Avith  some  de- 
gree of  precision  what  is  claimed  in  respect  of  the  means  devised 
by  the  inventor.  If  they  do  this  in  an  imperfect  way,  but  yet 
indicate  generally  the  means,  the  more  specilic  description  of 
which  ma}^  be  helped  out  by  reference  to  the  specification,  such 
recourse  may  be  had  ;  but  it  is  not  in  general  permissible  to 
claim  only  mechanical  results,  and  then  appeal  to  the  specifica- 
tion to  identify  means  the  description  of  which  is  entirely 
omitted  from  the  claims.      (C.  C. ) 

*  Western  Electric  Co.  v.  Citizens'  Telephone  Co.  etal.^  89 
Fed.  Rep.,  670. 

III.  Construction  of. 

(e)  By  State  of  the  Art. 

1.  The  claims  of  a  patent  must  be  construed  in  the  light  of 
the  state  of  the  art  as  it  existed  at  the  date  of  the  patent. 
(C.  C.) 

*  St.  Louis  Corset  Co.  v.  Williamson  Corset  and  Brace  Co., 

82  0.  G.  188;  C.  D.  1898. 

2.  Whei'C  a  patent  is  for  a  certain  improvement,  and  not  for 
a  pioneer  or  primary  invention,  such  as  would  justify  the  liberal 
application'of  the  rules  in  respect  to  mechanical  equivalent,  it 
must  be  confined  to  the  particular  combinations  specified  in  the 
claims.     (C.  C.) 

*  Phillips  Co.  V.  Owosso  M'f'g  Co.,  83  Fed.  Rep.  176. 

3.  The  lubricating  art  being  one  which  embraces  all  machin- 
ery, it  is  not  possible  by  including  in  a  claim  for  means  of 
lul)ricati()n  the  parts  of  a  peculiarly  constructed  engine  or  ma- 
chine, to  cut  ofT  all  inquiry  into  the  art  as  displayed  in  earlier 
machines,  whatever  may  be  their  parts  or  construction.  (C. 
C.  A.) 

*Chuse  et  al.  v.  Ide  et  a/.,  89  Fed.  Rep.  491. 

IV.  Claims. 

(a)   Limited  by  their  Terms. 
1.   To  imply  as  elements  of  a  claim   parts  not  named  therein 
for  the  purpose  of  limiting  its  scope,  so  that  it  may  be  accorded 
novelty,  is  contrary  to  a  well-settled  rule  of  patent  law.      (C. 
C.  A. ) 

*Fred'k  R.  Stearns  &  Co.,  v.   Russell,   84  0.   G.  1434; 
C.  D.  1898. 
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IV.   Claims. 

(h)  Limited  by  Amendment  in  Patent  Office. 

1.  The  effect  of  the  withdrawal  of  the  original  specification 
and  claim  was  to  limit  the  patent  to  the  specific  invention  as 
described  in  the  claim  of  the  amended  specification.     (C.  C.  A.) 

*  Truman  v.  Holmes,  87  Fed.  Rep.  742. 

2.  A  patentee  should  not  necessarily  be  estopped  by  state- 
ments made  by  his  solicitor  in  explanation  of  his  claims.  But 
where  the  broad  claim  was  rejected  and  the  applicant,  as  a  con- 
dition of  securing  his  patent,  deliberately  acquiesced  in  such  re- 
jection, alxmdoned  the  broad  claim  and  substituted  therefor  a 
narrower  one,  he  cannot  thereafter  insist  upon  a  construction 
sufficiently  broad  to  include  or  cover  that  which  he  deliberately 
abandoned.      (C.   C. ) 

*  Perkins  Electric  Switch  M'fg  Co.  r.  Gibbs  Elec.   M'f'g 

Co.,  87  Fed.  Rep.  922. 

3.  When  upon  the  face  of  the  specification  and  claims  and 
through  the  file  wrapper  and  correspondence  with  the  Patent 
Office,  the  inventor  states  that  he  confines  himself  to  the  specific 
form  shown,  and  when,  furthermore,  the  prior  art  shows  that 
upon  any  other  theory  the  patent  must  l)e  void  for  "lack  of  pat- 
entable novelty,  the  patentee  will  not  be  allowed  to  extend  the 
scope  of  his  claim.      (C.  C. ) 

^New  Departure  Bell  Co.  v.  Corbin  et  al,  88  Fed.  Rep.  901. 

4.  Neither  the  ])atentee  nor  his  privies  can  claim  the  benefit 
of  his  r(jecte(l  claims,  nor  such  a  construction  of  the  allowed 
claims  as  would  be  ecpiivalent  thereto.  He  cannot  claim  such  a 
construction  of  his  ])atent  as  would  include  what  he  was  ex- 
pressly r('(]uire(l  to  abandon  as  a  concHlion  of  the  grant,  even  if 
it  takes  away  a  material  i)art  of  his  real  invention.  Whether 
such  rejection  and  the  jjatentee's  acquiesccnice  therein  are  to  be 
regarded  as  a  di  <li(ation,  an  eslo]ii)cl  or  a  waiver,  they  conclude 
him  and  his  ]>rivies.      (C.  C.  A.) 

*  Kelly  cf  al.  v.  Clow  rt  al.,  S9  Vvi\.   IJcp.  297. 

5.  "Jn  jtatents,  combination  of  meclianisiii,  liniifations,  and 
provisos  ini])0sed  ]>y  the  inviiitor,  esjx'cially  such  as  were  intro- 
duced into  the  ajjplication  after  it  has  been  persistently  I'cjected, 
must  be  ii.'iridwly  conslnicd  against  tiic  inventor  and  in  favor  of 
tlif   public,    ;nid    looked    Upon    in    ilie   nature   of   disclaimers." 
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(Sargent  v.  Lock  Co.,  114  U.  S.  63,  86;  5  Sup.  Ct.  1021,  1033.) 
(C.  C.) 

^=  Griffith  V.  Shaw  ct  ciL,  89  Fed.  Rep.  313. 

Petition  in  Application. 

The  petition  should  contain  a  reference  to  the  specification  for 
a  full  disclosure  of  the  invention,  as  is  specifically  required  in 
Rule  33.  It  does  not  itself  disclose  the  invention,  and  is  there- 
fore incomplete  unless  it  refers  to  some  paper  which  does  dis- 
close it. 

Ex  parte  Buddington,  84  0.  G.  1728;  C.   D.  1898. 

Pleading. 

I.  In  General. 
II.   Demurrer. 
I.   In  General, 

1.  A  hill  Avhich  contains  the  following  averment,  viz. : 
"Your  orator  fears,  and  has  reason  to  fear  and  helieve,  that 

unless  the  defendant  is  restrained  hy  writ  of  injunction  *  *  *  * 
it  will  continue  to  make  and  to  use  and  to  sell  large  numbers  of 
the  aforesaid  typewriting  machines,  and  thereby  will  cause 
great  and  irreparable  loss,  damage,  and  injury  to  your  orator's 
exclusive  rights." 

contains  sufficient  averment  of  irreparable  injury  to  maintain 
the  bill  for  injunction.      (C.  C. ) 

*  Wyckoff  f^a/.  r.  Wagner  Typewriter  Co.,  88  Fed.  Rep.  515. 

2.  When  the  bill  avers  infringement  "after  the  issuing  of  the 
letters  patent  as  aforesaid  and  after  the  2d  of  July,  1892,  and 
before  the  commencement  of  this  suit "  (December,  1897),  Held, 
that  the  phraseology  of  the  averment  does  not  import  that  de- 
fendant has  continuously  and  ever  since  the  date  named  therein 
infringed  the  patent.      (C.  C. )  ^Id. 

3.  The  averment  of  the  bill  that 

"Said  defendant -'-  *  *  did,  as  your  orator  is  informed  and 
believes,  without  the  license,"  etc.  *  *  *  "in  infringement  of 
the  aforesaid  letters  patent  *  *  *  make  *  *  ^^  and  vend  the 
said  invention  and  patented  improvements,"  is  open  to  the 
criticism  that  it  is  lacking  in  any  positive  charge  that  defendant 
infringes.     The  form  of  the  averment  is  that  given  in  Stoiy  Eq. 
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PL  (8tji  ed. ),  249,  viz.:   "that  plaintiff  has  been  informed  and 
beHeves  and  therefore  avers. "      (C.  C.  )  */d 

II.   Demurrer.  . 

1.  When  the  case  as  presented  is  clear,  and  the  court  finds  no 
difficulty  in  understanding  the  character  and  scope  of  the  inven- 
tion from  the  patent  itself  when  tested  by  the  common  knowl- 
edge pertaining  to  it,  and  thereupon  discerns  that  the  patent  is 
not  sustainable,  the  proper  course  is  to  dispose  of  the  case  on 
demurrer,  and  thus  put  an  end  to  useless  litigation.     (C.  C.  A.) 

*  Strom  M'f'g  Co.  v.  Weir  Frog  Co.,  83  Fed.  Rep.  170. 

2.  Where  a  patent  shows  upon  its  face  that  it  is  void  for  lack 
of  novelty  and  invention,  it  is  now  firmly  established  that  such 
question  may  be  presented  by  demurrer.  Indeed,  this  practice 
is  not  only  permitted  but  encouraged  by  the  courts.      (C.  C. ) 

*Con]ey  v.  Marurn,  83  Fed.  Rep.  309. 

3.  The  question  of  invention,  although  it  may  come  in  the 
form  of  a  pure  issue  of  fact,  may  under  some  circumstances  be 
disposed  of  on  demurrer.  The  circumstances,  however,  must 
be  such  that  the  court  can  see  clearly  that  under  no  state  of 
proofs  which  could  possibly  be  suggested  could  patentability  be 
shown.      (C.  C. ) 

*  Patent  Button  Co.  v.  Consolidated  Fastener  Co. ,  84  Fed. 

Rep.  189. 

4.  In  an  infringement  suit,  where  the  bill  alleges  that  the 
patent  sued  on  was  for  certain  new  and  useful  improvement  in 
a  particular  art,  and  gives  the  number  and  date  of  the  patent, 
witliout  furtlier  description,  and  is  unaccompanied  by  profert 
of  the  patent  itself,  Held  demurrable  for  insufhcicnt  descrip- 
tion.     (C.  C.) 

'-!=  Welsbach  Light  Co.   v.  Rex  Incandescent  Light  Co.,  87 
Fed.  Pvcp.  477. 

5.  A  demurrer  for  want  of  invention  should  be  sustained  only 
in  very  clear  cases.      (C.  C. ) 

*Ballou  V.  E.  A.  Potter  &  Co.,  88  Fed.  Rep.  786. 

Prints. 

1.  A  print  entitl(Hl  "TIk;  Nile  Fortune  Cards,"  to  l)e  used  for 
playing-cards,  consisted  of  the  rejiresentation  of  the  faces  and 
backs  of  certain  jjlaying-cards  grouped  in  an  artistic  manner,  to 
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form  a  central  panel  on  which  are  arranged  the  words  "The 
Nile  Playing  Cards"  and  other  words,  possesses  sufficient  merit 
to  entitle  it  to  registration,  and  it  may  be  registered  although  it 
contains  matter  capable  of  sequestration  as  a  trade-mark. 

Ex  parte  V.  S.  Playing  Card  Co.,  82  O.  G.  1209;  C.  D.  1898. 

2.  The  rule  of  the  Patent  Office  that  "  a  label  cannot  be  reg- 
istered if  it  bear  a  device  capable  of  sequestration  as  a  trade-mark 
until  after  such  device  is  registered  as  a  trade-mark,"  does  not 
apply  to  the  registration  of  a  print.  /(/. 

3.  A  print,  not  being  applied  to  an  article  of  manufacture,  is 
not  in  any  sense  a  trade-mark,  nor  can  it  become  a  trade-mark. 
It  cannot  be  an  infringement  of  a  trade-mark,  even  though  it 
bear  a  device  which  is  a  trade-mark  in  use  by  and  owned  by  a 
person  other  than  the  owner  of  the  print,  or  even  though  the 
print  may  be  a  mere  representation  of  such  trade-mark.  A 
trade-mark  becomes  property  only  when  used  upon  articles  of 
manufacture  or  commerce,  and  is  infringed  only  by  use  on  man- 
ufactures of  the  same  class  by  persons  others  than  the  rightful 
owner.  Only  those  marks  are  registrable  as  trade-marks  which 
are  applied  and  affixed  to  goods.  Id. 

Prior  Adjudication. 

1.  Claimant  filed  a  petition  in  the  Court  of  Claims  for  royalty 
upon  cartridges  and  primers  alleged  to  have  been  manufactured 
by  the  United  States  under  his  patent.  The  petition  was  dis- 
missed. A  motion  for  a  new  trial  was  filed  by  the  claimant, 
and  was  also  dismissed.  Application  for  appeal  was  filed;  but 
the  appeal  was  not  allowed.  A  second  petition  was  filed  after 
the  first  petition  had  been  dismissed,  and  was  based  upon  the 
same  patent  involved  in  the  first  petition.  This  petition  was 
also  dismissed  by  the  Court  of  Claims.  Appeal  was  taken  from 
this  judgment  to  the  Supreme  Court.  The  defense  was  that  of 
7-es  adjvdicafa.  Held,  that  even  if  a  somewhat  different  theory  or 
state  of  facts  were  developed  upon  the  trial  of  the  second  peti- 
tion, the  judgment  in  the  former  petition  would  not  operate  the 
less  as  an  estoppel,  since  the  patentee  cannot  bring  suit  against 
an  infringer  upon  a  certain  state  of  facts,  and  after  a  dismissal 
of  his  action,  bring  another  suit  against  the  same  party  upon 
the  same  state  of  facts  and  recover  upon  a  different  theory. 
The  judgment  in  the  first  action  is  a  complete  estoppel  in  favor 


126  PUBLIC    USE    OR   SALE. 

of  the  successful  party  in  a  subsequent  action  upon  the  same 
state  of  facts.  (Walker  on  Patents,  sec.  468,  Duboise  v.  Ry. 
Co.,  5  Fisher,  200;  Bradley  v.  Eagle  M'f'g  Co.  GG  0.  G.  315; 
57  Fed.  Rep.  989.)     (Sup.  Ct.  U.  S. ) 

^i^Hubbell  V.  The  United  States,  83  0.  G.  1661;  C.  D.  1898. 

2.  Where  the  validity  of  a  patent  has  been  sustained  in  the 
circuit  court  and  the  judgment  affirmed  on  appeal  to  the  circuit 
court  of  appeals,  the  matter  is  res  adjudicata  only  as  to  the 
parties  to  the  suit  and  is  not  conclusive  upon  other  defendants 
in  different  suits.  Prior  adjudication  often  justifies  the  granting 
of  a  preliminar}^  injunction  against  a  new  defendant  in  a  subse- 
quent suit,  but  it  being  the  first  time  he  has  had  his  day  in 
court,  the  former  decision  in  a  suit  to  which  he  was  not  a  party 
cannot  be  held  to  be  conclusive  upon  him.      (C.  C. ) 

*  Truman  v.  Carvill  M'f'g  Co.,  87  Fed.  Rep.  470. 

3.  The  patent  in  suit  having  been  sustained  and  its  claims 
construed  by  the  circuit  court  of  appeals,  upon  a  voluminous 
record  and  after  careful  argument,  that  construction  is  to  be  fol- 
lowed unless  the  record  in  this  suit  presents  some  new  evidence 
of  such  a  character  as  might  fairly  be  supposed  to  be  calculated 
to  induce  a  different  decision,  had  such  evidence  been  before  the 
court  which  heard  the  earlier  cause.      (C.  C. ) 

*  Consolidated  Car  Heating  Co.  v.  Gold  Car  Heating  Co. 

et  al.    Same  v.  Gold  Street  Car  Heating  Co.  et  al,  87  Fed. 
Rep.  996. 

4.  A  decision  of  one  circuit  court,  after  a  full  hearing  in  a 
patent  case,  upon  substantially  the  same  evidence,  will  be  fol- 
lowed in  another  circuit  court.  If  a  different  conclusion  is  to 
be  secured  the  case  must  be  carried  to  an  ap})cllate  court. 
(C.  C.) 

*  Allington   and   Curtis  Co.  v.  Globe  Co.;  Same  v.  Lee,  89 

Fed.    Iic]>.  805. 

Public  Use  or  Sale. 

1.  Preliminary  injunction  was  granted  wliere  a  party  i)ur- 
chases  abroad  mticles  covered  by  a  U.  S.  patent  and  imports 
them  for  sale  in  this  country.      (C.  C.  A.) 

*  Dickcrson  7'.  Tinling,  83  0.  G.  1663;  C.  D.  1898. 

2.  Even  if  a  i)arty  who  buys  a  ))atented  article  witliout  restric- 
tion ill  a  fol•(•i^Ml  countiT  from  thc^owncr  of  the  U.  S.  })atent  has 


REHEARING    IN    THE    PATENT    OFFICE REISSUE."  127 

tlie  right  to  use  and  vend  it  in  tliis  country,  he  has  no  such  right 
if  he  bought  it  with  the  express  condition  that  it  be  not  imported 
into  the  United  States.     (CCA.)  *M 

The  patentee  has  the  same  right  and  power  to  sell  the  patented 
article  upon  conditions  and  restrictions  that  he  has  to  sell  it  at 
all.      (C  C  A.)  *M 

Rehearing  in  the  Patent  OfRce. 

1.  The  construction  placed  by  the  Examiners-in-Chief  upon 
an  issue  is  not  such  new  evidence  as  would  justify  a  rehearing 
of  a  motion  to  disscjlve  an  interference  granted  on  the  ground 
that  the  issue  is  not  patentable  as  to  one  count.  It  does  not 
furnish  ground  for  the  allegation  of  surprise. 

Cisler  V.  Armat,  84  0.  G.  1583;  C  D.  1898. 

2.  In  view  of  the  recent  change  in  the  practice  in  regard  to 
declaring  interferences  (Hammond  r.  Hart,  83  0.  G.  743),  from 
which  it  follows  that  facts  not  before  pertinent  might  l)e  consid- 
ered ujion  a  motion  for  dissokition,  such  motion,  upon  rehearing, 
was  directed  to  be  transmitted  to  the  Primary  Examiner.     Id. 

3.  It  is  doubtful  if  an  appeal  lies  from  the  decision  of  the 
Examiner  refusing  to  grunt  a  rehearing  in  any  case,  and  his 
action  will  certainly  not  be  reviewed  where  he  fully  considers 
the  points  raised  in  his  decision  denying  a  rehearing. 

Holt  l:  Ingersoll,  84  0.  G.  1873;  C  D.  1898. 

Keissue. 

I.  In  General. 
II.  Delay  in  Applying  for. 

III.  Identity. 

IV.  To  Correct  Error  of  Patent  Office. 

V.  Jurisdiction   of    Patent    Office   over   Original 
Patent. 
I.   In  General. 

1.  A  bill  in  equity  for  a  decree  that  B.  is  entitled  to  a  reissue 
of  his  patent,  in  accordance  with  the  provisions  of  the  Revised 
Statutes,  section  4915,  dismissed,  as  the  question  of  patentability 
of  the  combination  claimed  had  been  substantially  })assed  upon 
by  the  Circuit  Court  of  Appeals,  (60  Fed.  Rep.  87.)  (C  C) 
^-Briggs  V.  Butterworth  Comr.  of  Pats.,  83  0.  G.  159;  C  D. 
1898. 
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2.  Where  the  claim  sought  by  reissue  was  not  as  broad  as  the 
claim  made  in  the  original  application  and  canceled;  Held^  that 
this  is  of  no  consequence  where  the  reissue  claim  was  included 
in  the  original  claim.  It  is  well  settled  in  law  that  a  reissue 
cannot  be  allowed  for  the  restoration  of  claims  once  rejected  and 
canceled.      (C.  A.  D.  C.) 

^Denton  v.  Comr.  of  Patents,  83  O.  G.  1347;  C.  D.  1898. 

3.  Where  an  applicant  for  a  reissue  had  amended  and 
limited  an  original  claim  to  a  greater  extent  than  was  neces- 
sary, Held^  that  such  limitation  may  have  been  a  mistake  of 
judgment,  but  it  Avas  certainly  an  abandonment  of  all  that  was 
contained  in  the  original  claim  and  which  was  not  contained  in 
the  subsequent  amendment.  There  can  be  no  middle  ground 
or  retrogression  to  take  back  part  of  what  has  been  abandoned 
any  more  than  to  take  back  the  whole.      (C.  A.  D.  C. )     ^Id. 

4.  A  formal  requirement  that  the  oath  of  a  reissue  application 
be  supplemented  by  a  particular  statement  of  the  circumstances 
attendant  upon  the  making  of  the  original  application  is  not 
warranted.     This  is  a  ground  of  rejection. 

Eximrte  Janowitz,  85  0.  G.  152;  C.  D.  1898. 

5.  The  question  of  the  sufficiency  of  a  reissue  affidavit  relates 
to  the  merits.  The  question  of  its  definiteness  is  a  subject  for 
petition  to  be  raised  by  objection.  Id. 

6.  An  applicant   need    not   be  required  as  a  condition  pre- 
cedent to  consideration  of  a  reissue  application  to  recount  all 
the  reasons  wliich  prevented   a  compliance  with  the  statute  in 
filing  his  original  application.  Id. 
II.   Delay  in  Applyikg  for. 

1.  The  original  patent  was  issued  September  15,  1885,  and 
an  application  for  reissue  was  not  filed  in  the  Patent  Office 
until  November  G,  1888.  Held,  that  the  a])))lication  for  reissue 
of  the  patent  was  not  made  within  a  reasonal)le  time,  and  that 
there  was  no  suflicient  cvideiK^e  of  inadvertence,  accident  or 
mistake  to  entitle  apiiellant  to  a  reissue  of  the  patent  under  the 
statute,  according  to  the  rul(>  laid  down  in  TopiifF  v.  Topliff 
(59  0.  G.  ]257,  145  U.  S.  15(;).     (C.  A.  D.  C.) 

*  Messinger  v.  Comniissioner  of  Patents,   83   0.   G.   1995; 
(,'.  I).  1S!)S. 

2.  I">(iiii  tlie  well-.scttlcd   principles  of   the  law  of  reissue,  as 
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expressed  by  the  Supreme  Court,  not  only  must  the  application 
for  reissue  be  founded  upon  the  same  invention  as  tluit  covered 
by  the  original  patent  and  as  shown  by  the  original  specification 
and  claims,  but  there  must  be  due  diligence  shown  in  discover- 
ing the  mistake  or  inadvertence  and  in  the  application  for  re- 
issue and  in  the  prosecution  of  such  application.      (C.  A.  D.  C. ) 

3.  Delay  in  applying  for  reissues  is  obnoxious,  because,  as  a 
rule,  individuals  and  the  public  have  acquired  during  such  de- 
lay adverse  equities  which  would  be  destroyed  by  reconstruc- 
tion of  a  void  claim;  but  where  a  patent  was  obtained  June  6, 
1882,  held  void  by  the  circuit  court  June  14,  1894,  and  l)y  the 
circuit  court  of  appeals,  October  22,  1894,  and  a  reissue  was 
granted  March  12,  1895,  Held,  that  the  reissue  is  not  void  by 
reason  of  the  lapse  of  time  after  the  original  patent  was  issued. 
(C.  C.  A.) 

*Maitland  v.    B.  Goetz  M'f'g  Co.,  85  0.    G.    776;  C.  D. 
1898. 

III.  Identity. 

Wbere  all  of  the  claims  of  the  reissue  patent  are  literally  re- 
produced from  the  original,  except  one  which  is  predicated  upon 
the  same  invention  as  the  original,  but  stating  that  invention  in 
terms  intended  to  express  more  clearly  that  which  would,  under 
the  ordinary  doctrine  of  equivalents,  be  the  legal  effect  of  the 
original,  Held^  that  an  attack  upon  the  validity  of  the  reissue 
patent  cannot  prevail.      (C.  C. ) 

*  Haggenmacher  v.  Nelson  et  al,  88  Fed.  Rep.  486. 

IV.  To  Correct  Error  of  Patent  Office. 

The  fact  that  an  applicant  by  mistake  directs  the  cancellation 
of  certain  allowed  claims,  and  in  consequence  a  patent  with 
fewer  claims  than  his  invention  warranted  was  granted  him, 
does  not  warrant  the  presumption  that  the  mistake  was  due  to 
the  fault  of  the  Office,  and  a  reissue  will  not  be  granted  on  the 
ground  that  tbe  mistake  was  due  to  such  fault. 

Ex  parte  Fernandez,  82  0.  G.  186  ;  C.  D.  1898. 

V.  Jurisdiction  of  The  Patent  Office  over  Original  Patent. 
1.   Upon  application   being   made   for  a  reissue  the  Patent 

Office  is  authorized  to  deal  with  all  of  its  claims,  the  original  as 
9 
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well  as  those  inserted  first  in  the  application,  and  might  declare 
them  to  be  invalid;  but  such  action  would  not  affect  the  claims 
of  the  original  patent,  which  remained  in  full  force  if  the  appli- 
cation for  reissue  be  rejected  or  abandoned.  (Sup.  Ct.  U.  S.) 
*  The  McCormick  Harvesting  Machine  Co.  r.  C.  Aultman 

&  Co.     Same  v.  The  Aultman-Miller  Company,  82  0.  G. 

1988;  C.  D.  1898. 

2.  Upon  the  issue  of  the  original  patent  the  Patent  Office  had 
no  power  to  revoke,  cancel  or  annul  it.  It  had  lost  jurisdiction 
over  it  and  did  not  regain  such  jurisdiction  by  the  application 
for  a  reissue.      (Sup.  Ct.  U.  S.)  */d. 

3.  The  object  of  a  patentee  in  applying  for  a  reissue  is  not  to 
reopen  the  question  of  the  validity  of  the  original  patent,  but  to 
rectify  any  error  which  may  have  been  found  to  have  arisen 
from  his  inadvertence  or  mistake.  But  until  the  amended 
patent  shall  have  been  issued,  the  original  stands  precisely  as  if 
a  reissue  had  never  been  applied  for  (Allen  v.  Culp,  79  0.  G. 
1523),  and  must  be  returned  to  the  owner  upon  demand. 
(Sup.  Ct.  U.  S.)  *M 

4.  The  fact  that  the  rules  of  the  Patent  Office  require  that  the 
original  patent  should  be  placed  in  its  custody  for  the  purpose 
of  surrendering  it  upon  the  issue  of  an  amended  patent,  gives 
that  department  no  right  to  the  possession  of  it  upon  the  rejec- 
tion of  the  application  for  a  reissue.      (Sup.  Ct.  U.  S. )     ^'Id. 

5.  If  the  patentee  abandoned  his  application  for  a  reissue,  he 
is  entitled  to  a  return  of  his  original  patent  precisely  as  it  stood 
when  such  application  Avas  made,  and  the  Patent  Office  has  no 
greater  authority  to  mutilate  it  by  rejecting  any  of  its  claims 
than  it  has  to  cancel  the  entire  patent,     (Sup.  Ct.  U.  S. )    */d. 

6.  When  a  patent  has  received  the  signature  of  the  Secretary 
of  the  Interior,  countersigned  by  the  Commissioner  of  Patents, 
and  has  had  aflixcd  to  it  the  seal  of  the  Patent  Office,  it  has 
passed  beyond  the  control  and  jurisdiction  of  that  oflice,  and  is 
not  subject  to  be  revoked  or  canceled  by  the  President  of  the 
United  States  or  any  other  officer  of  the  ( ioveniment.  (U.  S. 
V.  Schurtz,  102  U.  S.  378;  U.  S.  r.  Am.  Pell  Tel.  Co.,  45  O.  G. 
1311;  128  U.  S.  315,  3G3. )  It  has  become  (he  property  of  the 
patentee,  and  as  sucli  is  entitled  to  tlie  same  1(  gal  pi-otcction  as 
otlier   ])ro])crty.      (Seymour  r.    Osbonic,    11    \\';ill.    oK);  Cam- 
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meyert^  Newton,  11  0.  G.  287;  94  U.  H.  220;  U.  S.  v.  Palmer, 
128  U.  S.  262,  271,  citing  James  v.  Campbell,  21  O.  G.  ']>ll; 
104  U.  S.  356.)     (8up.  Ct.  U.  S.)  "^Id. 

He-open inii^  Cases  in  tlie  Patent  Offlce. 

1.  ^\'hel•e,  after  a  decision  of  the  Exaininers-in-Chief,  a  peti- 
tion is  made  to  re-open  a  case  for  the  consideration,  by  the 
Primary  Examiner,  of  additional  claims,  and  the  only  reason 
advanced  as  to  why  the  proposed  claims  were  not  presented  be- 
fore final  consideration  of  the  case  by  the  Primary  Examiner  is 
that  the  attorney  then  in  charge  of  the  case  did  not  appreciate 
the  necessity  of  presenting  such  claims,  Held,  that  the  failure  to 
present  them  sooner  was  due  merely  to  a  supposed  error  in  judg- 
ment, and  the  petition  denied. 

Ex  parte  Osborn,  82  0.  G.  894;  C.  D.  1898. 

2.  The  rule  against  the  admission  of  new  claims  after  a  case 
has  been  closed  before  the  Primary  Examiner  is  necessar}-  to  the 
proper  conduct  of  the  large  amount  of  business  before  the  Patent 
Office,  and  the  enforcement  of  the  rule  is  necessary  to  its  exist- 
ence. (Ex  parte  Snow,  80  0.  G.  1271,  and  ex  parte  Hunter,  81 
0.  G.  504,  cited.)  ■  Id. 

Speciflcation. 

Sufficiency  of  Description. 

1.  The  patentees  have  made  an  ingenious  and  meritorious 
invention,  of  such  utility  and  novelty  as  to  support  a  broad  pat- 
ent, and  have  sufficiently  described  such  invention.  The  fact 
that  the  device  is  a  non-inverting  looper  is  sufficiently  indicated 
by  reference  to  one  part  as  an  upper  jaw  and  another  as  a  lower 
jaw.      (C.  C.  A.) 

*  Willcox  and  Gibbs  Sewing  Machine  Co.  r.  The  Merrow 

Machine  Co.,  85  0.  G.  1078;  C.  D.  1898. 

2.  "Accurate  description  of  the  invention  is  required  by  the 
law  for  several  purposes  :  (1)  That  the  government  may  know 
what  is  granted  and  what  will  become  public  property  -when 
the  term  of  the  monopoly  expires  ;  (2)  that  licensed  persons 
desiring  to  practice  the  invention  may  know  during  the  term, 
how  to  make,  construct  and  use  the  invention  ;  (3)  that  other 
inventors  may  know  what  part  of  the  field  of  invention  is  oc- 
cupied."    (Bates  V.  Coe,  98  U.  S.  31,  39.)     (C.  C.  A.) 

*  Kelly  et  al.  v.  Clow  ct  al.,  89  Fed.  Rep,  297. 
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3.  The  specification  unnecessarily  contains  a  scientific  theory 
with  respect  to  the  action  of  certain  elements  used  in  the  pro- 
cess, which  theory  is  not  now  the  generally  accepted  explana- 
tion of  the  phenomenon  attendant  upon  such  action.  It  mat- 
ters not,  however,  that  the  patentee  may  have  been  mistaken  in 
stating  the  rationale  of  his  process  ;  he  fully  described  the  in- 
vention itself,  and  its  practical  results,  and  gave  sufficient  di- 
rections for  putting  it  into  practical  use,  and  the  law  requires 
nothing  more.      (C.  C. ) 

*U.  S.  Mitis  Co.  V.  Carnegie  Steel  Co.,  89  Fed.  Rep.  343. 

Statutes,  Construction  of. 

1.  The  Avords  "application"  and  "patent"  in  section  8  of 
the  acts  of  March  3,  1897,  mean  United  States  applications  and 
patents. 

Ex  parte  Smith,  85  0.  G.  2091  ;  C.  D.  1898. 

2.  Congress  does  not  have  any  control  over  foreign  patents, 
either  in  reference  to  their  grant  or  to  their  life  or  to  their  valid- 
ity, and  therefore  section  8  of  the  act  could  not  be  intended  to 
apply  to  any  patents  but  those  granted  by  the  United  States. 

Id. 

3.  The  right  to  protect  an  invention  in  the  United  States  by 
Letters  Patent  is  a  statutory  one.  The  right  is  not  a  vested  one 
— merely  an  inchoate  right.  It  is  clearly  within  the  power  of 
Congress  to  extend  or  abridge  that  right,  even  to  absolutely  take 
it  away.  Id. 

4.  When  Congress  abridges  the  right  to  file  an  iii)plication  by 
imposing  a  ncAV  condition  taking  efl'ect  months  after  the  enact- 
ment, thereby  giving  inventors  ample  time  to  avail  themselves 
of  the  right  conferred  by  the  former  law,  the  amended  law  can 
scarcely  be  faii-ly  termed  retrospective,  because  no  al)Solute 
rights  under  tlie  old  law  have  become  vested  in  the  inventor  or 
in  the  owner  of  the  invention.  Id. 

Suits. 

\\'lier(!  the  1)111  contained  allegations  involving  a  charge  of 
eonsj)iracy  and  joint  infringement,  but  by  leave  of  court  and  by 
aniendmeiit,  the  bill  was  dismissed  as  against  all  excei)t  this 
one  defendant,  which  was  charged  with  using  devices  covered 
\)y  the    patent,    lldd,  tlial  the  assignnieiil    of    error    based    ui)on 
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the  refusal  of  the  court  to  dismiss  the  whole  bill  for  misjoinder 
of  defendiuits  is  not  well  founded.      (C.  C.  A. ) 

*  Consolidated  Car-Heating  Co.  v.  West  End  St.    Ry.  Co. 
West  End  St.  Ry.  Co.  v.  Consolidated  Car  Heating  Co., 
85  Fed.  Rep.  GG'i. 
Suspension  of  Action  on  Application. 

2.  On  June  22,  1895,  applicant  requested  a  suspension  of 
action  on  his  application  for  three  months,  -which  was  granted. 
Nothing  further  was  done  until  January  10,  1896,  when  the 
Examiner,  on  his  own  motion,  called  the  applicant's  attention 
to  the  fact  that  the  application  was  suspended  and  suggested  to 
him  that  if  he  desired  a  further  suspension  he  should  promptly 
apply  for  it.  On  January  22,  1896,  the  applicant  followed  the 
suggestion  of  the  Examiner  and  requested  a  suspension  for  sixty 
days.  For  reasons  not  disclosed  by  the  record  the  Examiner 
granted  a  suspension  for  six  months  instead  of  for  sixty  daj'S. 
Nothing  further  Avas  done  with  the  application  until  March  1, 
1897,  when  the  Examiner,  on  his  own  motion,  informed  the 
applicant  that  the  case  would  stand  suspended  until  June  12, 
1897,  when  it  would  be  passed  to  issue.  The  case  was  not 
passed  to  issue  and  no  attention  was  paid  to  it  until  August  25, 
1898^  when  the  present  Examiner  informed  the  applicant  that 
his  case  was  abandoned.  Held,  that  were  it  not  for  the  letter  of 
the  Examiner  of  March  1,  1897,  the  application  would  have 
been  abandoned,  but  that  said  letter  was  such  an  action  as  that 
referred  to  in  the  statute,  and  that  it  saved  the  application  from 
abandonment. 

Ex  parte  McCaskey,  85  0.  G.  935;  C.  D.  1898. 

2.  Held,  further,  that  if  such  practice  as  that  indicated  in  this 
case  exists  in  the  Office  it  cannot  be  too  strongly  disapproved, 
and  should  be  stopped.  It  is  such  cases  as  this  that  bring  the 
Office  into  ill-repute  and  justly  give  ground  for  the  criticism 
that  is  sometimes  indulged  in  l)y  the  public.  Id. 

Testimony. 

1.  In  the  absence  of  a  rule  of  court  or  of  a  written  stipulation 
so  providing,  the  exjiense  of  printing  records,  briefs  and  supple- 
mental briefs  in  the  circuit  court  or  of  procuring  co])ies  of  the 
official  stenographer's  notes  of  testimony  for  the  use  and  con- 
venience of  the  parties  is  not  taxable  as  costs;  neither  is  the 
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expense  of  constructing  or  procuring  models,  cliarts,  plioto- 
lithographing  paper  exhibits,  etc.,  used  at  the  hearing  to  illus- 
trate and  make  clear  the  oral  evidence.      (C.  C. ) 

^  Kelly  r.  Springfield  Ry.  Co.  et  al,  82  0.  G.  751;  C.   D. 
1898;  83  Fed.  183. 

2.  An  order  of  court  entered  upon  application  of  both  parties 
pursuant  to  stipulation  between  them  that  a  printed  copy  of  the 
proofs  and  records  shall  be  considered  "for  all  purposes  of  this 
suit"  and  shall  constitute  the  original  record  therein,  is  not  an 
order  requiring  the  printing  of  proofs  and  records  so  as  to  make  the 
cost  of  such  printing  taxable  against  the  losing  party.      (C.  C. ) 

3.  The  granting  of  leave  to  file  supplemental  briefs  does  not 
make  the  expense  of  printing  them  taxable  costs.     (C.  C. )        */d. 
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I.  Abandonment. 

In  an  a})i)lication  for  registry  of  a  trade-mark,  the  failure  to 
claim  the  letter  "  S  "  as  a  portion  or  feature  thereof  must  be  held 
to  be  an  abandonment  of  such  feature  of  the  mark  to  the  public, 
and,  therefore,  a  disclaimer  of  any  exclusive  right  to  its  use. 
(C.  C.) 

*  Pittsburgh  Crushed  Steel  Co.  v.   Diamond  Steel  Co.,  85 
Fed.  Rep.  637. 

II.  Anticipation. 

1.  A  trade-mark  consisting  in  the  pictorial  representation  of 
a  cat  in  a  crouching  position,  three  of  its  legs  resting  on  the 
ground  and  the  fourth  being  in  an  elevated  position,  the  whole 
being  printed  in  gold  on  a  red  background,  generally  arranged 
as  shown  in  the  drawing,  in  which  the  colors,  excepting  black 
and  Avhite,  are  omitted,  and  the  words  "Old  Tom"  inclosed  in 
a  border  surmounting  the  same,  and  the  words  "Celebrated 
Cordial  Gin"  appearing  beneath  the  same,  refused  registration 
as  a  trade-mark  for  gin  on  a  mark  consisting  of  a  cat  standing 
upon  a  barrel  on  Avhich  are  placed  the  words  "Old  Tom,"  on 
the  ground  that  Avhile  there  are  differences  in  the  details,  the 
salient  features  of  both  marks  being  the  representation  of  a  cat, 
the  minor  differences  are  not  such  as  to  sufficiently  differentiate 
the  two  marks. 

ExjJurte  Kaufman  &  Blache,  84  O.  G.  145;  C.  D.  1898. 

2.  The  Patent  Olhce  should  not  register  trade-marks  which 
Avould  have  a  tendency  to  mislead  or  deceive  the  public,  or 
which  would  be  held  to  be  an  infringement  upon  prior  regis- 
tered or  unregistered  marks.  Id. 

3.  The  words  "Uncle  Sam"  and  a  representation  of  the 
figure  conventionally  known  as  "Uncle  Sam"  refused  registra- 
tion as  a  trade-mark  for  garters  on  a  registered  mark  consisting 
of  the  words  "Uncle  Sam"  and  the  conventional  figure  of 
"Uncle  Sam,"  for  wearing-apparel  for  men  and  boys,  the  par- 
ticular description  of  goods  being  clothing  of  all  kinds. 

Ex  parte  Stein  &  Co.,  85  0.  G.  147;  C.  I).  1895. 

4.  A  trade-mark  for  windmills  and  tanks,  consisting  of  a 
pictorial  symbol  of  a  star  with  a  windmill  in  the  center,  refused 
registration  on  a  prior  registered  mark  for  windmills  and  tanks, 
the  essential  feature  of  which  is  the  word-svmliol  "  U.  S.  Star," 


136  TRADE-MARKS. 

there  being  also  shown  in  the  fac-siinllc  of  the  registered  mark 
and  referred  to  in  the  statement  tlie  symbol  of  a  star. 

Ex  parte  Flint  &  Walling  M'f'g  Co.,  85  O.   G.  148;  C.   D. 
1898. 

5.  The  Office  ought  not  to  register  a  mark  so  similar  to  the 
one  already  registered  for  the  same  class  of  goods.  If  the  regis- 
tered mark  set  forth  that  the  essential  feature  was  the  word 
"Star"  or  symbol  of  a  star,  irrespective  of  any  accessories,  the 
question  would  be  entirely  free  from  doubt.  Id. 

6.  In  a  border-line  case  the  benefit  of  the  doubt,  so  far  as  the 
Patent  Office  is  concerned,  should  be  given  to  the  owner  of  the 
registered  mark.  Id. 

7.  A  symbol  of  a  five-pointed  star  with  the  letters  of  the  word 
"Steel"  inserted  between  the  rays  or  points  and  the  mono- 
gram FW,  and  the  word  "Co."  placed  upon  a  small  five- 
pointed  star  which  forms  the  center  of  the  larger  one,  and 
which  two  stars,  the  monogram,  and  the  word  "Steel"  ar- 
ranged around  the  circumference  of  the  larger  star,  form  the 
material  parts  of  the  trade-mark,  refused  registration  on  a  prior 
registered  mark,  the  essential  features  of  Avhich  are  the  letters 
"  U.  S."  and  the  word  "  Star  "  or  the  symbol  of  a  star.     Id. 

8.  The  action  of  the  Examiner  refusing  to  register  the  word 
"Chewies"  as  a  trade-m.ark  for  confections,  in  view  of  the 
prior  registered  mark  "  Chewso  "  for  chewing-candy,  affirmed. 

Ex  parte  Mclnnerny,  85  0.  G.  148;  C.  D.  1898. 

9.  It  is  not  necessary  that  a  word  to  be  an  anticipation  must 
be  written  like  and  sound  like  a  mark  sought  to  be  registered. 

Id. 

10.  Where  the  a])plicant  petitions  that  if  the  word  "  Chewies  " 
be  refused  registration  he  ma}'  be  allowed  to  amend  by  ])refixing 
the  word  "I)(!wey's,"  so  that  the  mark  will  read  "Dewey's 
Chewies,"  Held,  that  there  is  no  good  reason  for  jiermitting  him 
to  add  other  features  not  disclosed  in  the  statement.  Id. 

11.  Whether  or  not  the  word  "Dewey"  is  an  ordinary  sur- 
name or  has  Itcconie  fanciful  and  romantic,  it  should  not  be 
registered  as  a  trade-mark,  as  no  one  has  the  right,  without  the 
consent  of  D(!wey,  to  a])propriate  his  name  as  a  trade-mark,  on 
the  ground  tlial  a  living  <'(lcbiity  is  entitU'd  to  protection  from 
tlie  ordinary  trader.  Id. 
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12.  The  word  "  Non-Tox,"  as  a  trade-mark  for  "Carbonated 
Root  and  Herb  Extract,"  was  refused  registration  on  a  prior 
trade-mark  for  a  certain  medicinal  tonic  to  remove  the  effects  of 
intoxication,  the  essential  feature  being  the  word  "Anti-Tox." 
It  was  shown  that  the  registered  mark  had  become  al)andoned. 
Held,  tliat  the  differences  in  the  marks,  the  differences  in  the 
articles  to  which  they  are  intended  to  be  apphed,  and  the  regis- 
tered mark  having  become  abandoned,  Avould  warrant  giving 
the  benefit  of  the  doubt  to  applicant  and  allowing  registration. 

Ex  parte  McDonald,  85  0.  G.  150;  C.  D.,  1898. 

13.  Upon  petition  from  the  action  of  the  Examiner  refusing 
registration  as  a  trade-mark  for  plug-tobacco  of  a  red  ribbon 
applied  to  a  plug  of  tobacco,  Held,  that  while  there  is  no  physi- 
cal resemblance  between  the  word  "Ribbons"  and  a  piece  of 
ribbon,  yet  the  probability  of  deceiving  the  purchaser  is  so  great 
that  the  prior  mark  is  a  proper  reference. 

Ejc  parte,  Calvert  &  Bro.,  85  0.  G.  288;  C.  D.  1898. 

14.  A  mark  consisting  of  the  figures  "  1  "  and  "2,"  arranged, 
respectively,  above  and  below  a  dividing-line  formed  l>y  the  rays 
of  a  shooting  star,  refused  registration  in  view  of  the  prior  marks 
showing  a  shooting  star  alone. 

Ex  parte  Werner  &  Co.,  85  0.  G.  775;  C.  D.  1898. 

15.  In  considering  anticipation  by  a  prior  mark  the  question 
is  not  as  to  whether  some  si)ecific  feature  of  the  a])plicant's  mark 
is  disclosed  in  the  prior  mark,  but  is  as  to  whether  the  mark  in 
its  entirety  is  so  nearly  like  the  prior  mark  as  to  mislead  or 
deceive  the  luiblic.  Id. 

III.  Arbitrary  Descriptive. 

Where  the  Avord  "Royal  "  is  applied  to  the  entire  manufac- 
ture of  a  company  and  not  to  a  particular  grade,  it  does  not  im- 
port cjuality,  but  has  come  to  be  known  in  connection  with  the 
article  of  baking  powder  as  indicating  the  origin  and  projn-ietor- 
ship  of  the  manufacturer.      (C.  C.  A.) 

*  Raymond  v.  Royal  Baking  Powder  Co.,  85  Fed  Rep.  231. 

IV.  Class  of  Goods. 

1.  The  Office  is  not  warranted  in  requiring  that  a  trade-mark 
be  separately  registered  for  each  class  of  goods  with  Avhich  it  is 
used  in  order  to  conform  to  the  Office  classification. 

Ex  parte  Clark- Jewell-Wells  Co.,  83  0.  G.  915  ;  C.  D.  1898. 
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2.  "Wliere  a  trade-mark  used  on  several  elasses  of  goods  is 
covered  by  a  single  registration,  the  applicant  should  state  for 
each  class  of  goods  the  length  of  time  the  trade-mark  has  been 
used  for  that  class.  Id. 

3.  Where  an  applicant  intends  to  cover  a  class  of  goods 
broadly,  it  is  unnecessary  to  mention  ever}-  particular  descrip- 
tion of  goods  comprised  in  such  class. 

Ex  parte  Stein  &  Co.,  85  0.  G.  147  ;  C.  D.  1898. 

4.  The  word  "  Carmencita  "  is  a  diminutive  of  the  word 
"Carmen,"  and  the  latter  so  nearly  resembles  the  former  that 
its  use  is  liable  to  cause  confusion  or  mistake  in  the  mind  of  the 
public  when  applied  to  the  same  article  of  merchandise,  and  for 
that  reason  it  may  not  be  registered  as  a  trade  mark. 

Ex  parte  Egyptian  Tobacco  Co.,  85  0.  G.  1741;  C.  D.  1898. 

5.  There  is  a  well-defined  difference  between  cigars  and 
cigarettes,  as  the  terms  are  ordinarily  used.  A  purchaser  call- 
ing for  "  Carmencita  "  cigars  would  not  be  apt  to  accept  through 
inadvertence  or  mistake  a  package  of  "Carmen"  cigarettes; 
nor  would  tlie  cigarette  devotee  accept  a  "Carmencita"  cigar 
under  the  impression  that  it  was  his  favorite  brand  of  cigar- 
ettes. Hehl,  therefore,  that  the  applicant  is  entitled  to  register 
the  word  "Carmen"  as  a  trade-mark  for  cigarettes,  notwith- 
standing the  prior  registration  of  the  word  "  Carmencita  "  as  a 
trade-mark  for  cigars.  Id. 

6.  Prior  registration  of  the  words  "La  Norma"  as  a  trade- 
mark for  cigar-boxes  does  not  preclude  the  registration  of  the 
word  "Norma"  as  a  trade-mark  for  cigarettes,  for  the  reason 
that  cigar-boxes  and  cigarettes  belong  to  essentially  different 
classes,  the  one  to  the  class  of  receptacles  and  the  other  to  the 
class  of  manufactured  tobacco. 

Ef  pnrlr  Kgvptiau  Tobacco  Co.,  85  O.  ({.  1905;  C.  D.  1898. 

V.    SOCIE'IV    IVMIil.K.MS  AND    SvMF,OI,S. 

1.  A  Greek  cross  and  the  Avords  "  Red  Cross"  may  be  regis- 
tered as  a  trade-mark  for  elastic  goring  to  be  used  in  Congress 
boots  and  shoes. 

Ex  parte  E.  S:  A.  TI.  T'.atchcllcr  Co.,  85  0.  G.  1583;  C.  D. 
1898. 

2.  A|>|tlic;iiit's  use  (if  llic  iiiiirk  fdi'  claslic  goring  to  be  used  in 
tlic  iii;iiiiif;i(i  uic  of  ('oii";i'css    boots  or   slioes  would    not  tend   to 
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mislead  the  purchasers,  as  the  purchasers  of  this  class  of  goods 
are  manufacturers  of  boots  and  shoes  who  purchase  applicant's 
elastic  goring  presumably  because  of  the  superiority  of  the  goods 
or  because  the  price  is  satisfactory.  Id. 

3.  In  view  of  the  various  uses  to  Avhich  a  red  Greek  cross  has 
been  put,  no  organization  can  claim  such  exclusive  right  to  or 
control  over  it  as  to  prevent  its  use  within  lawful  limitations  as 
a  trade- mark.  Id. 

VI.   Descriptive. 

1.  The  words  "Barber's  Model"  are  descriptive  in  that  they 
convey  the  idea  that  razors  so  marked  are  a  form  adopted  or 
desired  by  barbers  or  specialh^  adapted  for  their  use.  If  not, 
the  use  of  these  words  is  deceptive,  in  tliat  they  would  convey 
such  a  belief  to  the  intending  purchaser,  and  registry  should, 
therefore,  be  refused. 

Ex  parte  Krusius  Brothers,  82  0.  G.  1687;  C.  D.  1898. 

2.  It  being  elementary  that  the  purpose  of  a  trade-mark  is  to 
denote  the  origin  of  the  goods  upon  which  it  is  used,  it  seems 
strange  that  manufacturers  should  continue  to  adopt  and  attempt 
to  monopolize  words  which  either  convey  an  idea  of  the  charac- 
teristics of  or  purposes  to  which  the  article  is  adapted,  or  which 
are  deceptive  or  misleading.  Id. 

3.  The  words  "Malted  ]\rilk  "  refused  registration  as  a  trade- 
mark for  a  food  preparation  for  infants  and  invalids,  as  they  are 
so  far  indicative  of  the  ingredients  and  characteristics  of  peti- 
tioner's preparation  as  to  be  descriptive. 

E.r  jKuie  Horliek's  Food  Co.,  84  0.  G.  1870;  C.  D.  1898. 

4.  The  word  "Olive"  refused  registration  as  a  trade-mark  for 
bicycles,  as  the  word  simply  indicates  the  color  of  the  bicycles 
manufactured  by  the  applicant. 

Ex  parte  Olive  ^\ heel  Co.,  84  0.  G.  1871;  C.  D.  1898. 

5.  The  words  "Perfect  Face  Paste"  refused  registration  as  a 
trade-mark  for  medical  conipounds  on  the  ground  that  they  are 
purely  descriptive  in  character  and  incapable  of  exclusive  appro- 
priation, the  word  "  Perfect"  being  an  adjective  in  common  use 
in  speech  and  for  advertising  purposes,  and  the  words  "Face 
Paste"  merely  indicating  the  form  of  the  composition  and  its 
purpose. 

Ex  parte  Rail,  85  0.  G.  443;  C.  D.  1898. 
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6.  The  words  "Kid  Nee  Kure"  refused  registration  as  a 
trade-mark  for  a  remedy  for  kidney  and  analogous  diseases,  on 
the  ground  that  purely  descriptive  words,  not  otherwise  regis- 
trable, do  not  become  so  by  misspelling  them  and  misplacing 
capitals. 

Ex  parte  Henderson,  85  0.  G.  453;  C.  D.  1898. 

7.  The  words  "  Blue  Label"  on  a  generally  blue  field  refused 
registration  as  a  trade-mark  for  canned  soups,  etc.,  as  they  are 
descriptive  of  the  color  of  the  label  which  is  applied  to  the  goods 
in  question.    (Fischer  et  al.  v.  Blank,  33  N.  E.  Rep.  1040,  cited.) 

Ex  parte  Curtice  Brothers  Co.,  85  0.  G.  610;  C.  D.  1898. 

8.  The  words  "Swan  Down"  are  not  so  descriptive  of  the 
quality  of  the  article  when  applied  to  a  complexion  powder  as 
to  prevent  its  use  and  appropriation  as  a  trade-mark.      (C.  C. ) 

^Tetlow  V.  Tappan,  85  Fed.  Rep.  774. 

9.  The  word  "  Koffio  "  as  a  trade-mark  for  cereal  coffee  may 
be  suggestive,  but  it  is  not  descriptive,  and  may  be  registered  as 
a  trade-mark. 

Sleepy  Eye  Milling  Co.  v.  C.  F.  Blake  Tea  and  Coffee  Co., 
85  0.  G.  1905;  C.  D.  1898. 

VII.  Equity. 

Every  suit  brought  to  restrain  the  imitation  of  a  trade-mark 
or  the  sellhig  of  goods  marked  with  that  trade-mark  or  any 
simulation  of  it,  is  founded  on  the  fact  that  the  action  or  pro- 
posed action  of  the  defendant  has  deceived  or  is  calculated  to 
deceive  ordinary  purchasers  l)uying  with  usual  care,  so  that 
they  have  i)urchased,  or  will  probably  jiurchase  the  goods  of 
the  defendant  under  the  mistaken  belief  that  they  are  the  goods 
of  the  complaintant,  to  the  serious  damage  of  the  latter.  This 
deceit  or  probable  deceit  is  the  nine  qua  mm  of  the  maintenance 
of  such  a  suit  in  ecjuity,  because  every  one  has  the  undoubted 
right  to  sell  his  own  goods,  or  goods  of  his  own  manufacture  as 
sucli,  however  much  such  sales  may  diminish  or  injure  the 
business  of  his  com})etitors.      (C.  C.  A.) 

*Kann  ct  (il.  r.  Diamond  Steel  Co.  ct  al,  89  Fed.  Rep.  706. 

VIII.  INESSENTIAL  Features. 

1.  Tiie  registry  of  a  trade-mark,  which  consists  solely  of  a 
geometrical   symbol,    sometimes   described   as   a   conventional 

diiiiiiond,  <lo('S  not  coiit'cr  u])()n  i\\o.  owner  of  the  tra(l(>-mark  a 
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monopoly  of  the  use  of  the  word  "  Diamond,"  so  descriptive  of 
the  niark  as  a  trade-name.      (C.  C). 

*  Pittsburgh  Crushed  Steel  Co.  v.   Diamond  Steel  Co.,  85 
Fed.  Rep.  G37. 

2.  Ajjplicant  sought  to  register  as  a  trade-mark  for  mixtures 
of  liquids  containing  celery  a  bottle  of  peculiar  and  original 
form.  Held,  that  registration  should  be  refused,  as  the  form  of 
a  package  alone  can  rarely  be  the  subject  of  trade-mark  protec- 
tion. If  the  form  is  peculiar  enough  to  be  protected,  it  should 
be  the  subject  of  a  design  patent. 

Ex  parte  Dunkley  Celery  and  Preserving  Co.,  84  0.  G.  310; 
C.  D.  1898. 

3.  A  statement  of  an  alleged  essential  feature  of  a  trade-m.ark 
in  the  following  form  is  objectionable  and  must  be  canceled 
before  the  mark  can  be  registered:  "either  in  identity  and 
entiret}'  as  hereinbefore  described  and  as  illustrated  in  the  ac- 
companying facsimile,  or  to  such  extent  and  in  such  near  resem- 
lance  thereto  as  might  be  calculated  to  mislead  and  deceive  the 
public." 

Ex  parte  Stein  &  Co.,  85  0.  G.  147;  C.  D.  1898. 

4.  The  Office  regulation  that  an  applicant  should  particularly 
discriminate  between  the  essential  and  non-essential  features  of 
his  trade-mark  is  made  in  conformity  with  the  statute,  is  reason- 
able, and  is  made  in  the  interest  of  applicants  and  the  Office, 
and  it  must  be  complied  Avith.  Id. 

5.  The  word  "Red"  refused  registration  as  a  trade-mark  for 
snuff,  on  the  ground  that  neither  the  color  alone  of  a  package 
nor  the  color  alone  of  an  article  of  commerce  can  constitute  a 
valid  trade-mark. 

Ex  parte  Pearson  Tobacco  Co.,  85  0.  G.  287  ;  C.  D.  1898. 

6.  The  statement  of  an  applicant  as  to  what  are  the  essential 
features  of  a  trade-mark  does  not  make  them  so.  The  essential 
features  are  really  what  lend  character  to  the  entire  mark,  and 
should  be  so  considered. 

Ex  parte  Parker,  Holmes  &  Co.,  85  0.  G.  287;  C.  D.  1898. 

7.  Where  the  applicant  sought  to  register  a  trade-mark  the 
essential  features  of  which  are  stated  to  be  "the  representation 
of  a  shoe  and  the  words  'The  Greatest  Value  for  the  Money,' 
appearing  on  scrolls  placed  adjacent  to  the  said  representation 
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of  a  shoe,"  Held^  that  the  words  form  no  part  of  the  essential 
feature  of  the  mark,  and  tlie  mark  should  therefore  not  he  regis- 
tered. /(/. 

8.  A  trade-mark  should  not  he  registered  containing  as  an  es- 
sential feature  thereof  words  of  an  advertising  character.     Id. 

9.  It  is  not  good  practice  to  permit  such  a  change  to  be  made 
in  what  is  set  forth  as  the  essential  feature  of  a  trade-mark  as 
might  make  the  statement  as  to  the  period  of  use  not  ai)})ly  to 
the  new  mark. 

Ex  parte  Calvert  &  Brother,  85  0.  G.  288;  C.  D.  1898. 

10.  Where  the  original  application  stated  that  the  salient  fea- 
tures of  the  mark  were  the  bust  of  a  child  and  the  word 
"Koffio,"  and  by  an  amendment  the  essential  feature  was  lim- 
ited to  the  word  "Koffio,"  and  it  was  urged  by  a  contestant 
that  the  applicant  is  not  entitled  to  register  the  word  "  Koffio  " 
under  these  circumstances.  Held,  that  neither  authority  nor 
reason  prohibits  an  applicant  for  registry  of  a  trade-mark  from 
changing  the  statement  as  to  the  essential  features  of  the  mark. 

Sleepy  Eye  Milling  Co.  v.  C.  F.  Blake  Tea  and  Coffee  Co., 
85  0.  G.  1905  ;  C.  D.  1898. 

IX.   Firm  Name. 

1.  The  word  "Gilson,"  being  the  salient  feature  of  appli- 
cant's corporate  name,  refused  registration  as  a  trade-mark 
"under  the  general  rule  that  an  ordinary  surname  cannot  be  ap- 
propriated as  a  trade-mark  by  any  one  person  against  others  of 
the  same  name  who  are  using  it  for  a  legitimate  purpose. 

Ex  parte  Gilson  Co.,  83  0.  G.  1992;  C.  D.  1898. 

2.  The  word  "Gilson,"  being  the  name  of  a  patented  album 
kiiiiwn  as  the  "Gilson  AUnun,"  refused  registration  as  a  trade- 
mark for  ]»li()((>gi-ap]i-:ilbums  and  ])li()togra])hic  exposure-tables 
on  the  ground  that  the  name  of  an  inventor  which  has  become 
tlie  generic  name  of  the  thing  patented  i)asses  to  the  public 
Avhcii  thf  iiiMiiopoIy  crcalcd  l)y  the  j)a(('nt  expires.  /(/. 

o.  "  Ualsiiiicr,''  (he  surname  of  apj)licants,  refused  registra- 
tion as  a  tradi-innik  for  bicycles  and  ])arts  thereof  on  the  ground 
thill  :in  ;i|.|)nc:int  h;is  no  right,  un(h'i'  tlie  statvUes,  to  register 
his  surname  as  a  tr:idc-n)ark. 

yw2K//-<6' Dalsimer  et  Sons,  85  0.  G.  14'J;  C.  D.  1898. 


TKADEMAKKS.  143 

X.  Foreign  Commerce. 

The  time  when  a  niai'k  was  used  in  commerce  by  an  appH- 
cant  is  of  no  moment  so  long  as  that  use  occurred  before  the 
application  for  registration  was  filed.  An  applicant  having  a 
valid  trade-mark  at  common  law  cannot  be  deprived  of  it  by 
the  fact  that  one  later  to  adopt  and  use  the  mark  in  State  or 
inter-state  commerce  was  earlier  to  use  it  in  foreign  commerce. 
Sleepy  Eye  Milling  Co.  v.  C.  F.  Blake  Tea  and  Coffee  Co., 
85  0.  G.  1905;  C.  D.  1898. 

XI.  Fraud  or  Unfair  Competition. 

1.  Wlien  a  trade-mark  or  label  was  adapted  and  intended  to 
deceive  the  public,  no  right  arises  which  the  law  Avill  counte- 
nance.     (C.  C.  A.) 

*  Raymond  v.  Royal  Baking  Powder  Co.,  85  Fed.  Rep.  231. 

2.  The  use  of  a  label  on  whiske}'  bottles  which  so  nearly  re- 
sembles that  used  on  a  well  known  brand  of  whiskey,  differing 
only  in  minor  details  of  descri])tive  matter  thereon,  is  fraudu- 
lent and  will  be  enjoined.      (C.  C. ) 

*  Hiram    Walker  &  Sons  v.    Hockstaeder  et  al,   85   Fed. 

Rep.  776. 

3.  The  false  use  of  a  geographical  name  will  be  not  be  toler- 
ated by  the  federal  courts,  when  it  is  so  used  to  promote  unfair 
competition  and  to  induce  the  sale  of  spurious  goods.      (C.  C. ) 

* Collinsplatt  et  al.  r.  Finlayson  et  al,  88  Fed.  Rep.  693. 

4.  The  federal  courts  do  not  re(|uire  specific  proof  of  pur- 
chases by  individuals  actually  deceived,  when  the  labels  them- 
selves show  an  attempt  at  deception  which  appears  to  be  well 
calculated  to  deceive.      (C.  C. )  */d 

5.  The  appellant  adopted  for  its  packages  a  label  bearing  as  a 
central  figure  a  symbolical  representation  of  Columbia,  having 
the  word  "  Columljia "  on  its  pedestal  and  surrounded  by  a 
rectangular  border  or  framing  having  a  star  at  each  corner  and 
bearing  at  each  side  edge  of  the  package  the  word  "  Columl)ia" 
in  fanciful  design  and  at  each  end  of  the  package  the  words 
"Pure  Tissue."  The  appellees  adopted  for  their  packages  a 
label  having  printed  in  large  letters  diagonally  across  the  face 
the  word  "Columbia,"  surrounded  by  a  rectangular  border, 
within  which  are  fanciful  corner  designs,  a  peculiar  design  near 
the  middle  of  the  left-hand  side,  a  conspicuous  figure  of  a  stork 
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in  tlie  lower  part  of  the  right-hand  side,  the  printed  words 
"Medicated  Toilet  Paper,"  and  the  figures  and  words  "1000 
sheets — Wire  Looped,"  Held,  that  save  in  the  common  use  of 
the  word  "Columbia,"  which  is  open  to  both  parties,  the  labels 
are  wholly  unhke.  (81  0.  G.  1G15,  reversed.)  (C.  C.  A.) 
*  Morgan  Envelope  Co.  v.  Walton  ct  uL,  84  0.  G.  811; 
C.  D.  1898. 

6.  Following  the  decision  of  the  Supreme  Court  in  Columbia 
V.  Alcorn  (65  0.  G.  1916;  150  U.  S.  460),  that  a  word  in  com- 
mon use  as  designating  a  locality  or  section  of  coimtry  cannot 
be  appropriated  by  an}^  one  as  his  exclusive  trade-mark.  Held, 
that  the  appellees'  claim  or  right  to  the  exclusive  use  of  the 
word  "Columbia"  as  a  designation  of  tissue  or  toilet  paper 
cannot  be  maintained.      (C.  C.  A.)  ^ Id. 

7.  Where  certain  millers  in  Minneapolis,  INIinn.,  have  for 
years  made  flour  by  the  roller  patent  process  and  used  as  brands 
for  the  flour  the  words  "Minneapolis,  Minn.,"  "Minneapolis, 
Minnesota,"  "Minnesota,"  "Minnesota  Patent,"  and  the 
words  "Minnesota"  or  "Minnesota  Patent"  mean  that  the 
flour  is  made  under  the  roller  patent  process  somewhere  in  Min- 
nesota, and  the  words  "Minneapolis,"  "Minneapolis,  Minn.," 
and  "Minneapolis,  Minnesota,"  signify  to  the  trade  that  the 
flour  was  made  at  a  INIinneapolis  tlouiing-mill,  and  a  dealer  in 
Chicago  obtained  from  mills  at  Milwaukee,  Wis.,  an  inferior 
grade  of  flour  which  he  labeled  "Best  Minnesota  Patent,  Min- 
neapolis, Minn.,"  and  advertised  the  flour  as  made  at  Minne- 
apolis, Minn.,  with  the  result  that  the  public  was  deceived  into 
buying  the  ihnir  of  the  Chicago  dealer  under  the  belief  that  it 
was  made  at  Minneapolis,  and  was  defrauded  and  the  business 
of  the  Minneapolis  millers  damaged,  Held,  that  a  court  of  equity 
may  grant  relief  by  prohibiting  the  fraud  and  preventing  the 
damage  to  the  business  of  th",  Minneapolis  millers.      (C.  C.  A.) 

'-!'- Pillsbury-Washburn   Flour  Mills  Co.  Lim.  ct  (d.  r.  Eagle, 
85  0.  (i.  1397. 

8.  Where  one  jjcrson  has  so  dressed  up  his  goods  as  to  de- 
ceive the  i)ublie  into  the  b(>lief  that  they  are  the  goods  of  another 
person  and  so  put  tix m  on  tlie  market  to  the  injur}' of  that  per- 
son and  llic  |)ul)lic,  :in  action  at  law  will  lie  for  the  deceit,  and 
to  save   iiiuhiplicil}'   of  suits   and    jjrcvcnt    irreparable    injury 
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equity  will  restrain  such   unfair  and    fraudulent  competition. 
(CCA.)  *M 

9.  While  a  geographical  name  is  not  a  subject  of  a  trade-mark 
and  any  one  may  use  it,  yet  where  it  has  been  adopted  first  as 
merely  indicating  the  place  of  manufacture  and  afterward  has 
become  a  well-known  sign  and  synonym  for  superior  excellence, 
persons  doing  business  at  other  places  will  not  be  permitted  to 
use  it  as  a  brand  or  label  for  similar  goods  manufactured  at 
other  points  for  the  purpose  of  appropriating  the  good-will  and 
business  of  another.      (C  C  A.)  ^^ Id. 

10.  ^Mlere  the  question  is  simply  one  of  unfair  competition,  it 
is  not  essential  that  there  should  be  any  exclusive  or  property 
right  in  the  words  or  labels  used,  as  irrespective  of  any  question 
of  trademark  rival  manufacturers  have  no  right  by  imitative 
devices  to  beguile  the  public  into  buying  their  wares  under  the 
impression  that  they  are  buying  those  of  their  rivals.     (C  C  A. ) 

11.  Where  one  person  or  corporation  is  entitled  to  relief  in  a 
case  of  fraudulent  competition  or  trade,  two  or  more  persons  or 
competitors  having  a  common  interest  in  preventing  the  fraud 
ma}^  unite  to  maintain  an  action  in  equity.      (C  C  A.)     ■'^ Id. 

12.  Notwithstanding  the  fact  that  the  word  "Elgin"  is  the 
name  of  a  town,  and  in  that  sense  a  geographical  name,  yet 
since  the  complainants  have  used  the  name  since  1865  and 
placed  it  upon  their  watch  movements,  and  when  so  placed  and 
the  movements  are  put  in  cases  and  sold  as  ' '  Elgin ' '  watches, 
it  answers  the  function  of  a  trademark  and  is  a  trademark,  and 
should  be  so  treated.  The  theory  of  unfair  competition  in  the 
present  case  rests  upon  the  fact  that  the  mark  of  origin  on  the 
manufactured  article  is  i>ut  on  or  attached  to  other  articles  of 
the  same  kind  not  made  by  complainant,  and  for  the  purpose 
of  representing  such  articles  as  the  product  of  complainant. 
The  use  of  the  words  "Elgin  Tiger,"  "Elgin  Commander,"  or 
"Elgin  Giant"  upon  a  watch  case  by  a  watch  case  company, 
even  when  such  cases  are  manufactured  in  the  town  of  "Elgin," 
will  be  enjoined.     (C  C  ) 

*  Elgin  Nat.  Watch  Co.  v.  Illinois  Watch-Case  Co.  et  a/.,  89 
Fed.  Rep.,  487. 
10 
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XII,  Geographical  Names  Indicating  Locality. 

1.  The  words  "  P-I-T-T-S-B-U-R-G-H  P-U-M-P,"  arranged 
in  letter-hyphenated  form,  refused  registration  as  a  trade-mark 
for  pumps  on  the  ground  that  the  word  "Pittsburgh"  being 
geographical  and  "  Pump  "  descriptive  and  the  petitioner  carry- 
ing on  the  business  of  the  manufacture  of  pumps  at  Pittsburgh, 
Pa.,  it  follows  that  it  has  no  right  to  monopolize  the  words,  at 
least  as  against  every  other  manufacturer  of  pumps  in  Pitts- 
burg. 

Ex  parte  Pittsburgh  Pump  Co.,  84  0.  G.  309;  C.  D.  1898. 

2.  By  hyphenating  the  words  the  essential  feature  of  the 
trade-mark  has  not  been  changed  to  a  degree  that  would  war- 
rant registration.  The  geographical  and  descriptive  words  still 
remain,  notwithstanding  the  form  in  which  the}'  are  shown  in 
the  Jac  simile,  the  essential  features  of  the  trade-mark,  and  it 
would  be  a  very  close  observer  who  would  pay  any  heed  to  the 
manner  in  which  the  letters  were  separated.  Id. 

3.  Applicant  applied  for  the  registration  of  the  words  "  Pitts- 
burgh Pump"  on  April  16,  1897,  and  upon  registration  being 
refused  he  amended  the  application  by  setting  forth  that  the 
essential  feature  "is  the  words  P-I-T-T-S-B-U-R-G-H  P-U-M-P, 
arranged  in  letter-hyphenated  form,"  and  amended  the  state- 
ment to  set  forth  that  the  mark  had  been  used  since  March  22, 
1898.  Held,  that  the  amendment  ought  not  to  have  been  re- 
ceived, as  it  is  not  good  practice  to  permit  such  a  change  to  be 
made  in  what  is  set  forth  as  the  essential  feature  of  a  trade- 
mark as  might  make  the  statement  as  to  the  period  of  use  not 
ai)i)ly  to  tlie  new  mark.  /(/. 

XIII.  Gkograimiical  Names  Used  Arbitrarily  or  Fancifully. 

1.  The  words  "Peach-Greenville"  refused  registration  as  a 
trade-mark  for  plug  tobacco,  on  the  word  "  Peach  "  previously 
registered,  and  on  the  ground  that  "(Jreenvillc"  is  geographi- 
cal, as  it  is  not  a  safe  ])ractice  to  permit  the  registration  of  a 
coni])oun(l  trade-mark,  one  of  the  distinguishing  features  of 
which  has  ah'cady  been  registered,  as  purchasers  using  ordinary 
caution  might  easily  bo  deceived. 

Kx  parte  Meriwcather  ct  Co.,  S3  ().  (\.   1513  ;   C.  D.   1S98. 

2.  Tlie  Patent  Ollicc  should  not  give;  its  stamj)  of  ap[)roval  to 
a  class  of  trade-marks  the  use  of  which  has  a  tendency  to  mis- 
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lead  or  deceive  the  j)iil)li(',  and  thus  take  a  i)()sition  antagonistic 
to  well  settled  rules  of  law.  Id. 

3.  An  alleged  trade-mark,  the  essential  feature  of  which  is 
stated  to  be  the  word  "Aurora,"  refused  registration  as  a  trade- 
mark for  boots  and  shoes  on  the  ground  that  it  is  geograpliieal. 

Exi)arte  Little  &  Co.,  85  0.  G.  1221  ;  C.  D.  1898. 

4.  The  mere  fact  that  a  word  appears  in  the  Postal  Guide  as 
the  name  of  a  Post-Office  does  not  give  to  said  word  such  a 
geographical  meaning  as  to  prevent  its  adoption  as  a  trade-mark, 
when  it  has  a  jjrimary  significance  not  geographical.  Id. 

5.  The  general  rule  that  geogra])hical  names  cannot  be  regis- 
tered as  trade-marks  is  well  settled,  and  very  rarely  can  a  word 
which  is  truly  geographical  be  registered,  even  though  it  has  a 
fanciful  or  arbitrary  meaning.  It  being  once  admitted  that  a 
word  sought  to  be  registered  has  a  geographical  meaning,  it 
should  be  the  rule  of  the  Office  not  to  register  such  word,  un- 
less it  appears  beyond  any  doubt  not  only  that  its  fanciful  or 
arbitrary  meaning  is  so  well  understood  that  the  meaning  of  the 
word  would  be  at  once  recognized,  but  that  the  name  could  not 
be  rightfully  used  upon  the  same  class  of  goods  by  any  one 
making  them  in  the  locality  bearing  the  name.  Id. 

XIV.  Infringement. 

(a)  III  General. 

All  persons  in  any  way  connected  with  the  infringement  of  a 
trade-mark  are  responsible  to  the  owner  for  the  injury  done  to 
his  rights.  The  manufacture  and  sale  of  labels  bearing  thereon 
such  trade-mark,  thereby  knowingly  j^utting  into  the  hands  of 
dealers  the  means  of  deceiving  the  ultimate  purchasers  of  the 
goods  upon  which  the  labels  are  affixed,  is  infringement  of  such 
trade-mark.      (C.  C. ) 

*  Hennessy  et  al.  v.  Herrmann  et  al. ,  89  Fed.  Rep.  6G9. 

XIV.    Infringement. 

(b)  Particular  Cases. 

1.  The  use  of  a  mark  consisting  of  a  rough  radiant  diamond 
does  not  infringe  a  trade-mark  consisting  of  a  conventional  dia- 
mond-shaped figure. 

*  Pittsburgh  Crushed  Steel  Co.  v.  Diamond  Steel  Co.,  85 

Fed.  Rep.  637. 
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2.  "Sunlight"  is  undoubtedly  a  good  trade-mark,  and  the 
use  of  the  name  "  American  Sunlight "  in  connection  with  soap 
is  plainly  an  infringement.      (C.  C. ) 

*  Lever  Bros.,  Limited  v.  Pasfield,  88  Fed.  Rep.  484. 

3.  A  single  sale  may  not  be  iper  se  an  infringement,  but  it 
may  in  connection  with  other  proof  be  persuasive  evidence  of 
other  sales,  and  convincing  proof  of  an  intention  to  sell  wherever 
the  opi^ortunity  to  do  so  without  detection  is  presented,  and 
taken  together  may  be  sufhcient  to  justify  an  injunction. 
(C.  C.)   "  "  '  */rf. 

XV.    IXJUNCTION. 

1.  AMiere  the  defendants  sold  to  complainant's  agents  under 
the  name  of  "Hostetter's  Bitters"  a  spurious  article,  so  closely 
resembling  the  real  article  as  to  deceive  an  ordinary  customer, 
with  the  intent  that  it  should  be  resold  by  the  drink  over  the 
bar  in  the  usual  way  as  Hostetter's  Bitters  in  fraud  of  the  rights 
of  complainant  and  of  the  public,  Held,  that  there  was  an  illegal 
appropriation  of  complainant's  right  of  property,  which  should 
be  enjoined.      (C.  C. ) 

^^Hostetter  Co.  v.  Sommers  et  al,  82  0.  G.  753;  C.  D.  1898. 

2.  An  owner  of  a  trade-mark  is  entitled  to  protection  against 
the  aj)})ropriation  of  his  trade-mark  by  any  and  all  unfair  and 
dishonorable  means,  and  a  court  of  equity  has  power  to  grant 
such  protection  whenever  it  is  satistied  that  an  attempt  has  been 
made  by  ingenious  sul)terfugcs  to  invade  the  rights  of  an  owner 
of  a  trade-mark  cither  by  conspiracy  with  others  or  by  mis- 
representation in  the  sale  of  a  spurious  article  so  manufactured 
as  to  deceive  the  public.      (C.  C. )  */(i. 

3.  Where  a  manufacturer  made  and  sold  corset-waists,  desig- 
nated as  "Chicago  A\'aists,"  sucli  designation  coming  to  be 
recognized  among  ])urcli:isers  as  denoting  the  })roduct  of  said 
manufacturer,  he  is  entitled  to  and  will  be  granted  an  injunc- 
tion, against  anotlier  manufacturer  who,  in  a  difTerent  state  and 
city,  makes  and  sells  similar  waists,  designating  them  "Chicago 
A\'aists,"  with  the  evident  intention  of  availing  himself  of  the 
reputation  gained  by  the  other's  goods.      (C.  C. ) 

*  Gage-Downs  Co.  v.  Featherbone  Corset  Co.,  83  Fed.  Rep. 
213. 
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XVI.  Interference. 

1.  A  party  is  bound  in  an  interference  proceeding  by  the  state- 
ment in  a  trade-mark  application  as  to  the  date  of  adoption  and 
use,  and  cannot  under  this  statement  prove  an  adoption  and  use 
prior  to  the  date  set  up  therein  either  by  himself  or  by  others 
from  whom  he  may  have  derived  title. 

Empire  Cycle  Co.  v.  Monarch  Cycle  M'f'g  Co.  v.  Meacham 
Arms  Co.,  82  0.  G.  1G89;  C.  D.  1898. 

2.  Where  the  Monarch  Company  failed  to  take  any  testimony 
during  the  time  set  for  taking  testimony,  and  thereafter  the 
Meacham  Company  during  its  own  time  for  taking  testimony 
introduced  evidence  to  prove  the  right  of  the  Monarch  Company 
to  the  trade-mark,  Held,  that  since  such  testimony  did  not  tend 
to  prove  directly  or  indirectly  the  case  of  the  Meacham  Com- 
pany, it  was  not  proper  rebuttal  for  that  Company  and  could 
not  be  considered  in  so  far  as  the  case  of  the  Monarch  Company 
was  concerned.  Id. 

3.  Where  a  party's  time  for  taking  testimony  has  expired 
and  he  no  longer  has  the  right  to  introduce  testimony  to  prove 
his  own  case,  Held,  that  another  party  to  the  interference  should 
not  be  allowed  to  introduce  for  him  the  testimony  which  he 
would  not  be  permitted  to  use  in  his  own  behalf.  Id. 

4.  Where  the  requirements  of  the  rules  as  to  the  facts  which 
should  be  stated  in  the  notice  of  taking  testimony  are  not  com- 
plied with.  Held,  that  the  notice  was  not  sufhcient  and  the 
testimony  must  be  disregarded.  Id. 

5.  Where  a  registrant  sets  up  in  his  statement  that  he  has 
used  a  trade-mark  from  a  certain  date,  and  the  testimony  offered 
in  an  interference  proceeding  shows  an  earlier  date.  Held,  that 
such  testimony  may  be  considered,  and  such  weight  given  to  it 
as  may  be  jDroper  under  the  circumstances  of  the  case. 

Sherwood  v.  Horton,  Cato  &  Co.,  84  0.  G.  2018  ;  C.  D.  1898. 

6.  The  Patent  Office  should  not  register  a  trade-mark  in  the 
face  of  a  prior  registration  of  the  same  mark  for  exactly  the  same 
class  of  goods,  unless  the  proofs  are  so  clear  and  convincing  that 
to  refuse  to  do  so  would  work  an  injustice  to  the  applicant.   Id. 

7.  The  Patent  Office  cannot  confer  the  right  to  a  trade-mark 
upon  any  one,  nor,  on  the  other  hand,  can  it  take  away  such 
right.     Its  powers  in  reference  to  trade-marks  are  very  limited, 
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and  entirely  different  from  its  j)owers  in  reference  to  the  grant 
of  patents.  That  difference  is  clearly  set  forth  by  the  Court  of 
Appeals  of  the  District  of  Columbia  in  the  case  of  Einstein  v. 
Sawhill  (65  0.  G.  1918).  Id. 

8.  As  the  proofs  do  not  show  beyond  a  reasonable  doubt  that 
Sherwood  was  the  first  to  adopt  and  use  the  word  "  Royal"  as 
a  trade-mark  for  salad-dressing,  the  decision  of  the  Examiner  of 
Interferences  in  awarding  priority  to  him  is  reversed.  Id. 

9.  There  is  no  authority  to  justify  the  consideration  in  a 
trade-mark  interference  that  by  reason  of  false  and  fraudulent 
representation  an  applicant  is  not  entitled  to  register  a  trade- 
mark, because  while  the  court  may  refuse  to  grant  relief  to  the 
owner  of  a  mark  on  account  of  false  representation,  it  would  not 
on  that  account  hold  that  an  alleged  trade-mark  was  unlawful. 

Sleepy  Eye  Milling  Co.  v.  C.  F.  Blake  Tea  and  Coffee  Co., 
85  b.  G.  1905  ;  C.  D.  1898. 

10.  After  an  examination  of  the  record,  Held,  that  the  Sleepy 
Eye  Milling  Company  being  the  first  to  adopt  and  use  the  trade- 
mark in  controversy,  and  having  done  nothing  of  which  this 
Office  can  take  cognizance  which  would  justify  a  refusal  to  award 
priority,  priority  should  be  awarded  to  it.  Id. 

XVII.  Jurisdiction  of  Courts. 

1.  In  order  to  maintain  a  suit  for  infringement  of  a  trade- 
mark in  a  United  States  Court  where  the  requisite  diversity  of 
citizenship  is  present,  the  hill  is  not  required  to  aver  that  the 
parties  were  engaged  "in  foreign  commerce  or  commerce  with 
Indian  tribes;"  such  an  averment  is  essential  only  in  cases 
where  the  action  or  suit  is  between  citizens  of  the  same  state. 
(C.  C.) 

*  Hennessy  ct  al.  v.  l^raunschweiger  &  Co.,  89  Fed.  Rep., 
G64. 

2.  Registration  under  the  act  of  1881  is  of  l)ut  little,  if  any, 
value,  except  for  tlie  purpose  of  creating  a  permanent  record  of 
the  date  of  adoplinii  and  use  of  tlie  trade-mark,  or  in  cases 
where  it  is  necessary  to  give  jurisdiction  to  the  United  States 
Courts  ;  (he  ])r()tecti<>n  afTordcd  l)y  such  courts  under  the  com- 
mon law  is  ample.  i'fopcrty  in  tradc-mai-ks  exists  a])ai-t  from 
the  statutes  regulating   their   I'egistration,  and   tlieir   validity  is 
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not  dependent  upon  sueli  statutes,  except  as  defined  thereby. 
(C.  C.)  */(/. 

3.  Jurisdiction  does  not  depend  upon  the  amount  of  damages 
the  complainants  in  a  suit  for  infringement  of  a  trade-mark  will 
be  entitled  to  recover.  The  property  to  be  protected  is  com- 
plainants' trade-mark,  and  this  is  alleged  to  be  of  the  value  of 
$2000.     (C.  C.) 

^Hennessy  et  al.  v.  Herrmann  et  nl,  89  Fed.  Rep.  669. 

XVIII.  Registration. 

1.  The  right  to  a  trade-mark  is  a  common-law  right,  and  the 
Patent  Office,  under  the  act  of  March  3,  1881,  is  only  given 
authority  to  register  lawful  trade-marks  under  certain  re- 
strictions imposed  by  that  statute. 

Sleepy  Eye  Milling  Co.  v.   C.    F.   Blake  Tea  and  Coffee 
Co.,  85  0.  G.  1905;  C.  D.  1898. 

2.  The  act  of  August  5,  1882,  applies  only  to  such  marks  as 
were  lawful  trade-marks  prior  to  March  3,  1881,  and  only  such 
marks  may  be  registered. 

Ex  parte  Gale  M'f'g  Co.,  85  0.   G.  1907;  C.  D.  1898. 

XIX.  Right  to  Use  Name  of  Patented  Article. 

1.  The  word  "  Velvril  "  refused  registration  as  a  trade-mark 
for  a  nitrocellulose  compound,  as  it  is  the  name  of  a  patented 
compound  which  will  become  public  property  at  the  expiration 
of  the  patent. 

Ex  parte  \e\\n\  Co.,  84  0.  G.  807;  C.  D.  1898. 

2.  In  view  of  the  fact  that  under  the  trade-mark  act  of  1881 
a  certificate  of  registry  remains  in  force  for  thirty  years  from  its 
date  (with  certain  exceptions),  Held^  that  the  Patent  Office 
should  not  register  trade-marks  which,  though  lawful  trade- 
marks at  the  date  when  registry  is  sought,  will  become  public 
property  before  the  expiration  of  the  thirty  years.  Id. 

3.  During  the  life  of  the  patent,  the  patentee  and  his  suc- 
cessors in  interest  had  the  exclusive  right  of  making,  using  and 
selling  the  particular  compound  by  whatsoever  name  it  might 
be  called.  The  patent  gave  no  right  to  any  particular  name, 
but  simply  to  the  exclusive  manufacture  and  sale.  All  such 
right  sexpired  with  the  patent,  and  from  that  time  any  party  has 
had  the  right  to  manufacture  and  sell  that  particular  compound, 
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and  that  too  under  the  name  by  Avhich  it  has  become  generally 
known  to  the  public;  and  if  to  that  public  the  article  has  be- 
come generally  known  only  by  a  single  name,  that  name  must 
be  considered  as  descriptive  of  the  thing  manufactured  and  not 
of  the  manufacturer.  When  the  right  to  manufacture  and  sell 
the  article  becomes  universal,  the  right  to  use  the  name  by 
which  the  thing  is  known  becomes  equally  universal.  (Singer 
M'f'g  Co.  V.  June  M'f'g  Co.,  163  U.  S.  169.)     (C.  C.  A.) 

*  Centaur  Co.  v.  Heinsfurter  et  al. ,  84  Fed.  Rep.  955. 

XX.  Right  to  Use  Personal  Name. 

1.  A  person  is  entitled  generally  to  sell  his  products  under 
his  own  name,  either  individually  or  in  connection  with  part- 
ners, but  in  so  doing  he  must  be  careful  not  to  do  anything 
calculated  to  delude  the  public  into  the  belief  that  his  goods  are 
those  of  some  one  else.  The  courts  have  formulated  a  conven- 
ient rule  applicable  to  cases  of  this  kind,  by  enjoining  such  per- 
son from  using  his  name  in  connection  with  his  product,  except 
he  places  upon  such  product  the  words  "  No  connection  with 
the  original — (giving  name  and  location),"  or  words  of  like  im- 
port.    (C.  C.) 

*  Allegretti  Chocolate  Cream  Co.  r.  Keller,  85  Fed.  Rep.  643. 

2.  Where  an  English  manufacturer  was  a  member  of  a  firm 
in  the  United  States,  engaged  in  the  same  business,  and  a  trade- 
mark began  to  be  used  by  both  at  about  the  same  time,  and 
came  to  be  the  identifying  mark  of  the  product  manufactured 
by  the  United  States  firm  by  many  years'  use  in  business,  and 
the  English  manufacturer  retired  from  the  United  States  firm, 
the  right  to  use  the  trade-mark  passed  to  those  who  succeeded 
him  as  a  part  of  iho,  l)usinoss,  the  same  as  good  will,  and  he 
will  be  restraincil  from  using  it  in  a  separate  business  of  the 
same  kind  in  this  country.      (C.  C. ) 

*  r.atcheller  v.  Thonison,  86  Fed.  Rep.  630. 

3.  Ah  ])ri()r  to  1881  no  one  could  exclusively  ap])ropriate  a 
surname  as  a  trade-mark,  JTrhl,  lliat  the  word  "Gale,"  a  sur- 
name and  the  salient  feature  of  a))j)licant's  alleged  trade-mark, 
cannot  be  registered  as  a  trade-mark  when  applied  to  the  pro- 
ducts of  tlie  dale  Manufacturing  Company,  notwithstanding  its 
use  prior  to  March  3,  1881. 

Kx  parte  Clale  M'f'g  Co.,  85  ().  C.  1907;  (1  1).  1898. 
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XXI.  Use  and  Sale  as  Establishing  Title. 

"  The  exclusive  right  to  the  use  of  a  mark  or  device  claimed 
as  a  trade-mark  is  founded  on  priority  of  appropriation ;  that  is 
to  say,  the  claimant  of  a  trade-mark  must  have  been  the  first  to 
use  or  employ  the  same  on  like  articles  of  production"  (Mill 
Co.  V.  Alcorn,  150  U.  S.  460).  A  trade-mark  rests  on  such  use 
as  makes  it  point  out  the  origin  of  the  user's  goods,  and  not  on 
invention,  and  the  use  must  have  been  early  enough  and 
separate  enough  for  that.  Use  by  another  before,  at  the  same 
place  or  near  enough  to  start  a  similar  right  would  prevent  the 
use  from  showing  such  origin.  The  other  use  might  be  so  far 
away,  or  so  small,  as  to  have  no  effect  upon  the  use  in  question  to 
prevent  it  from  becoming  a  representation  of  such  origin.  (C.  C. ) 

*  Tetlow  V.  Tappan,  85  Fed.  Rep.  774. 

XXII.  What  does  not  Constitute. 

1.  The  phrase  "Better  than  Mother's"  refused  registration 
as  a  trade-mark  for  mince  meat,  as  it  expresses  quality. 

Ex  parte  Ervin  A.   Rice  Company,  83  0.   G.  1207;  C.   D. 
1898. 

2.  A  valid  trade-mark  cannot  be  predicated  upon  words  or 
phrases  expressing  qualit3^  No  one  can  appropriate  for  his  ex- 
clusive use  words  and  phrases  that  all  may  use.  Any  one 
dealing  in  mince  meat  can  declare,  if  the  statement  be  true, 
that  his  product  is  better  than  anyone  else's,  be  that  other 
"mother,"  "grandmother"  or  "aunt."  Id. 

3.  If  letters  and  figures  stamped  upon  each  of  the  various  parts 
of  a  machine  for  the  purpose  of  designating  and  identifying 
them,  and  also  serve  to  denote  the  manufacturer,  the  latter  is  in- 
cidental to  the  principal  purpose,  and  does  not  create  a  trade- 
mark.     (C.  C.) 

*  Deering  Harvester  Co.  v.  Whitman  &  Barnes  M'f'g  Co., 

86  Fed.  Rep.  764. 

Withdrawal  from  Issue. 

1.   After  an  application  has  been  examined,  allowed,  and  been 
through  a  long  interference,  it  should  not  be  withdrawn  from 
issue  for  the  citation  of  a  new  reference  unless  the  Examiner  is 
fully  satisfied  that  such  reference  fully  meets  the  claims. 
Ex  parte  Atterbury,  84  0.  G.  1583  ;  C.  D.  1898. 
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2.  When  an  application  after  interference  and  allowance  is 
withdrawn  from  issue  for  the  citation  of  a  new  reference,  every 
facility  for  speedy  hearing  on  appeal  should  be  furnished.     Id. 

Withholding  from  Issue. 

1.  F.  may  have  an  interest  in  having  D.'s  application  with- 
held from  issue  ;  but  the  rights  of  D,  as  well  as  the  rights  of  F. 
must  be  considered,  and  since  there  has  been  a  definite  decision 
by  the  Office  that  D.  is  entitled  to  a  patent,  to  still  refuse  tO' 
allow  such  patent  and  to  permit  F.  to  further  contest  his  right 
thereto  would  be  to  deny  him  a  right  to  which  the  Office  has 
adjudged  him  entitled. 

*  Fowler  v.  Dodge,  85  0.  G.  1584. 

2.  Contests  as  to  whether  a  patent  shall  issue  to  a  particular 
applicant  are  permitted  in  this  Office  not  because  of  the  interest 
of  the  contestant,  but  because  the  circumstances  are  such  that 
there  is  doubt  as  to  whether  the  applicant  is  entitled  to  a  patent, 
and  this  question  cannot  properly  be  determined  without  further 
investigation.  After  the  Office  becomes  satisfied  on  this  ques- 
tion it  would  not  be  justified  in  continuing  the  contest.       Id. 
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